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Opi ni on by Hohein, Adm nistrative Trademark Judge:

ETW Corp. has filed an application to register the mark

"RACE WAY" and design, as reproduced bel ow
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for the follow ng goods:®

"air powered tools, nanely, paint guns,
pop riveters, drills, inpact wenches,
rat chet wenches, grinders, sanders and cut-
off tools; replacenent parts for the above-
specified air tools; [and] hydraulic pop
riviters" in International Cass 7;

"hand-tools, nanely, bolt cutters;
hammer and dolly sets conprised of hammers of
varying sizes and dollies; hammers sold in
sets of varying sizes; punches and chisels
sold in sets of varying sizes; pry bars sold
in sets of varying sizes; wenches sold in
sets of varying sizes; sockets sold in sets
of varying sizes; pliers sold in sets of
varying sizes; screwdrivers sold in sets of
varying sizes; files sold in sets of varying
si zes; specialty hand-tools, nanely, chisels,
taps and dies, hamrers[,] punches, scrapers,
screwdrivers, socket sets sold in sets of
varyi ng sizes, and wrenches for use in body,
engi ne[,] brake and undercar repair” in
I nternational C ass 8;

"“hand- hel d di agnostic equi pnent for
not or vehicles, nanely, nmulti-neters, timng
lights, battery testers, and conpression
testers” in International C ass 9;

"nmobile tool carts and npbil e stands for
di spensi ng maski ng paper and tape" in
I nternational Cl ass 12;

"air hoses for pneunmatic tools" in
| nternational Cass 17; and

"tool chests and tool roll cabinets" in
| nternati onal C ass 20.

Regi strati on has been opposed by RaceTrac Petrol eum

Inc. on the ground that it is the owner of the following: (i)

' Ser. No. 75321745, filed on July 9, 1997, which with respect to the
goods in each class is based on an allegation of a date of first use
anywhere of February 1995 and a date of first use in commerce of March
1995. The mark is described as consisting of "the word ' RACEWAY'
within a circle against a checkered flag on a flagpole.”
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regi strations for the mark "RACEWAY" for (a) "automobile filling
station services;"? (b) "convenience store services";® and (c)

4

"nmotor oil";" and (ii) an application for registration of the

mar k " RACEVWAY" and design, as illustrated bel ow,

for "retail convenience store services" and "autonobile filling
station services";’ that it "has used RACEWAY as a service mark
for autonobile filling station services, convenience store
services and notor oil since a date long prior to [applicant's]
claimed date of first use] of March 1995"; that it "operates nore
than 110 autonobile filling station services, many of which have
conveni ence store services offered as an adjunct, throughout a

| arge portion of the United States”; that "the use of the mark
RACEVWAY ... in association therewith has caused the mark RACEWAY
to beconme well-known, well-reputed and fanous"; and that, on

information and belief, "Applicant's Goods" (i.e., the various

? Reg. No. 1,784,457, issued on July 27, 1993, which sets forth a date
of first use anywhere and in conmerce of Novenber 21, 1968; renewed.

° Reg. No. 2,288,357, issued on Cctober 26, 1999, which sets forth a
date of first use anywhere and in commerce of Novenber 21, 1968.

* Reg. No. 1,136,548, issued on June 3, 1980, which sets forth a date
of first use anywhere and in conmerce of Novenber 24, 1976; renewed.

® Ser. No. 75747773, filed on July 12, 1999, which the record shows
matured into Reg. No. 2,350,123, issued on May 16, 2000, which for
each of the above services sets forth a date of first use anywhere and
in cormmerce of April 1999.
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goods for which registration is sought) "are autonotive car]|e]
and repair products and are of a nature substantially simlar to
and related to the goods and services sold at Opposer's |ocations
under its mark RACEWAY, are sold to the sane class of purchasers
t hrough the sanme or simlar channels of trade, are used at
autonmobile filling station service facilities, and are provided
for, and are especially made for, the nmaintenance of autonotive
vehicles."

In view thereof, opposer further alleges that its "mark
RACEWAY is fanous throughout a great portion of the United
States”; that, on information and belief, "Applicant's Goods are
likely to be sold to and/or used by autonotive filling station
service providers, and, because of the repute of Qpposer's mark
RACEWAY, the purchasing public is likely to m stakenly believe
Applicant's Goods are associated with, sponsored by or enanate
from Qpposer™; and that, "[i]n view of the aforesaid
ci rcunst ances, purchasers are likely to encounter Opposer's nark
RACEWAY and Applicant's mark RACE WAY under conditions that are
likely to, because of the simlarities between the narks and the
strong public association of Qpposer with autonotive services,
cause confusion or mstake as to their respective sources and
| ead those purchasing Applicant's Goods to m stakenly assune that

they are sponsored by or emanate from Qpposer."®

® Al though opposer also alleges that "the use by Applicant of the mark
[ RACE WAY and design] in association with Applicant's Goods w |
dilute the distinctive quality of Opposer's mark RACEWAY to its
detrinment,"” no evidence with respect to a claimof dilution was
presented by opposer at trial and it offered no argunment with respect
to such a claimin its brief. In view thereof, and since it is clear
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Applicant, in its answer, has admtted that "sone of
t he goods sold under its mark nay be used for autonotive car]|e]
and repair,"” but has otherw se denied the salient allegations of
the opposition. Only opposer has filed a brief’ and neither
party has requested an oral hearing.

The record includes the pleadings; the file of the
opposed application; and, as opposer's case-in-chief, the
testinmony, with exhibits, of Jeffrey T. Hassman, opposer's
executive director of marketing, and a notice of reliance on
certified copies of four registrations for its pleaded "RACEWAY"
mar ks. Applicant, however, did not take testinony or present any
ot her evidence in its behalf, although its counsel did attend M.
Hassman' s deposition and cross-exam ned such w tness.

Priority of use is not in issue in this proceeding with
respect to the goods and services which are the subjects of
opposer's registrations for its pleaded "RACEWAY' marks since, as
shown by the certified copies thereof, such registrations are
subsi sting and owned by opposer. See King Candy Co. v. Eunice
King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108, 110 (CCPA
1974). Accordingly, the focus of our determnation is on the
i ssue of whether applicant's "RACE WAY" and desi gn mark, when
used in connection with the goods set forth in its application,

so resenbl es opposer’'s "RACEWAY" marks for any or all of its

fromopposer's brief that it regards the claimof priority of use and
I'i kel i hood of confusion as its sole ground for opposition, the claim
of dilution is deened to be waived and will not be further considered.
" Qpposer's uncontested request for correction of an error on the
fourth page of its brief is granted.
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vari ous goods and services as to be likely to cause confusion,
m st ake or deception as to source or sponsorship.

The record reveal s that opposer, which has been in
busi ness since the 1930s, devel oped the concept of "high volune
gasoline at a low price, easy in and easy out,” for its "RACEWAY"
autonmobile filling station services in 1967 and has conti nuously
used such mark in connection therewith since 1968. (Hassnman dep.
at 5.) Wile its "RACEWAY" autonobile filling stations al so
i ncl ude conveni ence store services which are rendered under its
"RACEVWAY" mark, such stations principally sell gasoline. As
testified to by M. Hassman, a stylized version of such nmark
i.e., the "RACEWAY" and design nmark reproduced earlier, has been
"used as part of a reimaging of our stores" since 1999. (ld. at
10.) So far, opposer has spent "in excess of $1.5 mllion" on
the "reimaging"” of its autonmobile filling stations and
conveni ence stores and "plan[s] to reinage the ngjority"” of such
stores "over tinme." (ld. at 11.) In addition, as opposer
"bui l d[s] new Raceway stores, they have all the sane inmage that's
represented in that logo mark." (l1d.) However, "[a]t one point"
opposer al so used, like applicant's "RACE WAY" and design nmark, a
checked flag design in association with its "RACEWAY' mark and,
according to M. Hassman, there is "a high probability that there
is a Raceway out there with a checked flag" in use. (ld. at 15.)
The reason therefor is that opposer is "just starting to rei mage"
and thus "the nmpjority of ... stores are still in existing
tradedress [sic] of when they were built” and "the checked fl ag

was part of that tradedress [sic]." (lLd. at 15-16.)
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Testifying that "at one point there used to be separate
conveni ence stores fromgas stations, and that over tinme we've
seen those two retail entities nmerge,” M. Hassnman indicated that
opposer operates its "RACEWAY" autonpbile filling stations and
conveni ence stores as nerged entities. (ld.) He also testified
with respect to the product m x avail able as foll ows:

Q What ki nds of products are
typically found in your conveni ence stores?

A Ci garettes, beer where it's
al l oned, groceries, snacks and then
conveni ence itenms and stuff that's associ ated
with a filling station. So [there's] oil,
autonotive repair stuff, tools, that kind of
stuff that's related to conveni ence, related
to cars.

Q By autonotive repair stuff, what do
you nean?

Li ke, for instance, stores may have ...
oil filters. Stores may have anything that
woul d be applied to an owner's mai nt enance of
cars. Wndshield w pers, for exanple, those
ki nds of owner stuff, as well as oil,
petrol eum products, antifreeze, ... things
t hat people woul d expect to buy in a place
where they can get gasoline.

Q Are any tools sold in these
conveni ence stores?

A Yes, yes. .... Sone stores wll
only sell maybe wenches, screwdrivers,
things like that. O her conveni ence stores
w || dedicate nore space and have nore
el aborate and nore advanced tool sets.

Q And, to your know edge, how | ong
have these kinds of products been sold in the
Raceway conveni ence stores?

A Certainly within recent history. |
woul d say that in all probability when the
stores were first opened because the concept
fromthe [late] 1960s was nore centered
around the autonobile and | ess centered
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around the other convenience itens. So it
woul d be a greater probability that that kind
of stuff would be in there.

(ld. at 12-13.)

Moreover, while noting that in ternms of customer
expect ati ons, sone gasoline stations typically offer a diverse
m x of services which include car washes and auto repair services
in addition to convenience store services, M. Hassman testified
as follows with respect to the services which opposer offers:

Q Wul d you expect people to cone
into a Raceway station and ask for, say,
m nor auto repairs?

A They may cone in and ask. W do
not have nechanics there to do the kind of
services that other gas stations have, but
certainly, as with any gas station, people
come in to perform especially if they are on
long road trips, ... user naintenance,
whether that's to check their oil, replace
lights, replace wi ndshield w pers and that
ki nd of thing.

Q And you' ve already said ... that
the Raceway stores sell those kinds of
product s?

A Yes.

(ILd. at 17-18.) Al though opposer does not have any records as to
t he nunber of custoners who annually patronize its "RACEWAY"
gasol i ne and conveni ence stores since it does not have the
ability to track such, it does keep track of its "consistently

growi ng" gasoline sales. (ld. at 18.) 1In 2001, for exanple, it

"did just over $240 million in sales in gasoline across 140 or so
stores ... with the Raceway nanme, and that was up about $35
mllion fromthe year before.” (ld.) As to its sales of
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conveni ence store itens, however, opposer "do[es] not track the
sales inside the stores.” (l1d.)

Qpposer's custoners are primarily "individual
consuners.” (ld. at 24.) However, its custoner base al so
i ncl udes truckers, bus drivers and commercial carriers. Qpposer
operates its "RACEWAY" gasoline and conveni ence stores "primarily
in the southeast, sort of from Texas, Kentucky over to the
eastern seaboard and down through Florida,"” an area covering
"about 12 or 13" states including "M ssissippi, Louisiana,
Carolinas, Virginia, [and] Tennessee.” (ld. at 19.) As of the
deposition of its witness on March 27, 2002, opposer has "about
140" such stores, with plans for expandi ng that nunber by not
only "taking RaceTrac stores and reinaging theminto the Raceway
stores” but also, as indicated previously, "build[ing] Raceway
stores on the location properties" which it owns.® (ld. at 19-
20.) In the latter case, opposer expects to build from"five to
ten or nore a year." (ld. at 20.)

However, as to the extent that opposer has advertised
and pronoted its "RACEWAY" goods and services, there is little
information of record with respect thereto other than the
testinmony that opposer (i) "do[es] not support the Raceway brand

wi th an extended anmount of advertising” and (ii) does not sponsor

® Cpposer's "RaceTrac stores" and its "Raceway stores" both sel
gasoline, although the latter "typically are smaller with fewer

punps.” (Hassman dep. at 26.) Their primary difference, however, is
that the former "are |arger conveni ence stores"” which offer "a greater
selection of inside sales.” (l1d.) Thus, while both sell snack foods
and "things associated with car and car care like ... oil and ...
tools and ..., depending on the |local |aws, beer and cigarettes," the
"RaceTracs will have a much |arger selection of grocery itens." (Ld.
at 27.)
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any events as part of its current marketing strategy. (ld. at
31-32.) The reason for the former, according to M. Hassman, is
that "the brand is really established with the appearance and
dress of the store as people are driving by, and people use
that." (ld. at 32.) As to the latter, he explained that "in
gasoline marketing and in conveni ence store retailing,
advertising pronotions are primarily used to drive traffic and
not necessarily to build a brand.” (ld. at 16.)

On cross-exam nation, M. Hassman conceded that opposer
does not sell any goods bearing the "RACEWAY" mark other than
nmotor oil. He noted, instead, that in particular:

Raceway stores are primarily gasoline

mar keters. A huge percentage of their sales

are gasoline. They have smaller conveni ence

stores in the inside. The expectation froma

consuner's perspective is that you woul dn't

be able to get a lot of grocery itens in

t here.

(Id. at 26.) Furthernore, he admtted that such stores do not
sell any air-powered tools and testified, with respect to the

ot her kinds of goods for which applicant seeks to register its

"RACE WAY" and design mark, as foll ows:

Q Do the Raceway stores sell any
hand- hel d di agnosti c equi pnment for notor
vehi cl es?

A. That | don't know.

Q Do the Raceway stores sell any
t ool sets?
A Yes.

Q Coul d you specify what tool sets
t hey sell?

10
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A Well, it's going to vary ... store
by store, but typically stores wll carry
wrenches, screwdrivers, things that people
woul d expect to do mnor repairs in their
cars while they are on the road.

Q Do the Raceway stores sell air
hoses for pneumatic tool s?

A. | don't know.

Q Do the Raceway stores sell too
chests or tool roll cabinets?

A | don't know

Q Do the Raceway stores sell nobile
tool carts?

A | don't know.
(Id. at 27-28.) Nonethel ess, although contradicting hinself in
part, on redirect exam nation he further testified as foll ows:

Q Are you famliar with a tire
pressure gauge?

A. Yes.

Q Do you know if those are likely to
be found in conveni ence stores?

A Very, very likely to be found in
conveni ence stores.

Q Wul d you al so call that a hand-
hel d di agnostic equi pnent ?

A Yes, | would. Yes, | would.
(ld. at 34-35.)
Wth respect to opposer's plans for possible private
brandi ng under its "RACEWAY" mark in the conveni ence store area,
M. Hassman testified that opposer has "not | ooked actively at

aut onobi | e products” and thus has "no hard plans" to private

11
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| abel any tools or autonotive repair itens. (ld. at 29.)
Qpposer believes, instead that "the first thing" that it "should
do is in the grocery itens.” (ld.) Nonethel ess, opposer clains
to have sone |ong-range plans for private branding of tools and
autonotive repair itens since, according to M. Hassman, "that is
an area that in the long-termwe have to get into, and when
tal k about long-term | talk about in the next five years because
that's a natural extension ...[and] an opportunity that the
conpany has missed in the past.” (ld.) He added, however, that:
But we haven't contacted any vendors.
We haven't costed out any things. W haven't

had any specific plans to do that yet because
we've started wth the grocery pl ans.

(1d.)

There is essentially no information of record about
applicant, or the use of its "RACE WAY' and design mark in
connection wth the goods for which registration thereof is
sought, other than the following. M. Hassman, while | ooking at
the list of goods set forth in applicant's application, offered
t he observation on direct exam nation that such listing "l ooks
like a lot of autonobile repair kinds of tools,"” including
"standard kinds of tools and then sone nore specialty tools, air-
powered tools, paint guns, pop riviters; then diagnostic
equi pnent and auto repair equipnent.” (ld. at 21.) He conceded
on cross-exam nation, however, that he knew not hi ng about
applicant, testifying as foll ows:

Q Are you famliar at all with ETW
Cor por ati on?

A No.

12
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Q Apart fromthis opposition

proceedi ng, do you have any know edge of the

ETWtrademark for Raceway [sic] and Design

that was shown to you in ... [an exhibit]?

A No.
(ILd. at 30.) He also conceded that the particul ar products which
are carried in each of opposer's convenience stores is a decision
made by the "contract operator” of the store rather than opposer,
al t hough his knowl edge of what is sold therein cones fromhis
having "been in Raceway stores.” (ld. at 28.) Finally, M.
Hassnman admtted that he was not aware of any incidents of actua
conf usi on between applicant and opposer or between their
respective narks.

Upon consi deration of the pertinent factors set forth
inlnre E. |I. du Pont de Nenoburs & Co., 476 F.2d 1357, 177 USPQ
563, 567 (CCPA 1973), for determ ning whether a likelihood of
confusion exists, we find that opposer has not net its burden of
denonstrating that confusion as to source or sponsorship is
likely to occur. Here, the sole du Pont factor inits favor is
the simlarities in the marks at issue. Specifically, we agree
Wi th opposer that, as argued in its brief, "[t]he word portion of
Opposer's and Applicant's marks are identical in pronunciation,
nmeani ng and appearance.” lnasnmuch as it is the word portion
whi ch woul d be used by custoners when asking for or otherw se
i nqui ring about the respective goods and services, see, e.q.,
Ceccato v. Manifattura Lane Gaetano Marzotto & Figli S.p. A, 32
UsP@d 1192, 1197 (TTAB 1994) and In re Appetito Provisions Co.
Inc., 3 USPQ2d 1553, 1554 (TTAB 1987), and because the words

13



Qpposition No. 91117623

"RACE WAY" are virtually identical to the term "RACEWAY" and form
the dom nant portion of applicant's mark, the presence of a
checked flag design in applicant's "RACE WAY" and desi gn mark
does nothing to distinguish such mark from opposer's "RACEWAY"
mar k. Such marks, therefore, are essentially the same in overal
commercial inpression and would be virtually indistinguishable
when opposer's "RACEWAY" mark is used in connection with a
checked flag design, which would be the case at its autonobile
filling stations and conveni ence stores whi ch have not yet been
"rei maged" through the use of opposer's "RACEWAY" and desi gn
mark. Simlarly, despite differences in the design features, it
is the word portions of applicant's "RACE WAY" and desi gn mark
and opposer's "RACEWAY" and design mark which constitute the

dom nant el enents thereof. Coupled with the fact that the letter
"W in opposer's "RACEVWAY" and design nmark is displayed in the
sane |larger size as the letter "R'" in such mark, so as to create
in effect the two words "RACE WAY", the respective marks in their
entireties project substantially the same commercial inpression.
Clearly, if applicant's "RACE WAY" and desi gn nmark and opposer's
"RACEWAY" marks were to be used in connection with the same or
rel ated goods and/or services, confusion as to the source or
sponsorship thereof would be likely to occur.

Nevert hel ess, before turning to consideration of the
goods and services at issue herein, it should be pointed out that
the record does not contain evidence sufficient to establish, as
all eged in the opposition, that opposer's "mark RACEWAY is fanous

t hroughout a great portion of the United States”™ with respect to

14
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its autonobile filling station services and the conveni ence store
services which are often avail able as an adjunct thereto. As

not ed by our principal review ng court in Kenner Parker Toys Inc.
v. Rose Art Industries Inc., 963 F.2d 350, 22 USPQd 1453, 1456
(Fed. Gir. 1992), cert. denied, 506 U S. 862, 113 S.Ct. 181
(1992), "the fifth duPont factor, fame of the prior mark, plays a
dom nant role in cases featuring a fanmobus or strong mark. Fanous
or strong marks enjoy a wide latitude of legal protection.” The
Federal Circuit reiterated these principles in Recot Inc. v. MC
Becton, 214 F.3d 1322, 54 USPQ2d 1894, 1897 (Fed. Cir. 2000),
stating that "the fifth DuPont factor, fane of the prior mark,
when present, plays a 'domnant’ role in the process of bal ancing

the DuPont factors,” citing, inter alia, Kenner Parker Toys, 22

USPQ2d at 1456, and reaffirmed that "[f]anmous marks thus enjoy a
wi de latitude of |egal protection.”

In this case, however, while the record reveal s that
opposer has used its "RACEWAY" mark continuously since 1968 and
has used its "RACEWAY" and design mark since it began the
"rei magi ng" of such outlets in 1999, the only sales figures
testified to were gasoline sales under its "RACEWAY" mar ks of
just over $240 million in 2001, representing an increase fromthe
previ ous year of about $35 million. Moreover, although the
record shows that opposer's sal es have been nade through about
140 stores located solely in a 12 to 13 state area consi sting
principally of the southeastern United States, such facts do not
suffice to show even regional or niche fane, nuch |less that the

"RACEVWAY" mar ks are fanmous nati onwi de or substantially so as

15
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al | eged by opposer. Furthernore, while the record indicates that
opposer has spent in excess of $1.5 mllion on the "reimagi ng" of
its gasoline and conveni ence stores to display its "RACEWAY" and
design mark, there is no indication that it has otherw se
pronoted the "RACEWAY" brand. In fact, the record reveal s that
opposer does not actively support such brand with an extended
anount of advertising and does not sponsor any events as part of
its current marketing strategy. Collectively, therefore, the

evi dence sinply does not establish that, through w despread and
substantial use and sustai ned advertising and pronoti onal
efforts, opposer's "RACEWAY" narks have becone fanobus and
synonynous with opposer's goods and services and, thus, would be
entitled to "a wide latitude of |egal protection.” See, e.q.,
Kenner Parker Toys Inc. v. Rose Art Industries Inc., supra at 22
USPQ2d 1456.

Consi deri ng next whether any of applicant's various
tools and other equi pnent are so related in a comrercial sense to
opposer's notor oil and/or its autonobile filling station
servi ces and conveni ence store services as to be likely to cause
confusi on, opposer maintains in its brief that "the parties goods
and services are highly related and will be thought to emanate
fromor be sponsored by the sane source.” Qpposer enphasizes
that applicant "seeks to register its mark to cover a nunber of
goods, all of which m ght best be described as autonotive repair
tools, and which woul d be expected to be found at a gasoline
filling station by the general public, and by such commercial or

i ndustrial users as truck drivers, bus drivers and commerci al

16
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carriers.” Noting, in addition, that "[c]ertain of the products
described within the Applicant's specification of goods are
identical to and fall directly within those categories of
products sold through Qpposer's Raceway stations"” and asserting
that "all of the goods are related to autonotive care," opposer
contends that "there is sufficient overlap in the respective
goods and services as to find that this factor weighs in favor of
a finding of a likelihood of confusion.” Qpposer also insists
that even if such "were not so, Opposer is entitled to protection
agai nst use of its mark on any product that woul d reasonably be

t hought by the buying public to cone fromthe sane source, or be

t hought to be affiliated with, connected with, or sponsored by

Qpposer.

We observe, however, that on their face, applicant's
goods are distinctively different from opposer’'s goods and
services. This is the case even though certain of applicant's

goods are identified, for exanple, as "specialty hand-tools ..

for use in body, engine[,] brake and undercar repair,” such as

"screwdrivers" and "w enches,"” and "hand-hel d di agnostic
equi pnent for notor vehicles, nanely, nulti-nmeters, timng
lights, battery testers, and conpression testers.” 1In a sense,

t hose goods, |ike opposer's "notor oil," "autonobile filling
station services" and such itens as the screwdrivers, wenches
and tire gauges which are available through its "conveni ence

store services," are at |least arguably "related to autonotive
care" inasnmuch as such are obviously used in the naintenance of

aut onoti ve vehi cl es. It is wll settled, however, that the nmere

17
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fact that term nol ogy may be found whi ch enconpasses the parties
goods and servi ces does not nmean that custoners therefor wll
vi ew t he goods and services as related in the sense that they
will assunme that they emanate fromor are associated with or
sponsored by a common source. See, e.qg., Ceneral Electric Co. v.
Graham Magnetics Inc., 197 USPQ 690, 694 (TTAB 1977); and Harvey
Hubbel | Inc. v. Tokyo Seimtsu Co., Ltd., 188 USPQ 517, 520 (TTAB
1975). Sinply put, the fact that in tandem opposer's "RACEWAY"
gasoline filling stations and conveni ence stores nay on occasi on
sell a screwdriver, wench or tire gauge to notorists in addition
to their principal products of gasoline, notor oil and certain
basic grocery itens |ike beer and snacks does not nean that
custoners woul d regard those services and goods as being rel at ed,
in ternms of sharing a commobn source, to applicant's "RACE WAY"
and design brand of tools and equi pnment or vice versa. The goods
bearing applicant's "RACE WAY" and desi gn nmark, noreover, appear
on their face to be intended for sale to and use in industria
pl ants, such as factories, and commercial repair shops, including
service stations and other autonotive repair facilities, and
woul d not even be encountered by customers for the goods and
services sold by opposer under its "RACEWAY'" nmarks, particularly
since its autonobile filling station services, as the record
reveals, are primarily "gas and go" operations which feature only
t he nost basic of conveni ence store services.

In addition, there is no showi ng that goods of the
kinds offered by applicant are a natural area of expansion for

opposer's goods and services or vice versa. The record, instead,
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i ndi cates that while opposer has plans for possible private
brandi ng under its "RACEVWAY" nmark of grocery itens for sale in

t he conveni ence store area, it has not actively | ooked at
expanding into what M. Hassman referred to as "autonobile
products” and, consequently, has "no hard plans" to private | abe
any tools or autonotive repair itens. (ld. at 29.) Qpposer's
vague clainms to have some | ong-range plans for private brandi ng
of tools and autonotive repair itens, based on M. Hassman's
testinmony that such "is an area that in the long-termwe have to
get into," is sinply too specul ative to denonstrate that an
expansion into those areas would be |ikely or that consuners
woul d view the respective goods and services as being related in
a conmerci al sense.

We find, therefore, that just because applicant's goods
and opposer's goods and services arguably may be subsuned under
the broad rubric of involving matters pertaining to "autonotive
care" does not nean that such diverse products and services would
be likely to be regarded by consuners as related, in the sense of
com ng fromor being sponsored by or affiliated with the same
source, when marketed respectively under the substantially
identical marks at issue herein. As our principal review ng
court has repeatedly cautioned:

We are not concerned with nere theoretical

possibilities of confusion, deception, or

m stake or with de mnims situations but

with the practicalities of the comrerci al

world, with which the trademark | aws deal

El ectronic Design & Sales Inc. v. Electronic Data Systens Corp.
954 F.2d 713, 21 USP2d 1388, 1391 (Fed. Cir. 1992), quoting from
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Wtco Chemical Co., Inc. v. Witfield Chemcal Co., Inc., 418
F.2d 1403, 164 USPQ 43, 44-45 (CCPA 1969). In view thereof, and
in the absence of a showing of fanme for opposer's "RACEWAY"

mar ks, we concl ude that opposer has failed to satisfy its burden
of denonstrating that confusion as to source or sponsorship is
likely to occur with respect to the contenporaneous use by
applicant of the mark "RACE WAY" and design for its various tools
and associ ated equi prent and the use by opposer of the
substantially identical marks "RACEWAY" for "notor oil,"
"autonobile filling station services" and "conveni ence store
servi ces" and "RACEWAY" and design for "automobile filling
station services" and "retail convenience store services."

Deci sion: The opposition is dism ssed.
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