THIS DISPOSITION IS NOT
CITABLE AS PRECEDENT
OF THE TTAB
Oral Hearing: Mai | ed: March 19, 2004
August 26, 2003 Paper No. 104

csl

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Sara Lee Corporation
V.

Kayser - Rot h Cor porati on

Qpposition No. 91101979
to application Serial No. 74681296
filed May 22, 1995

J. David Mayberry of Kilpatrick Stockton LLP for Sara Lee
Cor por at i on.

WlliamJ. Spatz of Kramer Levin Naftalis & Frankel LLP for
Kayser - Rot h Cor porati on.
Before Sims, Walters and Bucher, Adm nistrative Trademark
Judges.
Qpi nion by Sims, Administrative Trademark Judge:

Sara Lee Corporation (opposer), a Maryland corporation, has

opposed the application of Kayser-Roth Corporation (applicant),

a Del aware corporation, to register the mark SHEER ENDURANCE f or
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“hosi ery, including pantyhose.”?

Both parties took testinony and
filed notices of reliance on various materials. Briefs were
filed and an oral hearing was held.

The Pl eadi ngs

In the notice of opposition, opposer alleges that
applicant’s mark SHEER ENDURANCE so resenbl es opposer’s narks
SHEER ENERGY, SHEER ELEGANCE and RESI LI ENCE, previously used and
regi stered by opposer, as to be likely to cause confusion, to
cause mstake or to deceive.? Opposer has pl eaded ownership of
Regi stration No. 978,180, issued February 5, 1974 (renewed), for
the mark SHEER ENERGY for | adies’ hosiery and pantyhose as well
as Registration Nos. 1,604,767, issued July 3, 1990 (renewed),
and 1, 031, 495, issued January 27, 1976 (renewed), for the mark
SHEER ELEGANCE for hosiery and pantyhose, and for pantyhose,
respectively. QOpposer asserts that the public recognizes its
mar ks as bei ng used by opposer.

In its answer, applicant denied the allegations of the
opposition, except that it admtted that opposer nakes and sells
| adi es’ hosiery. Applicant also asserted that “sheer” is

descriptive of a type of hosiery and that there exist a nunber

1 Application Serial No. 74681296, filed May 22, 1995, based on an

al l egation of a bona fide intention to use the mark in comrerce.

2 Wi |l e opposer pleaded ownership of the mark RESILIENCE in the notice
of opposition, opposer did not argue in its brief or at the ora
hearing that confusion was likely as a result of opposer’s use and
registration of this mark. Accordingly, we shall not consider this
mark in deternmining the issue of |ikelihood of confusion
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of third-party uses and registrations of marks, all for hosiery
or pantyhose, which include the word “SHEER’ as a part thereof,
such as SHEERMODE, SHEERLASTI C, SHEER CHARM SHEER ACTI ON,
SHEER ' N SMOOTH, SHEER AMAZEMENT, SHEER JAZ, SHEER DI MENSI ONS,
SHEER | NTRI GUE, SHEER DUSK, SHEER LADY, SHEER | MAGES, SHEER
CLASS, SHEER M RACLE, SHEERFI NE, SHEER SUPREME, SHEER GOLD and
SHEER PERFECTI ON

The Record

This record is vol um nous, consisting of over 40
depositions and nmany hundreds of pages of exhibits. W have
summari zed pertinent parts of the record.

Opposer introduced the SHEER ENERGY brand of hosiery made
of spandex in all markets in 1973, and the SHEER ENDURANCE brand
in 1979-80. Upchurch dep., 11. These products are sold in the
food, drug and mass nerchandi se channels of trade, as well as by
catal og and i n opposer’s conpany-owned outlet stores. Over the
years opposer has realized over $3.5 billion in sales of SHEER
ENERGY pantyhose (126 million dozen) and over $1.2 billion in
sal es of SHEER ELEGANCE pantyhose (39 mllion dozen), while it
has spent over $333 nmillion and $121 nmillion (all figures as of
August 2001), respectively, in the pronotion and advertising of
t hese products, on television, radio and by print
advertisenents. Upchurch dep., 51, 53, 54. 1In 2001, sales of

both of these brands were around $120 million. Upchurch dep.,



Opp. No. 91101979

55. Opposer al so pronotes these goods through cross-pronotions
wi th other well-known products, and by sponsorship of events.
However, advertising spending has declined in recent years.

The record al so includes nunerous articles fromtrade and
ot her magazi nes and newspapers whi ch nmention opposer’s SHEER
ENERGY and SHEER ELEGANCE nmarks (often in connection with the
house mark L’ eggs). These are the best known brands of L’eggs
Products, Inc., a part of opposer, and they account for about 15
percent market share of all sheer hosiery sales. Upchurch dep.
55. According to one study, nore than 80 percent of all hosiery
purchasers are aware of these brands, and about half of al
pant yhose consuners have worn one of these brands. SHEER ENERGY
pantyhose is probably the | eading mass market brand of
pant yhose. Applicant had admtted that opposer’s SHEER ENERGY
pantyhose is “well known.” Applicant’s brief, 30.

Opposer’ s SHEER ENERGY and SHEER ELEGANCE products have
been sold in cardboard boxes resenbling an egg, introduced in
1990- 1991, which replaced a plastic egg-shaped contai ner

(Upchurch dep., 76):
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The SHEER ELEGANCE pantyhose was re-launched in a flat package

in 1998. Upchurch dep., 115, 120.
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Applicant’s fornmer director of marketing testified that
appl i cant began to devel op a spandex or bi-conponent (as opposed
to nyl on) pantyhose under an advertising programcalled
“No Nonsense Anerican Wnman.” Hawkins dep., 70. This product,

i ntended for the food, drug and mass nerchandi sing channel s of
trade, eventually cane to market in late 1995 under the nmark
SHEER ENDURANCE. The SHEER ENDURANCE nmar k was reconmended by
Lois USA, applicant’s New York advertising agency. Hawkins
dep., 89. M. Ceorge Lois testified that his advertising agency
came up with the SHEER ENDURANCE nanme. Lois dep., 27, 48. \Wen
asked why he liked that nane for applicant’s new hosiery
product, he testified, at 49:
A. The first word was a generic word that

clearly -- which is words [sic] used by

since, you know, for forty years, fifty

years in the hosiery business --

foll owed by the word “endurance” and ny

under st andi ng of the project was that

this was a sheer product, a very sheer

product relatively, and that |lasted with

a long lasting attributes [sic] so Sheer

Endurance very sinply nailed what the

product was all about and that’s why |

chose that ...
The vice president copy supervisor with Lois USA, M. Elaine
Kretmitz, testified, at 63-64, that she al so believed SHEER
ENDURANCE was a good nane:

For this particular product because
it’s a sheer glanorous product that
| asts | onger than pantyhose have | asted
in the past. |It’s a product that every
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woman has wanted for the last thirty

years. All the attributes were in the

nane, so this was a great nane.
This mark was thought to suggest nore of the product’s
attributes or benefits than the American Woman mark. The
Anerican Wman nane “was not a fast communication of the
functional product concept.” Jardine dep., 36. The mark SHEER
ENDURANCE, on the other hand, “conmunicated...long | asting and
sheerness” (Hawkins dep., 96; Holland dep., 190), a “sheer
product that was durable.” Jardine dep., 53. "It was inportant
for the ‘endurance’ word to conmunicate the strength and
durability of the product, because that was the positioning
prem se” (Jardine dep., 51), while the word “SHEER’ was in a
style or font that “had to represent the beauty and the
enotional side of the positioning.” Jardine dep., 53. *“It
delivers durability, it wears longer, and at the sane tine it’s
beautifully sheer... [We had devel oped a product that would
deliver both durability and sheerness at the sane tine, hence
t he name Sheer Endurance.” Holland dep., 16, 23.

The mark was submtted to in-house | egal counsel for a
trademark search. Jardine dep., 67. The product was shipped to
mass nerchandi sers in Decenber 1995. Holland disc. dep., 183,
261.

The packagi ng contains the slogan, “Beautifully STRONG

Beautifully SHEER ” This packagi ng, which was eventually
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devel oped after conplaints fromthe |argest mass retailer (Wal-
Mart) about the necessity of creating new fixtures or shelving

for a proposed CD (conpact disk) box package (Hawkins dep., 88;
Jardi ne dep., 57; Holland disc. dep., 80, 82), is a clear pouch

with a colored cardboard insert showi ng a woman’s | egs.

GONTROL PENTY .

CIPOSERS EXHIRIT <) 7]

R T Sy
Vippsitnr Mo, 101,575

According to discovery responses, applicant was aware of

opposer’s marks SHEER ENERGY and SHEER ELEGANCE when it
i ntroduced its new product.

W al so were aware of the L’ eggs packagi ng,

and made an effort to stay away fromtheir

col orations.
Hawki ns dep., 100, 130. Applicant’s pouch is different from
packagi ng used by opposer. Hefner dep., 149; Holland dep., 390.
There were no attenpts to enul ate the packagi ng of conpetitors.
Jardine dep., 56. In fact, as noted, the testinony reveal s that

applicant "wanted the package and the overall | ook of the

package, including the graphics, to |l ook different, because this
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is [a] product that conmanded a higher price" than applicant's
| ower - priced nylon pantyhose. Holland disc. dep., 219.
Applicant’ s SHEER ENDURANCE pantyhose is now sold in the
No nonsense pantyhose area of retail stores (food, drug and nass
nmer chandi se stores) with applicant’s other brands, under a
No nonsense header. It was inportant that this new package | ook
consistent with “the famly heritage.” Jardine dep., 52. The
product achi eved about $9 million in sales in the first year
(1996). Holland disc. dep., 183. Now being sold in 60-70,000
retail stores, SHEER ENDURANCE pantyhose sales are in the
nei ghbor hood of $20 to $25 mllion per year, with total sales
over $100 million (over 40 mllion pair) as of 2001. Holland
dep., 10, 14. This brand has about 0.9 percent of a share point
of total pantyhose sales for all retail outlets, and a 1.4 share
for food, drug and mass nerchandi sers. SHEER ENDURANCE
pantyhose is advertised by nmeans of national print advertising.
There is testinony that applicant's nmain spandex
conpetitors for its new product were SHEER ENERGY and SHEER
ELEGANCE pant yhose, "mass nerchandi ser control |abels" and, to
sone degree, departnent store spandex brands. Holland disc.
dep., 255, 283-84. According to applicant’s record, applicant

has experienced no actual confusion with opposer’s narks.
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Opposer has nmade of record a photograph of opposer’s SHEER
ENERGY and applicant’s SHEER ENDURANCE pant yhose sol d si de by
side in retail outlets:

LAEEERS FXELAT Y O
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The top-of-the-m nd awar eness (unai ded awareness) for the

No nonsense brand in general (not the SHEER ENDURANCE brand) is
around 9 or 10 percent, while this awareness for the L’ eggs nane
is around 50 percent. G eeson dep., 50-51, 100.

The record reveals that there is a certain |evel of
confusion in general as to which conpany makes the various
brands of pantyhose. For exanple, M. Holland, applicant’s vice
presi dent for marketing of mass retail brands, testified:

.L’eggs as a brand is 50 percent of the market.
The awareness of the L eggs brand is—is

10
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significant — significantly greater than

No Nonsense. And it’s been ny experience in
the past when talking to | oyal No Nonsense
users at tinmes that they sonetines think that
their No Nonsense brand is made by Leggs. So
there’s — there’ s sone noi se and confusi on out
there in the marketpl ace.

Hol | and dep., 388; Holland disc. dep., 76. Wen asked
whet her there was confusi on between No nonsense and L’ eggs
brands in general, M. Holland further testified, at 43-44:

A, Oh, I--1 think there’s a certain anount of
noi se out there anong consuners. | don’t
think a ot of consuners take the tinme to
really study, you know, these are all the
products that L’ eggs markets, these are al

the products that No nonsense markets. |’ve
been part of focus groups with consuners who
wear pantyhose, and you get sone consumers
that are very involved with the product, sone
that are, you know, not involved at all and
can barely tell you the name of the product
they use. And then you' ve got sone consuners
who just give you this--you know, they’' re just
confused in general. | mean, you know, it’s--
there's just--it’s just people. They're
consuners, and it’s going to vary in any

category. But--I nean, |’ve heard wonen say
that they thought No nonsense was nmade by
Hanes or L’ eggs. |’ve heard wonen say they

t hought, you know, L’eggs was nmade by Hanes or
— you know, it’s all over the place.?

Simlarly, applicant’s fornmer national director of field sales
operation, M. WIlIliam See, testified, at 113-114:

If you spent — if you' d have spent a | ot of
time at retail, you kind of wonder if anybody
— you kind of wonder where all this brand
recognition stuff goes. Because the consuner
often tines looks at it, and they just go

3 Hanes Hosiery, Inc. is also a part of opposer.

11
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it’s pantyhose, and do you do this or do you
do that. And because L’eggs is so big
conpared to No nonsense, you d run into that
a lot, you know, too. |It’'s just folks think
that you work for L eggs. | nmean, ny friend,
it’s unbelievable, you know, you would tel
themthat you work for No nonsense pantyhose,
and they’d go oh, yes, that’'s Bill, see, he
works for L’eggs. And all that, too is to

L’ eggs credit because they have done a

marvel ous job trying to go we’'re L eggs. So
peopl e have heard of L’eggs...

Further, opposer’s witness, Ms. Elizabeth Smth, a consuner
services specialist with Sara Lee Hosiery, testified that a
“fair nunber” of hosiery consuners do not know whi ch conpany
makes a particul ar brand of pantyhose, and that some consuners
think that No nonsense and L’ eggs (or Sara Lee) are the sane
conpany. Smth dep., 67. However, Ms. Smith could not quantify
t hese consuners.

Q Excl udi ng Sheer Endurance and Leg Looks
[an earlier trademark of applicant], in your
experience as a consuner services specialist
do you have reason to believe that hosiery
consuners confuse No nonsense hosiery and

L’ eggs hosiery?

A Do | think they confuse the two? Sone,
yes...

* * * *
Q Excluding Sheer Endurance and Leg Looks
do you have reason to believe that hosiery
consuners confuse No nonsense hosiery and
Sara Lee hosiery?
A Yes.

Smith dep., 87-88.

12
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Several w tnesses stated that m s-shelving — where one
product rmay m stakenly be placed with another product — occurs
in the marketplace. Sargent dep., 49. (Opposer al so has
received returns of applicant’s No nonsense pantyhose. Sone of
t hese have been applicant’s control top pantyhose (not the SHEER
ENDURANCE br and) .

Ms. Candy Thoutsis, a retail nerchandiser for the L’ eggs
conpany from 1996 to 1998, stated that “a couple of tinmes” she
saw SHEER ENDURANCE car dboard shi ppers placed in front of racks
of L eggs pantyhose. Two or three tinmes during her 2 1/2 years
as retail nmerchandi ser, custoners asked her (when she wore a
L’ eggs nane tag) how SHEER ENDURANCE pant yhose conpared. She
testified that she told these shoppers that the SHEER ENDURANCE
pant yhose was not a L eggs product. Thoutsis dep., 36.

The parties stipulated to the adm ssion into evidence of
the August 1993 trial testinony (before the introduction of
SHEER ENDURANCE pant yhose) of applicant’s then-director of sales
pl anni ng, sales training and devel opnent, M. Tinothy Fl avin,
given in Sara Lee Corp. v. Kayser-Roth Corp., Cvil No.

6: 92CV00460 (M D.N.C.). That case involved applicant’s mark
“Leg Looks.” M. Flavin had been enpl oyed by Hanes DSD, the
sal es and service armof the L eggs conpany of opposer, during
the period from Cctober 1979 to October 1989. He testified at

that trial (at 126) that store customers would often ask him

13
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about conpetitors’ products, both when he was enpl oyed by
opposer and then by applicant. Also, store managers and aisle
cl erks would often ask him when he was working for opposer, to
pi ck up shippers or returns in the back of the store when those
shi ppers or returns were of the No nonsense product. Simlarly,
when enpl oyed by applicant, store managers and aisle clerks
woul d often ask himto retrieve shippers and returns of L’eggs
products. Also, occasionally the return boxes woul d have brands
from both conpanies mxed in together. Flavin dep., 134.
Sometinmes print shops would incorrectly identify the products of
one conpany as the products of the other in advertisenents,
printed signs and pronotions. Flavin dep., 146, 148.

Qpposer’s pronotions returns nmanager testified that
retailers would sonetines return the hosiery of other conpanies,
i ncludi ng applicant, Burlington and Harris Teeter, to opposer,
but that no records were kept of the quantity of these damaged
and returned products, which were di sposed of at one tinme and
| ater sent to a nerchandi se processor (the Sue Lynn conpany).
Lafon dep., 47, 77. The nunber of hosiery returns dropped
substantially when the consignnent system of nerchandi si ng was
repl aced by a systemthat required the retailer to purchase the
hosi ery products. Lafon dep., 41, 85. M. Lafon had no
recollection of the styles or types of the non-Sara Lee hosiery

products which were returned to opposer. Lafon dep., 109.

14
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As to actual third-party uses of *“SHEER'-prefixed
mar ks, George Hol |l and, applicant’s vice president of
mar keting for mass retail brands, testified that “Sheer” is
comonly used in the hosiery industry to describe
thi ckness. At 375-76, he testified that JC Penney “has a
huge business in a brand called Sheer Caress. Knart has a
bi g business in a brand called Sheer Intrigue. W have
anot her product called Sheer Indul gence. There are other
sheers. |—you know, it’s—it’s a pretty comon category.”

Qpposer’s L’ eggs Products, Inc. director of marketing al so
testified that she was aware of pantyhose sold under the mark
SHEER BASI CS. Sargent, 65. (A registration for this mark is
owned by applicant.)

Applicant took the testinony of several people who
purchased third-party brands of pantyhose in Manhattan, Queens
and Jackson Hei ghts, New York, the Poconos, Pennsylvania, as
wel | as Greensboro, North Carolina. Applicant’s w tnesses
testified that the word “SHEER’ is frequently used as a part of
brand nanmes for pantyhose (Pearce dep., 46), and purchased
pant yhose as evi dence of actual use. These brands include SHEER
and Sl LKY, SHEER SUPPORT, BURLI NGTON SHEER LEGACY, EVAN- Pl CONE
SHEER STRENGTH, SHEER | NTRI GUE, SHEER CARESS, SHEEREST TONES,
LEVANTE SHEER CONTROL, SHEER ESSENTI ALS and SHEER | NDULGENCE.

The SHEER I NTRI GUE brand is sold by Kmart and, since Septenber

15
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2000, has been made by applicant for Kmart. One of applicant’s
witnesses testified that there was an extensive sel ection of
this pantyhose at the Kmart store she visited. According to

i ndustry or trade reports made of record of sheer pantyhose
sales, over 1.5 mllion pair of these pantyhose were sold by
Kmart in 2000. JC Penney’ s SHEER CARESS pant yhose achi eved
sales of over 2 mllion pair in 2000. Longs Drugstore, a west
coast chain, sells SHEER ESSENTI ALS pantyhose as its private

| abel, with over 1 nmillion pair sold in 2000.% SHEEREST TONES is
a private | abel pantyhose sold by Wal-Mart.> Nearly 400, 000 pair
of BURLI NGTON SHEER LEGACY pantyhose (al so nade by applicant)
were sold in 2000.

From 1988 until 1994, applicant sold SHEER | NDULGENCE
pantyhose in the food, drug and mass market. Thereafter, this
brand was sold by catalog and direct nail, and is now avail abl e
over the Internet. G eeson, 23-24. According to applicant’s
testi nony, opposer took no action against this mark.

Qpposer’s vice president of sales and custoner marketing
was aware of Kmart’s SHEER | NTRI GUE pant yhose and JC Penney’ s

SHEER CARESS pant yhose. Chancel |l or dep., 69, 70.

4 The record reveals that opposer filed an opposition against the
application to register this mark, but that the opposition was

di sm ssed with prejudice.

® In the 1990s, applicant made SHEER BASI CS pantyhose as a private | abel
for Wal-Mart. This pantyhose was sold through 1999. The pantyhose is
now sol d under the mark SIMPLY BASICS. Greeson dep., 23.

16
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Sonme of these third-party “SHEER'-prefi xed marks are shown

bel ow:
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O her brands with the word “SHEER' sonewhere in the mark
i ncl ude BERKSHI RE DAY SHEER, SILKEN SHEERS, BERKSHI RE Sl LKY
SHEER, BERKSH RE ULTRA SHEER, RI TE Al D DAYSHEER REGULAR, RI TE
Al D SI LKEN SHEER and CVS SI LKY SHEER

Al so, applicant made of record a nunber of existing third-
party registrations, all covering hosiery or pantyhose, for
marks that include the word “SHEER " These include: SHEER
ACTI ON, SHEER ACCLAI M SHEER ATTI TUDE, SHEER AND SENSUQOUS, SHEER
CHARM SHEER CLASSI QUES, SHEER DELI GHT, SHEER DI MENSI ONS, SHEER
ECSTASY, SHEER EXClI TEMENT, SHEER FLEX, SHEER JAZ wi th desi gn,
SHEER LUXURY, SHEER MADNESS, SHEERMODE, SHEER ' N LI VELY,
SHEER " N SHAPELY, SHEER PLEASURE, SHEER RADI ANCE, SHEER SONG
SHEER SUPPORT, SHEER THERAPY, SHEER TOES, SHEER TREAT, SHEER

VALUE and others that include the word “SHEER’ at the end of the

18
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mark or as part of a suffix. Also, applicant owns current

regi strations of the marks SHEER BASI CS (“ SHEER' di scl ai med)
(Reg. No. 1,408,635, issued Sept. 9, 1986; Section 8 filed) and
SHEER LEGACY (“SHEER' disclai med) (Reg. No. 1,739,073, issued
Dec. 8, 1992, renewed).

George Holland, applicant’s officer, testified that he did
not believe that consuners, at the point of sale, were confused
by the SHEER ENDURANCE pantyhose. Holland dep., 390, 391:

Because of the distinctive |ook of the
product, because of the -- the nane of the
product, for one thing. Sheer Endurance is
different fromany nane that’s out there,

different fromany product that’'s out there
interns of its appearance and the way it’s

packaged, and the product — the way it’s
di spl ayed on the rack. 1t’s right there on
the No Nonsense rack. | think it would be

hard to confuse it with the L’ eggs products

that are in the cardboard boxes in a

different section of the departnent.
See al so Holl and disc. dep., 168-69. During this discovery
deposition, he stated that no one at applicant’s business had
expressed any concern to himthat the mark SHEER ENDURANCE woul d
cause confusion with opposer’s marks. Holland disc. dep., 163.
As to any alleged simlarity between the proposed mark SHEER
ENDURANCE and ot her trademarks, applicant’s fornmer director of
mar keti ng, Angel a Hawki ns, testified, at 97, that, anong

applicant’s marketing peopl e:

W realized that it was an S and an E, but

19
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felt that-—felt very strongly that L’ eggs did not
own the nane Sheer, as there were several
products on the nmarketplace that start with

Sheer .
See also Holland dep., 190: “[S]heer is a common word used in
our industry, in our business. |It’s an indicator to consuners
that we’re tal king about pantyhose.” It describes a

characteristic of the pantyhose. Sargent, 39. Any pantyhose
product that is not opaque is considered “sheer.” Respess dep.,
42.

Qpposer took the testinony of a nunber of w tnesses who
purchased applicant’s SHEER ENDURANCE pantyhose, were
di ssatisfied for some reason, and returned the nerchandise to
applicant for a new pair. Through discovery, opposer’s law firm
ascertained their nanmes, interviewed about 700 of them and
deposed el even. (Opposer’s law firmcontacted each of these
W t nesses by tel ephone. Each was told that the law firmis
handl i ng a case invol ving pantyhose and that the wi tness’ s nane
was on a SHEER ENDURANCE guarantee card that the w tness had
recently returned. Then each w tness was asked questi ons about
t he SHEER ENDURANCE pant yhose, including who each thought nade
t he pantyhose and why. [|f any witness indicated in any way that
she believed that SHEER ENDURANCE pantyhose was made by opposer
the followi ng statenent was read to each w tness:

SHEER ENDURANCE pant yhose are not made by
t he conpany that we represent, Sara Lee.

20



Opp. No. 91101979

Sara Lee nmakes the L' EGGS brand of

pant yhose, i ncl udi ng SHEER ELEGANCE and

SHEER ENERGY. SHEER ENDURANCE pant yhose are

made by a different conpany, Kayser-Roth,

t he conpany that nakes the No nonsense brand

of pantyhose. Sara Lee and Kayser-Roth are

currently involved in a | egal proceeding

concerni ng whet her the Kayser-Roth’s use of

t he name SHEER ENDURANCE on pantyhose is

| i kely to cause confusi on anbng consuners.

The information you just gave ne could be

very hel pful evidence for Sara Lee’'s case.

Wul d you be willing to sign a statenent

whi ch could be [used] in this case stating

what you just told ne?
Subsequently, opposer’s law firm prepared a statenent for each
W tness purportedly nenorializing the customer’s purchasing
experience wth the SHEER ENDURANCE pant yhose, which was then
signed by the witness and sent back to opposer’s law firm
Because a substantial period of tinme elapsed before each w tness
was eventually called to testify, opposer’s law firmwould
periodically re-send copies of each witness’s statenent to the
W tness and update the wtnesses on the status of this
litigation. Later, each witness was called to testify during
trial.

When asked who they thought had nade the SHEER ENDURANCE
pant yhose whi ch they had purchased and returned to applicant,
many sai d they thought that the L’ eggs company or the conpany
that put out SHEER ENERGY al so nmade the SHEER ENDURANCE product.
For exanple, Patricia Terrill, deposed in July 2001, said she

pur chased applicant’s pantyhose in the fall of 1996, and

21



Opp. No. 91101979

thereafter returned it when it proved unsatisfactory. She
testified that, although the SHEER ENDURANCE fl at pouch or
package was different from opposer’s SHEER ENERGY egg-shaped
carton or box, she neverthel ess thought SHEER ENDURANCE
pant yhose was made by L’ eggs “[p]robably because it said Sheer..
Terrill dep., 13; see also, 18.°
Anot her purchaser, Margaret Bessert, testified, nore than

four years after her purchase, that:

.. was looking for L' eggs, and | truly

bel i eved that Sheer Endurance was so close to

the Energy that | just really thought that it

was probably a division of or — you know,
anot her style that they had...

*

Q Wiat made you think that it was a L’ eggs
pr oduct ?

A Well, | guess probably Sheer Endurance is
not that far from Sheer Energy, you know...

* * * *

... The nanme, Sheer, is what really triggered
me nore than a plastic pouch...

Bessert dep., 12-13, 15, 29. She stated that she did not notice
t he house mark No nonsense on the package or on the return card.
When asked if the placenent of the SHEER ENDURANCE pant yhose
rack near the SHEER ENERGY pantyhose was a reason why she

t hought that both were nade by the sanme conpany, she said:

“Possible. | have no idea.” Bessert dep., 55.

® However, according to one of the exhibits, when phoned by an enpl oyee of

opposer’s law firmin July 1997, she said, “L’eggs probably but could be No
nonsense.”
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Anot her witness, Nerita Schwabauer, when asked why she
t hought that the L eggs conpany nade SHEER ENDURANCE pant yhose,
testified, at 35:

...endurance, to ne, neans the support it’s
going to give ny legs through the day. And
so | ook at endurance and energy as being
simlar, because if your |egs have energy,
you're going to last through the whol e day.
And endurance, to ne, neans the sane thing.

Simlarly, Theresa Thonmas, another purchaser who normally
bought L’ eggs SHEER ELEGANCE or SHEER ENERGY pantyhose,
testified that when she bought SHEER ENDURANCE pantyhose in |ate
1996, she assuned it was made by the L’ eggs conpany because of
the word SHEER in the mark and because she thought the nane
SHEER ENDURANCE neant the same thing as SHEER ENERGY. T. Thomas
dep., 39, 61, 68.

Yvonne Thonas testified that when she bought SHEER
ENDURANCE pant yhose:

| only renmenber the sheer. That’s why I

grabbed it. That’'s what--that’s what nade

me think it was Sheer Energy... | didn't take

the tine to read the rest of it. | see

sheer, and the next word starts with an E,

the sane as energy. |It’s the sane thing.
She al so did not notice the house mark No nonsense on the
package or the guarantee card. She stated that she woul d think
that any product that had the word SHEER in the mark was made by
the L' eggs conpany. Y. Thomas dep., 29. See also MCasl and

dep., 14, 27 (“Because Sheer Energy, Sheer Endurance, | guess
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kind of associated the two, because | guess the sheer--the word,
sheer,” and that any pantyhose that started with the word SHEER
woul d come fromthe L’ eggs conpany.)
Anot her purchaser, Teresa Brewer, testified that she
t hought that the L eggs conpany made SHEER ENDURANCE pant yhose:
| guess because of the word, sheer, and
because | had al ways bought Sheer Ener gy,
and so--you know, energy starts with an E,
and so | thought Sheer Endurance--1 think I
just had it in ny head that it was--that it
was just probably a deviation or another
product that L’ eggs was--that it was a new
product that they were putting out on the
mar ket and wanti ng people to try.
Brewer dep., 18.
Kinmberly Bagi also testified that she thought that SHEER
ENDURANCE pant yhose was a part of the L’ eggs line:
The font--the way the word, Sheer, is done,
is kind of an italic, |ooked real simlar,
so | figured it was just a brand extension
of Sheer Energy.
Bagi dep., 13. M. Bagi stated that she did not notice the
house mark No nonsense on the package.
Anot her purchaser, Dorothy Crews, stated that she thought
t he SHEER ENDURANCE pant yhose was nade by the L’ eggs conpany
“[j]ust because of the sheer nanme on the package.” Crews dep.,
15. She also did not notice the No nonsense mark on the package

or on the guarantee card, except when she sent the pantyhose

back to the manufacturer. However, she al so believed that the
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L’ eggs conpany nade No nonsense hosiery. Crews dep., 27. Oher
W tnesses also testified that they thought that various

No nonsense pantyhose was nmade by the L’ eggs conpany. See, for
exanpl e, Sosebee dep., 75.

Anot her witness stated that she had sent an e-mail to
opposer’s L' eggs division thinking that it had nade the SHEER
ENDURANCE pant yhose she had purchased, because of the presence
of the word “SHEER’ in the mark, although she did not have the
package with her at the tinme she sent the e-nail. Bradley dep.,
21-22.

Vi cki Chancellor testified that, as the vice president of
sal es and nmarketing of the L eggs D vision, she received nore
consuner conpl ai nts about SHEER ENDURANCE t han any ot her
conpetitive product (Chancellor dep., 31), and that the nmark has
caused confusion as well anong enpl oyees of retailers and
nmerchants. Chancel lor dep., 32, 33, 52 and 81.

In response to sone of this testinony, applicant called Dr.
El i zabeth Loftus, a professor of psychology at the University of
Washington in Seattle, who had prepared a report and then
testified concerning the effect of post-event information (the
“msinformation effect”) on witnesses, as well as the effect of
the length of time between an observation and the recollection
of that event. Dr. Loftus’ report dealt with the possibility

that the consumers’ nenories of their pantyhose purchases were
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contam nated by the interviewing script read to them and the
tendency of this post-event information to becomne incorporated
into witnesses’ recollections.

Consi der the sequence of events with one of the
di scl osed consuners, Margaret Bessert. She
purchased No Nonsense pantyhose on January 18,
1997. She filled out a guarantee card expl ai ni ng
that the elastic in the waist did not hold up and
the hosiery ran too easily. On May 20, 1997, she
was interviewed by a nmenber of the legal firm
representing Sara Lee, the maker of L’eggs.
During this interview she was essentially told
that Sara Lee makes L’ eggs brands, including
Sheer El egance and Sheer Energy. She was told

t hat Sheer Endurance pantyhose are nade by a

di fferent conpany, Kayser-Roth, the nakers of

No Nonsense. She was told that the litigation
bet ween the two conpani es concern whet her nanme
Sheer Endurance was |ikely to cause confusion.
She was told that her information could be

hel pful for Sara Lee. M. Bessert was al so
interviewed again (on July 6, 1997), sone siXx
weeks after the suggestive information in the
interview script, and she was agai n asked about
her recollections. Finally, on July 15, 1997 she
was sent a letter and a statenent to sign; and
she signed that statenent on July 21. There were
el enments in her final statenent that were not

i ntroduced prior to her receiving the suggestive
script information. For exanple, in the final
statenent she clained that she thought that Sheer
Endurance was nmade by L’ eggs because of the
simlarity of the names Sheer Endurance and Sheer
Energy. But no where [sic] in her earlier
information was there evidence for this belief.
The suggestive script information could well have
introduced this belief into her conscious m nd
and nenory. Moreover, the suggestive information
canme from an individual who m ght be consi dered
an authority figure, and it is known fromthe
literature that higher authority sources are nore
influential in contam nating nenory.
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Anot her revealing analysis can be seen in the
case of Patricia Terrill. She filled out a
guarantee card (apparently in early 1997)
expl ai ni ng that when she opened the pantyhose,
they had little black lines on them and they ran
on the first wearing. On July 20, 1997, she was
interviewed by a nenber of the legal firm Wen
asked “Who do you think nmakes Sheer Endurance
pant yhose?” she apparently clainmed that she

t hought it mght be L' eggs but could be

No Nonsense. During this interview she was
essentially told the sane things that were
descri bed above in the case of Ms. Bessert. M.

Terrill was interviewed again on July 23, 1997
and two days | ater was sent.a statenent that was
purportedly “based on” the conversation. |In the

statenent, signed Septenber 3, 1997, she clains
W th apparent certainty that she thought they
were made by L' eggs. In other words, her
statenent (which followed nonths after the
suggestive interview procedure), deviates from
her earlier report.

A simlar analysis can be done on many of the
ot her di scl osed consuners.

Report of Dr. Elizabeth F. Loftus, 2-3. Essentially, Dr. Loftus
indicated that a person’s recollection of a past experience
could be affected by exposure to new i nformati on before he or
she is asked about the past experience. Post-event suggestion
is an even nore inportant factor when nenory fades over tine,
because it beconmes nore vul nerable to such suggestion.

So for exanple, in the case of Margaret

Bessert, you have a four-nonth period

bet ween her purchase and the suggestive

interview This is anple tinme for the

menory to fade and to becone nore vul nerabl e

to post event infornmation.

The other feature of the research is that if
the new information is being introduced by
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an authority figure or soneone who is
presuned to have know edge, individuals are
nore susceptible to the contam nating
information. And to the extent that the

| awyer, or a |awyer or a law firm conducti ng
this suggestive interview m ght be
considered an authority figure, at |east on
t hese i ssues, you m ght expect to see people
be especially susceptible to information
com ng fromthat source...

But I will say, fromthe research, where we

find the maxi mum contam nation is when we

| et some tine pass between the event itself

and the post event information, and then we

have a rel atively short period of tine

bet ween the post event information and the

test. So people at the tine of the test are

renmenberi ng that post event information and

the original experience has--has

significantly faded.
Loftus dep., 41-43. |In other words, Dr. Loftus testified
that witnesses may tend to adopt post-event information as
their owmn nenory, or at |east that post-event information
may suppl ement or change a recollection, so that
i ndi vidual s may report sonething never before reported.

E-mai | conmuni cations to opposer (at |eggs.com or

haneshosi ery.com, as well as letters and phone calls, also
reveal that some consuners believe that SHEER ENDURANCE
hosiery is nade by opposer. For exanple, one e-nai
concludes “P.S. | do use the Leggs [sic] brand, am gl ad
they came out with the Endurance line, really like the

lyrca [sic] in the hose, and for the cost |ike the pant

socks also.” Another e-mail asked opposer if it carried
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product catal ogs, stating that “I really |ike the Sheer
Endurance line of Hosiery.” Yet another e-mail asked if
opposer sol d “Sheer |ndul dgance” (sic, should be
“1 ndul gence”), a pantyhose brand owned and sold by
applicant. Another e-nmail to opposer related to
No nonsense hosiery while another was witten to the Hanes
conpany (a part of opposer) conpl aining about a No nonsense
comercial. Qpposer also received e-nails and inquiries
about ot her non-Sara Lee products and pronotions.

In response to this evidence, applicant’s w tness, Dr.
M chael Rappeport, testified that the nunber of
communi cations received by opposer concerni ng SHEER
ENDURANCE pant yhose was what one woul d expect based upon
the market share of SHEER ENDURANCE pantyhose relative to
all third-party or non-Sara Lee pantyhose, about which
opposer also received letters, phone calls and e-nmails.
Surveys

During April 1996, M. Lacy Bellony of Bellony
Research, Inc. conducted a tel ephone survey of femnales
bet ween the ages of 16 and 59. They were qualified for the
survey by being asked if they had worn pantyhose during the
past nonth. People who had been intervi ewed about
pantyhose in the last two nonths and those in certain

occupations were excluded fromthe study. In Cell 1 (403
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respondents), tel ephone respondents were told the
following: “There is a new pantyhose on the narket called
‘ Sheer Endurance’. Wo do you thinks nakes this brand?”
After a response, they were asked, “Wiy do you say that?”
In Cell 2 (402 respondents), the control group, the
respondents were told that the new pantyhose was call ed
“I'ron Weave,” a nade-up nane. Anong Cell 1 respondents,
37.5 percent answered that they believed SHEER ENDURANCE
pant yhose was nmade by L’ eggs or by the maker of SHEER
ENERGY pantyhose, while 17.4% of the Cell 2 respondents
said they thought Iron Weave was nmade by L’ eggs or the
SHEER ENERGY conpany, yielding a net |evel of confusion of
20.1% Bellomy dep., 40-41. Only 2.3% of the respondents
in Cell 1 correctly answered that SHEER ENDURANCE pant yhose
was rmade by the No nonsense conpany or Kayser-Roth. M.
Bellony testified that a control brand with the word
“SHEER’ in it would have been inappropriate as a control
because it may well have generated confusion itself with
the test mark SHEER ENDURANCE. Bell ony dep., 86, 96.

M. Kenneth Hol | ander, of Kenneth Hol | ander
Associ ates, a custom nmarketing research firm conducted
anot her survey for opposer, a shopping center intercept
study of wonen 18 years of age and ol der who had bought

pantyhose in the last six nonths. A total of 504 wonen
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were surveyed. Using the mark LASTI NG | MPRESSI ONS as a
control, the net level of confusion of this survey was 14%
In this survey, a nunber of respondents indicated that they
associ at ed SHEER ENDURANCE with L’ eggs because it sounded
| i ke a sheer hose or because it had the word “SHEER. ”
Hol | ander dep., 34, 35.

In response to this testinony, applicant took the
testinony of Dr. Mchael Rappeport of RL Associates, a
mar ket and survey research firm He has done “a coupl e of
hundred” |ikelihood of confusion studies in his career.
Concerning the Bellony study, he stated that it “shouldn’t
be given any credibility at all for a variety of reasons.”’
Rappeport dep., 12. Anobng other reasons was that it could
not be ascertained if it was a “doubl e-blind” survey or
whet her the interviewers may have known that the L’ eggs
conpany was the client on whose behalf the survey was
undertaken. He also stated that the control used by M.
Bel | ony was inappropriate. Al so, sone of the interviewers

had not conducted simlar nunbers of interviews in each

cell (e.g., the test cell and the control cell). |In fact,

" At one point, he stated that the survey was “worthl ess” (Rappeport

dep., 18) and that “I refuse to accept the Bellony study to have any
val ue what soever, | won't even discuss it. It is so abysmal as to be
not worth tal king about.” Rappeport dep., 101-102. According to Dr.

Rappeport, anong other things the Bellony survey did not account for
t he existence of a variety of other brands that include the word
“ SHEER. ”
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“in many, many cases” the interviewer worked in only one
cell. Rappeport dep., 16. The purpose of this aspect of a
study is to prevent unconscious interviewer bias.

Rappeport dep., 28. Concerning the control mark, Dr.
Rappeport indicated that it should include the word

“ SHEER. "

A large part of the problemin this case as
| now understand it, as |’ve cone to
understand it fromworking on this, is that
Sheer is a commonly used word, obviously
commonly used for hosiery, it’s a kind of
puff word for hosiery. Most pantyhose
nowadays, unless intentionally not being
Sheer, would be in any case and is used by a
| ot of people.

To the degree that the claimed confusion or

al | eged confusion is arising because of the

word Sheer in a nanme, | think ny

understanding is that that’'s sinply not

actionabl e confusion, it doesn’'t mean

anything in a legal sense. In particular

that’s true because as we will see sone

ot her words when used with Sheer that are

not, in my judgnent, being alleged to be

confusing or infringing on Sheer Energy.
Rappeport dep., 31-32. According to Dr. Rappeport,
respondents often | ook for clues as to the correct answer
and will tend to nane the “closest” brand even if they
woul d not be confused. Therefore, unless the L’ eggs
conpany is claimng exclusive rights in all two-word brand
nanes beginning with the word “SHEER,” a proper set of

controls is needed to allow for this tendency; that is, at
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| east one control should be as close as possible to the
test mark without being infringing.

In a report concerning the surveys conducted in this
case (applicant’s exhibit 356), he el aborat ed:

In particular, in the absence of any other
cl ues, asking what conpany nmakes a

previ ously unknown “brand” will generally

| ead a significant proportion of people to
“guess” the conpany they are nost famliar
wi th. Consequently, where a given conpany
has a significant |evel of market dom nance,
a significant proportion of individuals wll
“guess” that conpany. It is this tendency
to guess the conpany they are nost famliar
with that results in the significant
proportion of respondents who (in the
absence of other clues) guess L' eggs as the
maker regardless of the nane shown. This
tendency accounts for the relatively high
proportion of 18% who name L’ eggs for
Lasting I npressions; (absent a factor such
as mar ket dom nance, such guessing or
“noise” is typically in the single digits).

Fromthis perspective, the presence of a
“clue” that reinforces nmarket dom nance w ||
“l ead” an additional proportion of
respondents to perceive the nmarket dom nant
conpany as the maker (i.e. as the “right”
answer). In our opinion, this is the role
pl ayed by “Sheer” in the Holl ander survey
met hodol ogy; that is, the inclusion of Sheer
in a nane is a second clue reinforcing the
perception of the nmarket dom nant conpany
(L’ eggs makers of Sheer Energy) as the

mar ker of the brand * Sheer Endurance”.

Thus, one woul d expect that there would be a
sonmewhat hi gher | evel of nami ng of L’ eggs as
t he maker of Sheer Endurance (where the
extra clue of Sheer is available to the
respondents) than would name L' eggs as the
maker of Lasting |Inpressions (where no such
clue is avail able).

33



Opp. No. 91101979

In other words, the L eggs conpany, as well as the well -
known brand SHEER ENERGY that is strongly associated with
the L’ eggs conpany, are very visible nanes in pantyhose.
When respondents are asked to guess the source of a
particul ar brand of pantyhose, “it is natural that a
significant fraction of consunmers will guess L’ eggs...[and]
sonme respondents are |iable to answer L’ eggs for those
nanes that are in sone sense closest to Sheer Energy.”

“Li kel i hood of confusion as to the Source of Sheer
Endurance pantyhose,” June 2001, 2, 3. (“The substanti al
mar ket position of L’ eggs, conbined with the visibility of
Sheer Energy, neans that when consuners are presented with
one or nore hosiery names, and asked (forced) in a survey
to identify the source, they will tend to see (guess) the
nost simlar (closest) nanme to Sheer Energy as enanati ng
fromL eggs. As aresult, essentially every survey
designed to study the source of nanes with any simlarity
to Sheer Energy (e.g. Sheer Endurance) tends to be biased
inthe direction of finding a |likelihood of source
confusion. These conbined biases in the direction of
finding source confusion lead to the need for controls..

1d.)
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Even opposer’s expert w tness, Kenneth Holl ander,
testified that respondents may tend to associate a new
product with the industry |eader.8

Discarding the unreliable results fromone of the
Hol | ander survey interviewers, Dr. Rappeport concl uded that
that survey yields a net level of likelihood of confusion
as to the source of SHEER ENDURANCE of 11% not 14%
According to Dr. Rappeport, 11%reflects a “nost mninmal”
| evel of confusion. Rappeport dep., 35-36, 37-38, 50-51.

Dr. Rappeport also testified that another way of
calculating the net |ikelihood of confusion fromthe
Hol | ander survey would be to | ook at the percentage of
peopl e who believed that the SHEER ENDURANCE pant yhose cane
fromthe L eggs conpany (29% versus the percentage of
peopl e who t hought SHEER ENDURANCE pantyhose canme fromthe
Hanes conpany (22%, because the Hanes conpany is not
associ ated with the SHEER ENERGY mark. This cal cul ation
yields a net level of confusion of seven percent.

Dr. Rappeport conducted a total of three surveys — two
replication surveys simlar to the Holl ander survey,

conducted in the sane six nmetropolitan areas but using

8 “We're testing in a field that's dom nated by L' eggs. So you woul d
expect no matter what name we would use to generate people saying it’'s
made by L’ eggs, because L’ eggs has a high share of mind.” Hollander
dep., 13, 31, 39.
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ot her control marks, and a sorting board survey. Al were
conducted in 2001.
For the first replication survey, Dr. Rappeport picked

t he mar ks SHEER | MPRESSI ONS and SHEER | NDULGENCE as
controls. He picked these controls because “I'mtrying to
get as close to the mark at issue, which in this case
really is Sheer Energy, that is the mark that’s clainmed to
be infringed on without being infringing.” Rappeport dep.,
48. The survey reveal ed that 28% of the respondents
bel i eved t hat SHEER ENDURANCE pant yhose cane fromthe
L’ eggs conpany, 17% believed that SHEER | MPRESSI ONS
pant yhose was put out by that conpany, while 25% believed
t hat SHEER | NDULGENCE pant yhose cane from that conpany.
These results yielded a net |evel of |ikelihood of
confusi on of SHEER ENDURANCE of 11% when SHEER | MPRESSI ONS
was used as the control, or neasure of noise, and a net
| evel of confusion of three percent when SHEER | NDULGENCE
was used as the control. In other words, subtracting for
the control, the survey reveal ed a maxi num net |evel of
confusion of 11% of the respondents who attri buted SHEER
ENDURANCE to the makers of SHEER ENERGY.

Based on the above date, the mark that best

neets these criteria [for an appropriate

control] is Sheer Indulgence (i.e., it gives

the nost simlar results to Sheer Endurance
but Sheer | ndul gence is accepted as non-
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i nfringing of Sheer Energy). Thus, limting
our results only to the nost appropriate
control would yield a net of noise confusion
of just 3% (Enphasis in original)... [T] he
net of survey artifact (noise) |ikelihood of
confusion as to source of Sheer Endurance
ranges froma |low of 3% (the replication
survey using No Nonsense’s own brand Sheer

| ndul gence) to a maxi mum of 12% (the sorting
board survey data using an average of Hanes’
own brand of Silk Reflections, and the made-
up nane Sheer d anour). ...Since as we
understand it, there is no claimthat either
Sheer | ndul gence or Silk Reflections are
likely to be confused as to source (i.e. as
emanating fromL’ eggs), in our opinion, the
net of noise |ikelihood that Sheer Endurance
wll be seen as emanating fromL eggs lies
sonmewher e between these nunbers (i.e.

bet ween 3% and 129% .

Wil e averaging the data fromdifferent
surveys nust be done with caution, we think
it instructive that the proportion of al
respondents who sai d Sheer Endurance
emanates fromL eggs is consistently about
30% while the average proportion of
respondents who said each of the five
controls cited enmanates fromL eggs is about
21% thus, overall, we believe these results
say that a conservative (in the sense that
it favors L’ eggs) estinmate of the net of
noi se |ikelihood that Sheer Endurance will
be seen as emanating fromL eggs is 8-10%
(Enmphasis in original).

I n our experience, unless there are
speci al circunstances none of which apply
here, no court has ever upheld a claimof a
net of noise of |ikelihood of confusion as
to source on the basis of survey evidence of
8- 10%

“Li kel i hood of confusion as to the Source of Sheer

Endurance pantyhose,” June 2001. Dr. Rappeport conpared
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the “pure puffery” word “SHEER’ to words such as “HEALTH’
or “HEALTHY” for food products.

As to the sorting board survey, twelve different names
(with ten controls) were used in the Rappeport sorting
board survey, conducted in the states of Col orado, Florida,
W sconsi n, Massachusetts and Washington. This survey
provi ded both famly or conmpany nanmes (Hanes, Kathie Lee,
L’ eggs and No nonsense) and brand nanmes to respondents so
that it was relatively easy for respondents to guess the
source of various brand nanmes. This survey is designed to
elimnate unaided recall as a factor. After being
qualified, respondents were seated in the interview room
and the interviewer was instructed to shuffle a deck of
twel ve cards, hand themto the respondent, place the sort
board in front of the respondent and tell the respondent
t hat each of the cards has the nane of a brand of a
pantyhose printed on it. |If the respondent thought the
brand of the pantyhose on the card was likely to cone from
a conpany whose nane appeared on the sort board, the
respondent was to place the card under that nane. |If the
respondent thought the brand cane from a conpany whose nane
di d not appear on the sort board, or if she was not sure
what conpany made that brand, the respondent was told to

pl ace that card in the appropriate place. Using SHEER
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GLAMOUR as the control yielded a net |evel of confusion of
12%

The conclusions | draw fromthe sorting
board survey are that it tends to support
the belief that there is no |ikelihood of
confusion. That the nunber, the percentage
you get with these kinds of controls runs in
the sane 11, 12 percent, 11 percent nunber
that Dr. [Gerald] Ford clains are the
nunbers fromthe Holl ander survey. There
were some interesting things that occur but
our basic conclusion is that the pattern of
data substantiates that Sheer is [a]

critical word. It’s interesting to rank
order the percentage of people assigning
each of these to L' eggs. What happens is
the three Sheer nunbers cone out at the top...

It tends to corroborate that Sheer is
driving a large part of this...

Rappeport dep., 60-61.

Finally, Dr. Rappeport conducted another replication
survey with the control mark SHEER CONTROL. 120 interviews
wer e conducted, 20 in each of six shopping malls, in
Novenber 2001. Using this control, 28% stated that they
believed that this brand was made by the L’ eggs conpany,

t he sane percentage who said that the SHEER ENDURANCE
product canme fromthat conpany in the earlier replication
survey. “We conclude that in fact, a ‘good neasure of the
noise (i.e. a “good” control) indicates that net of
nmeasured noise there is essentially no likelihood that

consuners W ll perceive L' eggs as the source of ‘ Sheer
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Endur ance’ pantyhose. ”°

“A Suppl ementary Survey of the
Li kel i hood of Confusion as to the Source of Sheer Endurance
pant yhose,” 2.

...After you renove the noise. If you use

Sheer | ndul gence and Sheer Control both and

you average them and then you subtract that

fromthe average val ue you got fromthe

Sheer Endurance, you get sonewhere between 1

and 2 percent, if you just use Sheer Control

you get zero.
Rappeport dep., 69. According to Dr. Rappeport, the two
best control marks are SHEER | NDULGENCE and SHEER CONTROL,
because they best describe the “noise” in this case.
Rappeport dep., 53, 70 and 142. *“[T]he best control is as
cl ose as you can get wi thout being infringing. The reason
bei ng that that gives enough clues that that kind of
guessi ng now becones random and spreads out evenly.”
Rappeport dep., 167-168.

Dr. Rappeport did acknow edge, on cross-exam nation
that the SHEER ENDURANCE mar k produced a hi gher | evel of
association with the L' eggs conpany than any control marKk.
Rappeport dep., 99, 100.

In all the surveys taken for this case, the |evels of

“noi se” are high. Specifically, 18% of the respondents

t hought that LASTI NG | MPRESSI ONS, whi ch bears no relation

9 According to Dr. Rappeport, a “good” control is one that cones as
cl ose as possible to the trademark clainmed to be infringing wthout
itself being infringing.
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to any L’ eggs brand, emanated fromthe L’ eggs conpany, 25%
of the respondents in one replication survey thought that
SHEER | NDULGENCE pant yhose emanated fromthe L’ eggs
conpany, 17% t hought that SHEER | MPRESSI ONS pant yhose cane
fromthat conpany, while, in the sorting board survey, 21%
of the respondents thought that SHEER GLAMOUR canme fromthe
L’ eggs conpany.

On rebuttal, opposer’s witness Dr. Cerald L. Ford of
Ford Bubal a & Associ ates, a market research and consulting
firm testified that he agreed that the control mark shoul d
be a two-word nmark that included the word “SHEER ”

There may be--not a trademark interaction.
That’s what you're trying to control for

As | understand the controls in this case,
Sara Lee is not claimng exclusive rights to
the word sheer with respect to the hosiery.
So one of the things that you're trying to
control for when testing whether or not
Sheer Endurance is going to create a

| i kel i hood of confusion, one of the things
you' re trying to test for is whether or not,
in fact, it is the sheer portion in that
mark that’s creating the confusion or the
conposite mark. So you need to take--you
need to renove sheer out that’s one of the
reasons why the controls for the nost part
had sheer in themso that the sheer part of
the mark could be accounted for.

..And because of that, we need to control the
| i kel i hood of confusion survey data for the
magni tude of people that are likely to say
Sheer Endurance cones from L’ eggs because of
the sheer portion of that nmark.

41



Opp. No. 91101979

Ford dep., 54, 55. 1In other word, in order to control for
t hose people that may beli eve SHEER ENDURANCE pant yhose
cones fromthe makers of SHEER ENERGY (and SHEER ELEGANCE)
nerely because of the word “SHEER,” the control mark shoul d
i nclude the word “SHEER " Ford dep., 40, 52, 64, 68, 76-
77, 85, 87 and 133. “[T]he descriptive element is also in
the accused or alleged infringing el enent, then you want
that sanme descriptive element in both the experinental and

the control.” (66) and “.any likelihood of confusion due to
sheer alone is sonmething you' re trying to control for in
the survey” Ford dep., 76-77.

Even though, Dr. Ford testified that the word “SHEER’
should be in the control mark, he stated that the survey
control should not have any interaction with the
| i kel i hood- of -confusion elenents of the test mark. Ford
dep., 33, 34. Therefore, because of the existence of
opposer’s L’ eggs SHEER COVFORT Control Top pantyhose as
well as the fact that the word “Control” is used by third
parties, often in a descriptive context, in association
with their brands of hosiery, Dr. Ford testified that, due
to possible interaction, Dr. Rappeport’s use of SHEER
CONTROL was an i nappropriate control mark in his second

replication survey. Ford dep., 35, 36, 76 and 100.

Nevert hel ess, because Dr. Rappeport’s control mark SHEER
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| MPRESSI ONS and Hol | ander’ s LASTI NG | MPRESSI ONS cont r ol
produced al nost the sanme percentage of association with
L’ eggs, it appears that the use of the term*“SHEER" in the
control may not have made any difference, according to Dr.

Ford. Ford dep., 89. 1In addition, Dr. Ford opined that,

because of the “en” sound and the simlarity in nmeaning to
the “ELEGANCE’ part of opposer’s mark SHEER ELEGANCE, t he
control SHEER | NDULGENCE used by Dr. Rappeport was al so not
an appropriate control mark. Ford dep., 91, 122. He did
state, however, that SHEER | MPRESSI ONS and SHEER GLAMOUR
are appropriate control marks.!® Ford dep., 40.

Argunents of the Parties

Qpposer argues that applicant’s mark SHEER ENDURANCE
so closely resenbles its marks in sound, appearance (SHEER
ELEGANCE) and neani ng ( SHEER ENERGY) that, as applied to
i dentical inpulsively purchased goods sold in the sane
channel s of trade, confusion is |ikely. Opposer contends
that even descriptive words may play a role in the
| i kel i hood- of - confusi on determ nation. Opposer also points
to the fame of its marks in the sheer hosiery field, marks
whi ch have been used for over 30 years (SHEER ENERGY) and

for nearly 25 years (SHEER ELEGANCE), and whi ch have been

10 Because of a similarity in the neanings of “GLAMOUR' and “ELEGANCE,”
it appears to us that the control mark SHEER GLAMOUR suffers from a
possi ble interaction with opposer’s mark SHEER ELEGANCE as wel | .
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t he subj ect of extensive sales and w despread adverti sing.
Further, the survey evidence in this case, argues opposer,
al so supports a finding of |ikelihood of confusion, with
even the Rappeport sorting board survey show ng the SHEER
ENDURANCE mar k as havi ng the hi ghest association with the
L’ eggs conpany. Qpposer points to its numerous actual
confusion wi tnesses, and naintains that each expressed an
initial opinion in the first phone call before the caller
from opposer’s law firmreveal ed the purpose of the call.
Qpposer al so contends that applicant intended to trade on
the reputation of opposer’s two nost well-known marKks.
According to opposer, applicant gained the same share of

t he spandex nmarket as opposer’s SHEER ELEGANCE brand | ost
in recent years.

Wth respect to the third-party use of SHEER- narks,
it is opposer’s position that the third-party registrations
shoul d have no bearing on the issue of |ikelihood of
confusion, and that there is no evidence of consuner
awar eness of any of the third-party marks. Furthernore,
the third-party marks are less simlar in sound, appearance
and nmeaning to opposer’s nmarks than is applicant’s nark.
Inits reply brief, opposer also points to the double
entendre or dual connotation of the word “SHEER’ in its

mar ks--the type of hosiery (sheer) and a play on the

44



Opp. No. 91101979

dictionary neaning of this word (“pure, sinple, absolute,
unadul terated, unmtigated”), as in the expression “sheer
determ nation.”

Finally, opposer points to the simlarity of
background col ors of the SHEER ENDURANCE package (one is
bl ue and nagenta) and those of the L’ eggs Snooth
Si | houet t es package.

It should be noted that opposer does not claima
famly of “SHEER'- prefixed marks, nor could it, in view of
t he genericness of the common term “SHEER "' Moreover
opposer does not generally advertise or pronbte the two
brands toget her.

It is applicant’s position that opposer’s marks

consi st of the descriptive (generic) term*“SHEER' plus a

1 Specifically, as explained in Land-O Nod Co. v. Paulison, 220
USPQ 61, 65-66 (TTAB 1983), in order to establish the existence
of a famly of marks:

[I]t rmust be shown by conpetent evidence,
first, that ... the nmarks containing the
claimed "famly" feature, or at least a
substantial nunber of them were used and
pronmoted together ... in such a manner as
to create public recognition coupled with
an associ ation of conmon origin predicated
on the "fam|ly" feature; and second, that
the "fanm |y" feature is distinctive (i.e.,
not descriptive or highly suggestive or so
commonly used in the trade that it cannot
function as a distinguishing feature of any
party's mark).

As noted, the word “sheer” is clearly a generic termfor a
category of pantyhose and cannot be the shared or conmon word of
any famly of marks.
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termwhich is a laudatory, positive or desirable attribute
of hosiery, so that opposer’s marks are entitled to a
narrow or limted scope of protection. G ving nore weight
to the second and nore dom nant word in each mark,
applicant maintains that the word “ENDURANCE’ has a
di stinct meaning (that of durability) fromthe words
“ENERGY” and “ELEGANCE” in opposer’s marks. Applicant
mai nt ai ns that “ENDURANCE’ and “ENERGY” are not synonyns.
Applicant also points to the differences in the marks’
sound and appearance. Wile applicant concedes that
opposer’s marks are well known (brief, 30), applicant
mai ntai ns that they are not fanobus. Anong ot her things,
applicant’s attorney points to a decline in opposer’s
advertising expenditures during the md- and | ate-1990s.

Applicant also points to the crowded field of SHEER-
mar ks, such as SHEER I NTRI GUE (Kmart), SHEER CARESS (JC
Penney), SHEER ESSENTI ALS (Longs Drugstore) and SHEER
LEGACY, and the dozens of brands which feature the word
“Sheer” on packaging as part of the brand nane or as part
of the description of the product.

Concerni ng the evidence of actual confusion by el even
w t nesses who returned SHEER ENDURANCE pant yhose to
applicant, it is applicant’s position that we shoul d

exclude this testinony for a variety of reasons.

46



Opp. No. 91101979

Essentially, applicant argues that this testinony is
unrel i abl e because of the “m sinformation effect”
attributable to the scripted interviews conducted by
opposer’s law firm froma fewto nmany nonths after the
purchases and |long after the nenories of the purchases had
faded. According to applicant, there is no credible

evi dence of actual confusion because the consuner testinony
is contam nated by information told to them by opposer’s
law firm Applicant points to various inconsistencies from
the early interview answers, to the statenents prepared by
opposer’s law firm to the testinony eventually given by
these witnesses. Applicant also notes that sone of these
W t nesses believed that No nonsense hosiery in general was
made by the L’ eggs conpany, or that applicant’s SHEER
ENDURANCE pantyhose cane fromthe L’ eggs conpany nerely
because of the presence of the word “SHEER " Applicant

al so asks us to exclude this testinony as a di scovery
sancti on because opposer’s suppl enental discovery answers
revealing this actual confusion evidence was provided to
applicant after the discovery period had closed. Applicant
contends that it was deprived of the opportunity to take

di scovery of these wi tnesses before these w tnesses were
subj ected to opposer’s interviews and before their nenories

had f aded.
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Concerni ng the surveys, applicant’s attorney contends
that we should place greater reliance upon the Rappeport
replication surveys involving the control marks SHEER
| NDULGENCE (25% identified this mark with L' eggs) and SHEER
CONTROL (28% associated this mark with L' eggs). Using
t hese controls, the net |evel of confusion of the mark
SHEER ENDURANCE was t hree percent and | ess than one
percent, respectively. Applicant asks us to disregard the
Bel | ony and Hol | ander surveys because those surveys did not
i nclude a SHEER-prefixed mark as a control. Further,
applicant asks us to give little weight to its own
W tness’s sorting board survey which, while a “val uable

qualitative tool,” is not “an accurate neasure of net of
noi se survey confusion” and should be “accepted only as
qualitative evidence of the terns which consuners tend to
associate with Opposer and of the high | evel of noise
present in hosiery surveys” (brief, 47). It is applicant’s
contention that the | evel of survey confusion net of noise
is lower than the | evel of actionable confusion. Applicant
contends that the survey evidence shows only a m ninal
| evel of confusion.

Concerning the alleged simlarity of colors between

applicant’s package and anot her of opposer’s brands of

pant yhose (L eggs Snooth Sil houettes), it is applicant’s
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position that the SHEER ENDURANCE package nerely used
colors simlar to those previously used by applicant on its
No nonsense G eat Shapes package, which was introduced
before the Snmooth Sil houettes brand. Holland dep., 318.
Applicant also notes the testinony of nunmerous w tnesses
that applicant did not copy or imtate any conpetitors’

package.

Evi denti ary Rulings

Wth respect to the testinony of opposer’s actual -
confusi on wi tnesses—those people called by opposer who had
returned applicant’s pantyhose to applicant because they
were dissatisfied—applicant’s witness, Dr. Loftus, has
denonstrated why much of this testinony should be given
little weight. Aside fromthe inherent problens involved
in having witnesses try to recall their beliefs and thought
processes nonths or years after they purchased an
i nexpensi ve pair of pantyhose, the interview script that
each of these witnesses was read may have had a tendency to
i nfluence their subsequent recall of these purchasing
deci sions. As applicant has pointed out, the position of
sone of these witnesses appears to have changed. For
exanple, Ms. Y. Thomas stated that she thought she was

buyi ng SHEER ENERGY pant yhose when she purchased
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appl i cant’ s SHEER ENDURANCE pantyhose, but she later told
friends about this new product of opposer. One of these
W tnesses al so stated that the prepared statenment did not
reflect what she had told opposer’s lawfirm Al so, to the
extent that any of the witnesses stated that they believed
t hat opposer (L’ eggs) made No nonsense hosiery, or that

t hey thought that SHEER ENDURANCE pant yhose was put out by
opposer nerely because of the word “SHEER’ in the marks
(see below), we have given that testinony little weight.
Accordingly, while we decline to strike this evidence
because opposer’s suppl enental answers were provided after
the cl ose of discovery, we neverthel ess have given this

testinmony little weight.

Anal ysi s and Deci si on

First, because opposer is the owner of valid and
subsisting registrations, priority is not an issue in this
case. King Candy Conpany v. Eunice King's Kitchen, Inc.,
496 F.2d 1400, 182 USPQ 108 (CCPA 1974); and Carl Karcher
Enterprises Inc. v. Stars Restaurants Corp., 35 USPQ2d 1125
(TTAB 1995). The only issue before us is whether the
mar ks, as used on pantyhose, are likely to cause confusion.

Qur determ nation under Section 2(d) of the Act is

based on an analysis of all the probative facts in evidence

50



Opp. No. 91101979

that are relevant to the factors bearing on the |ikelihood-
of -confusion issue. See In re Majestic Distilling Co.,
Inc., 315 F.3d 1311, 65 USP@d 1201 (Fed. G r. 2003); and
In re E. 1. du Pont de Nenoburs and Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973). Two key considerations are the nmarks
and the goods or services. Federated Foods, Inc. v. Fort
Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA
1976) (“ The fundanental inquiry mandated by [ Section] 2(d)
goes to the cunulative effect of differences in the
essential characteristics of the goods and differences in
the marks.”). See also, In re Dixie Restaurants Inc., 105
F. 3d 1405, 41 USPQ2d 1531 (Fed. Gr. 1997).

Wth respect to the goods, applicant seeks
registration of its mark for “hosiery, including
pantyhose,” whil e opposer’s registrations cover hosiery and
pantyhose. There is no question but that we nust consider
t hese goods, for all practical purposes, identical. These
goods are also relatively inexpensive and often the subject
of inpul se purchases. Mreover, the record denonstrates
that the parties’ pantyhose are usually sold in the sanme
ai sl es of food, drug and nass nerchandi se stores, sonetines
even side by side. As our principal review ng court, the
U S. Court of Appeals for the Federal Ci rcuit, has pointed

out, “[w hen marks woul d appear on virtually identical
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goods or services, the degree of simlarity necessary to
support a conclusion of likely confusion declines.”

Century 21 Real Estate Corp. v. Century Life of Anerica,
970 F.2d 874, 23 USPQd 1698, 1700 (Fed. Cir. 1992). See
also Inre L.C Licensing, Inc., 49 USPQ2d 1379, 1381 (TTAB
1998) .

As to the nmarks thensel ves, there is no question that
“sheer” is a generic termin the industry for a type of
pant yhose (“sheer hosiery”). Geeson, 13; Holland, 24;
Hol | and di scovery dep., 33, 118, 135, 136, 165, 199;
Thoutsis dep., 69. However, as opposer argues in its reply
brief, the word “SHEER’ in all of the marks bei ng conpared
here has two neani ngs--one referring to the generic
category of hosiery and one referring to the neaning of
“utter” or “pure”, as in “sheer determnation.” See
No Nonsense Fashions, Inc. v. Consolidated Foods Corp., 226
USPQ 502, 507 (TTAB 1985).

We start fromthe proposition that we nust conpare the
mar kK applicant seeks to register (SHEER ENDURANCE) in typed
formw thout any other wording or stylization. Wile, as
shown above, applicant’s package of SHEER ENDURANCE
pantyhose al so bears the house mark “No nonsense” in
smal l er lettering, and opposer’s packages al so contain the

house mark “L’eggs,” it is well-settled that use of a house
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mark in conjunction with a product mark will not serve to
prevent a finding of |ikelihood of confusion when the house
mark is not included in the mark for which registration is
sought. See, e.g., Interstate Brands Corp. v. MKee Foods
Corp., 53 USPQ2d 1910, 1914-15 (TTAB 2000) (When neither the
applied-for mark nor a cited registered mark includes a
house mark, “determ nation of |ikelihood of confusion nust
be based on the specific marks at issue”).

When we conpare the marks in their entireties in
sound, appearance and meani ng or commerci al inpression, we
note that the second word in both of opposer’s marks and
applicant’s mark ( ENERGY and ELEGANCE vs. ENDURANCE) al
have three syllables, and all begin with an “E.” Moreover,
t he words ENERGY and ENDURANCE both begin with the letters
“EN’ whil e ELEGANCE and ENDURANCE both end with “ANCE.”
Whi | e SHEER ENERGY and SHEER ENDURANCE have specifically
different and distinct neanings, these marks neverthel ess
do bear sone resenbl ance in neaning or connotation in the
sense that, as applied to the goods, if one has “energy”
from wearing opposer’s support pantyhose, it is also
possible to think that the wearer may be able to “endure”
| onger than if one were to wear another pantyhose. In
ot her words, the suggestive qualities of the words SHEER

ENERGY and SHEER ENDURANCE ar e sonewhat overl appi ng, and
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certainly not nutually exclusive. Conpare Inre Wite Swan
Ltd., 8 USPQed 1534, 1536 (TTAB 1988) (with rel ated goods
and marks that were simlar in sight and sound, arguable
difference in connotations of marks held insufficient basis
on which to find no |ikelihood of confusion, because at

| east a significant mnority would view marks as havi ng
sanme connotation). Also, it should be noted that we need
not find simlarity in each of the elenents of the “sound,
appearance or neaning” trilogy to find that the marks are
simlar for purposes of the |ikelihood-of-confusion
analysis. In re Lanson G| Co., 6 USPQ2d 1041, 1042 (TTAB
1988). W al so observe that both the registered marks and
the mark sought to be registered are set forth in typed
formin the application and in Registration Nos. 978, 180
and 1,604,767. Wen one applies to register a mark in
typed form the Board nust consider that it could be

di splayed in any formor size of lettering, and thus we
nmust consider the use of applicant’s mark in the sane form
of script lettering. Phillips Petroleum Co. v. C. J. Wbb,
Inc., 442 F.2d 1376, 170 USPQ 35 (CCPA 1971); and Jockey
International Inc. v. Mallory & Church Corp., 25 USPQd
1233 (TTAB 1992). Currently, applicant displays the word
“SHEER’ in script lettering simlar to opposer’s script

| ettering, but the word “ENDURANCE” is in capital letters.
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However, this may change and applicant could well display
the word “ENDURANCE” in a formnore closely resenbling that
of the word “SHEER’ in its mark, which would be simlar to
the display of opposer’s marks as actually used. See
Squirtco v. Tony Corp., 697 F.2d 1038, 216 USPQ 937, 939
(Fed. Gr. 1983); and Cunni nghamv. Laser Golf Corp., 222
F.3d 943, 55 USPQ2d 1842, 1847-48 (Fed. Cr. 2000).

VWil e the parties have argued about whet her
appl i cant’ s SHEER ENDURANCE package has background col ors
nore simlar to opposer’s L eggs Snooth Sil houettes
pantyhose or to applicant’s already existing G eat Shapes
pantyhose, it appears to us that the blue and nagenta
colors of one of applicant’s packages (Regul ar Panty) bears
nore resenbl ance to the colors of opposer’s SHEER ELEGANCE
Control Top pantyhose shown in Exhibit 177 submtted on
rebuttal. It should be noted, however, that opposer uses
nunerous colors on its various types of SHEER ENERGY and
SHEER ELEGANCE pantyhose, and we have reached our opinion
of likelihood of confusion on the other evidence in this
case.

As opposer has argued and as our primary revi ew ng
Court has nade clear, fame of the prior mark plays a
dom nant role in cases featuring a fanous or strong mark.

“Fanpbus or strong marks enjoy a w de |atitude of | egal
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protection” and a fanobus mark “casts a | ong shadow whi ch
conpetitors nust avoid.” Kenner Parker Toys, Inc. v. Rose
Art Industries, Inc., 963 F.2d 350, 22 USPQRd 1453, 1456
(Fed. Cir. 1992); and Recot, Inc. v. MC Becton, 214 F.3d
1322, 54 USPQR2d 1894 (Fed. Cir. 2000). In this regard, the
Court has noted that there is “no excuse for even
approaching the well-known trademark of a conpetitor ...and
that all doubt as to whether confusion, m stake, or
deception is likely is to be resol ved agai nst the newconer,
especially when the established mark is one which is
fanobus.” Kenner Parker Toys, 22 USPQ2d at 1456; and Ni na
Ricci SARL. v. ET.F. Enterprises, Inc., 889 F. 2d 1070,
2 USPQ2d 1901, 1904 (Fed. Cir. 1989). This is so because
“a wel |l -known nmark enjoys an appropriately wi der |atitude
of legal protection, for simlar marks tend to be nore
readily confused wwth a mark that is already known to the
public.” Opryland USA, Inc. v. Geat American Misic Show
Inc., 970 F.2d 847, 23 USPQ2d 1471, 1474 (Fed. Gr. 1992).
See also Specialty Brands, Inc. v. Coffee Bean
Distributors, Inc., 748 F.2d 669, 223 USPQ 1281 (Fed. Cr.
1984) (i nvol ving the marks SPI CE | SLANDS and SPI CE VALLEY).
Wi | e opposer’s house mark “L’ eggs” may be perhaps
nore well known than its product marks SHEER ENERGY and

SHEER ELEGANCE, we have no doubt that the nmarks SHEER
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ENERGY and SHEER ELEGANCE nust be consi dered fanous
pant yhose brands, with billions of dollars in sales,
substanti al advertising and use for nany years. “Because
fame plays such a domnant role in the confusion analysis,
...those who claimfanme for product marks that are used in
tandemwi th a famous house mark can properly be put to
tests to assure their entitlenment to the benefits of fane
for the product marks.” Bose Corp. v. QSC Audi o Products
Inc., 293 F.3d 1367, 63 USPQ2d 1303, 1308 (Fed. Cr. 2002).
Qpposer’s has denonstrated the fame of these product marks
apart fromany fane of its house mark.

Further, while applicant has introduced credible
evi dence of the existence of third-party marks that contain
the word “SHEER’ in the marks, none appears as close to us
as applicant’s mark, in sound, appearance and neani ng.
Moreover, many of the alleged third-party nmarks appear |ess
than arbitrary, and are used by others, indicating that
they nmay be descriptive (for exanple, DAY SHEER, DRESS
SHEER, SILKY (or SILKEN) SHEER, SHEER to WAI ST, SHEER
SUPPORT and ULTRA SHEER). These marks are entitled to very
little weight in our determ nation.

Wth respect to the surveys, the parties are at odds
on the question of whether the control should include the

word “SHEER.” Opposer, relying upon D anond, “Reference
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@Qui de on Survey Research,” Reference Manual on Scientific
Evi dence (2d ed. 2000), 229, 258, maintains that the
control should not be like the experinental stinulus
feature whose inpact is being tested. However, opposer’s
own rebuttal expert witness indicated that the control
should be a two-word mark which includes the word “ SHEER, ”
in view of the fact that opposer does not claimexclusive
rights in this termand because of the extensive evidence
of third-party use. W agree. See Conagra, Inc. v. Geo.
A. Hormel & Co., 784 F.Supp. 700 (D. Neb. 1992), aff’'d, 26
USPQ2d 1316 (8'" Cir. 1993)(control should have included the
word “HEALTHY,” conmmon to plaintiff’s and defendant’s

mar ks); and Nabi sco v. Warner-Lanbert Co., 32 F. Supp.2d 690
(SDNY 1999), aff’'d, 55 USP@d 1051 (2d Cir. 2000)(control
shoul d have included the formative “ICE" common to both
marks, or a variation thereof). Suffice it to say that we
have considered all the surveys here and that those with
appropriate control marks tend to show sone | evel of
confusi on above 10 percent. Wth SHEER | MPRESSI ONS as a
control, for exanple, the net |evel of confusion of SHEER
ENDURANCE was 11 percent. See the discussion of various

| evel s of confusion in Sara Lee Corp. v. Kayser-Roth Corp.,
81 F.3d 455, 38 USPQRd 1449 (4'" Cir.), cert. denied, 519

US 976 (1996); and 5 J. Thomas McCarthy, MCarthy on
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Trademarks and Unfair Conpetition §32:187 (4'" ed. 2002).

It does appear to us, based upon all the testinony of the
expert w tnesses, that SHEER | NDULGENCE, SHEER GLAMOUR and
SHEER CONTROL may not be the best control marks, because of
their possible interaction with opposer’s marks and
opposer’s use of “Control,” albeit descriptively or
generically, but neverthel ess as the | eader in the sheer
pant yhose mar ket .

Finally, if we had any doubt as to the presence of
| i kel i hood of confusion, as observed above, we would be
obligated to resol ve that doubt against the newconer,
because the newconer had the opportunity to avoid
confusion, and was obligated to do so, and in favor of the
| ongst andi ng prior user and registrant. TBC Corp. v. Hol sa
Inc., 126 F.3d 1470, 44 USPQd 1315, 1318 (Fed. G r. 1997);
J & J Snack Foods Corp. v. MDonald s Corp., 932 F.2d 1460,
18 USP2d 1889, 1892 (Fed. GCir. 1991); In re Hyper Shoppes
(Chio) Inc., 837 F.2d 840, 6 USP@d 1025, 1026 (Fed. Cir.
1988); In re Martin' s Fanous Pastry Shoppe, Inc., 748 F.2d
1565, 223 USPQ 1289, 1290-1291 (Fed. Gr. 1984); and In re
Pneunmat i ques, Caoutchouc Manufacture, 487 F.2d 918, 179
USPQ 729 (CCPA 1973)(“If there be doubt on the issue of
| i keli hood of confusion, the famliar rule in trademark

cases, which this court has consistently applied since its
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creation in 1929, is that it nmust be resol ved agai nst the
newconmer or in favor of the prior user or registrant.”).
Decision: The notice of opposition is sustained and

registration to applicant is refused.
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