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Bef ore Qui nn, Hohein and Drost, Adm nistrative Trademark Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Jeffrey M Borysiewicz, a citizen of the United States,
has filed an application to register on the Principal Register
the mark "CIELO' for "cigars."'

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C. 81052(d), on the ground

that, under the doctrine of foreign equivalents, applicant's

" Ser. No. 78012153, filed on June 12, 2000, which is based on an
all egation of a bona fide intention to use such mark in comerce.
Applicant states in the application that the English translation of
"ClELO' is "SKY."



Ser. No. 78012153

mar k, when applied to his goods, so resenbles the mark "HEAVEN, "

n2

which is registered for "cigars, as to be likely to cause
confusion, or to cause nistake, or to deceive.’

Appl i cant has appeal ed. Briefs have been filed,* but
an oral hearing was not requested. W reverse the refusal to

register.

2 Reg. No. 2,252,336, issued on the Principal Register on June 15,
1999, which sets forth a date of first use of the mark anywhere and in
commerce of February 1996; conbined affidavit 888 and 15.

° Al though the Examining Attorney also made final a "requirement for an
acceptabl e transl ati on" of applicant's mark and suggested that, "if
accurate," applicant "may adopt the ... statenment” that "[t]he English
translation of the mark is SKY or HEAVEN," she wi thdrew such
requirement in her brief.

* The Examining Attorney, in her brief, has objected to certain
evi dence attached to applicant's initial and anended appeal briefs,
asserting that:

The exanining attorney objects to the applicant's
untinely submttal of online dictionary definitions that do
not otherw se appear in printed format. Specifically, the
exam ning attorney objects to all of the definitions from
the Ectaco Online Dictionaries retrieved through
www. ect aco. com and www. mexi cospani sh. com The exami ni ng
attorney also objects to the online dictionary definitions
retrieved fromww.freedict.com The applicant failed to
subnmit these online definitions prior to appeal.
Consequently, the exam ning attorney respectfully requests
that the Board refuse to take judicial notice of this
material. TBMP Sections 1208.04 and 704. 12.

While applicant, in his reply brief, contends that "these definitions
were provided at the invitation of the Exam ning Attorney and should
t herefore be considered by the Board," no explanation is provided as
to why such evidence was not submitted prior to appeal. In view

t hereof, and inasmuch as on-line dictionaries which otherw se do not
exist in printed format are not considered appropriate subject natter
for judicial notice when submitted at the appeal stage, the Exanining
Attorney's objections are sustai ned and such evi dence has been given
no further consideration. See In re Total Quality Goup, Inc., 51
USPQ2d 1474, 1476 (TTAB 1999); and TBMP 8704.12(a) at n. 245, 8§1208.03
and 81208.04 (2d ed., 1st rev. March 2004).

In addition, we note that in his reply brief, applicant refers
for the first time to the "results of a survey conducted as to whet her
consuners are likely to be confused as to the marks Cl ELO and HEAVEN. "
However, inasnuch as the evidentiary record in an application should
be conplete prior to the filing of an appeal, such evidence is


http://www.ectaco.com/
http://www.mexicospanish.com/
http://www.freedict.com/
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Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a likelihood
of confusion. Inre E 1. du Pont de Nenmours & Co., 476 F.2d
1357, 177 USPQ 563, 568 (CCPA 1973). However, as indicated in
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098,
192 USPQ 24, 29 (CCPA 1976), in any likelihood of confusion
anal ysis, two key considerations are the simlarity or
dissimlarity in the goods at issue and the simlarity or
dissimlarity of the respective marks in their entireties.’

Here, inasmuch as the goods at issue ("cigars") are legally
identical, the focus of our inquiry is accordingly on the
simlarity or dissimlarity of the respective narks.

The Exam ning Attorney, asserting in her brief that
"applicant seeks to register [the mark] CIELO, [which is] the
forei gn equival ent of 'heaven,' for the identical goods offered
by the registrant, specifically, cigars [under the mark HEAVEN], "
mai ntai ns that, anong other things (footnotes omtted):

According to the well-established
doctrine of foreign equivalents, an applicant

may not register foreign words or terns if
t he Engli sh-1anguage equi val ent has been

untinely under Trademark Rule 2.142(d). See TBMP 8§1207.01 (2d ed.,
1st rev. March 2004). Moreover, the purported results are of no
probative value in any event given the absence of any infornation as
to the nethodol ogy utilized in conducting the consunmer survey. No
further consideration, therefore, will be given to the summary of the
survey evidence which is set forth in the reply brief. See, e.qg., In
re US. Cargo Inc., 49 USP@d 1702, 1702 at n. 2 (TTAB 1998).

°* The court, in particular, pointed out that: "The fundanental inquiry
mandat ed by 82(d) goes to the cumulative effect of differences in the
essential characteristics of the goods and differences in the marks."
192 USPQ at 29.
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previously registered for [the sanme or]

rel ated products or services. 1In re Perez,
21 USPQ2d 1075 (TTAB 1991); In re American
Safety Razor Co., 2 USPQ2d 1459 (TTAB 1987);
In re Ithaca Industries, Inc., 230 USPQ 702
(TTAB 1986); In re Hub Distributing, Inc.,
218 USPQ 284 (TTAB 1983). TMeP
81207.01(b)(vi). The doctrine of foreign
equi val ents recogni zes "the cosnopolitan
character of the population and ... the

i nternational character of trade."
Restatenment (First) of Torts Section 723 cnt
a (1938). The intent of the rule is to avoid
the registration of a confusingly simlar
foreign word recogni zabl e to an appreci abl e
segnent of Anmerican purchasers. TMEP Section
81207.01(b)(vi). Restatenent (Third) of
Unfair Conpetition Section 21 cm. e at 231
(1995).

In the case at bar, the word mark at
issue is in Spanish, a |language famliar to
an [sic] significant segnent of Anmerican
consuners. The Spani sh wording CIELO is the
forei gn equival ent of the English wording
"heaven." According to Cassell's Spanish[-
Engl i sh English-Spanish] Dictionary [(1982)],
the English translation of CIELO is "sky,
heaven, climate, ceiling." Conversely, the
only word listed [therein] as the Spanish
transl ation of the word HEAVEN is "cielo."
As denonstrated by excerpts froma
conput eri zed dat abase, the purchasing public
has encountered the wording CIELO and its
Engl i sh nmeani ngs.

In view thereof, and contending that in the case, as
here, of an intent-to-use application, "it is proper for the
exam ning attorney to assune the [subject] mark will be used to
convey one of the nobst conmmon neani ngs of the Spanish word, i.e.
"heaven,'" the Exam ning Attorney insists that confusion is
likely to occur fromthe contenporaneous use in connection wth
cigars of the mark "Cl ELO" by applicant and the mark "HEAVEN' by
registrant. Correctly noting, furthernore, that a mark's

identity or "[s]imlarity in nmeaning or connotation should be



Ser. No. 78012153

wei ghed against dissimlarities in sound, appearance, type of
goods and other factors, including the care with which the
purchase is nade and the strength of the mark," she insists that,
because an English translation of applicant's mark is not only
identical in meaning or connotation to registrant's mark, but the
former "is an arbitrary and a strong mark when used with cigars,”
such factors, along with the identity between the respective
goods, "weigh heavily towards a finding of a Iikelihood of
confusion.” Those factors, the Exam ning Attorney urges, in fact
outweigh the dissimlarities in sound and appearance between
applicant's and registrant's marks, irrespective of whether
cigars are considered to be inexpensive or relatively high-priced
itenms and regardl ess of whether cigar purchasers are viewed as
ordi nary consuners or as sophisticated buyers.® Consequently,

t he Exam ning Attorney concludes that because many consuners
speak Spanish, "[a] consuner may reasonably, albeit falsely,
believe [that] the registrant has directed its marketing efforts
t owar ds t he Spani sh-speaki ng popul ation by offering the sane
product under the Spanish wording for the mark HEAVEN, resulting

in confusion as to the source of the goods."

®1In particular, the Exam ning Attorney points out in her brief that

"[While cigars are available in cigar bars and shops, they are al so
avai l abl e in nei ghborhood drug stores," and accurately observes that
"[t]here is no evidence of record identifying where the applicant's
and registrant's cigars are sold, the costs of the cigars or to whom
the cigars are sold." Furthernore, the Exam ning Attorney properly
notes that even "if the purchasers are sophisticated or know edgeabl e
in a particular field[,] it does not necessarily nean that they are
sophi sticated or know edgeable in the field of trademarks or imune
fromsource confusion,” citing In re Deconbe, 9 USPQ2d 1812, 1814-15
(TTAB 1988); In re Pellerin MInor Corp., 221 USPQ 558, 560 (TTAB
1983); and TMEP 81207.01(d)(vii) (3d ed. 2d rev. My 2003).
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Moreover, to the extent that the marks "Cl ELO'" and
"HEAVEN' are not exact equivalents in neaning or connotation, the
Exam ning Attorney, relying on dictionary definitions which are
of record, maintains that (footnotes omtted):

In this case, assum ng arguendo, that ClELO

and "heaven" are not equival ents, but rather,

Cl ELO and "sky" are Spani sh-English

equi val ents, the wording "sky" evokes a

simlar commercial inpression as does the

word mark HEAVEN. Sky is relevantly defined

as the celestial regions or the heavens.

Heaven is relevantly defined as the sky or

uni verse as seen fromEarth. These

definitions denonstrate that the English

wordi ng and the translation of the foreign

wor di ng have a simlar nmeaning that evoke a

simlar overall commercial inpression.
Finally, the Exam ning Attorney correctly points out that any
doubt as to whether confusion is likely is resolved in favor of
the prior registrant, citing In re Hyper Shoppes (Chio), Inc.,
837 F.2d 840, 6 USPQ2d 1025, 1026 (Fed. Cir. 1988).

In addition to the translations of "cielo” into English
and "heaven" into Spanish provided by the dictionary definitions
referred to above, which the Exam ning Attorney admts |ist the
nost conmonly used definitions first, the record upon which she
relies in support of her position contains English definitions of
the words "sky" and "heaven." Specifically, while partial
meani ngs of such words were nentioned previously, the full

definitions thereof, as set forth in the Anerican Heritage

Dictionary of the English Language (3d ed. 1992), are as follows:

"Sky" is defined as a noun neaning "1. The expanse of air over
any given point on Earth; the upper atnosphere as seen from

Earth's surface. 2. Oten skies. The appearance of the upper



Ser. No. 78012153

at nosphere, especially with reference to weather: Threatening
skies portend a storm 3. The celestial regions; the heavens:
stars in the southern sky. 4. The highest |evel or degree:
reaching for the sky"; and "heaven" is listed as a noun connoti ng
"1l. Oten heavens. The sky or universe as seen from Earth; the
firmament. 2. a. Oten Heaven. The abode of God, the angels,
and the souls of those who are granted salvation. b. An eternal
state of communion with God; everlasting bliss. 3. a. Heaven.
God: Heaven help you! b. heavens. Used in various phrases to
express surprise: Good heavens! 4. Oten heavens. The
celestial powers; the gods: The heavens favored the young
prince. 5. A condition or place of great happi ness, delight, or
pl easure: The | ake was heaven."

Al so of record are several excerpts fromthe "NEX S"
conput eri zed database showi ng, as indicated previously, that "the
pur chasi ng public has encountered the wording ClELO and its
English meanings."” The follow ng excerpts are representative
(enphasi s added):

"For the record, [the] original title is

an untransl atable pun: 'C elo neans both

'sky' and ' heaven,' and the Spanish script

has plenty of fun with the anbiguity." --

Variety, April 22, 2002 (filmreview

headl i ned: "EVERY STEWARDESS GOES TO HEAVEN

(TODAS LAS AZAFATAS VAN AL Cl ELO');

"Ci el o means heaven or sky in Spanish

and Italian. 'l wanted it to be ethereal,"
Carrier says. 'I wanted the ceilings
downstairs to sort of be a halo." Carrier
had | ost her father ... in the years just
before the opening, and she wanted to pay ...
tribute." -- Conmercial Appeal, February 2,

2002 (restaurant review headlined: "UN QUE
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TASTES; ARTFUL | NTERI ORS CAN ENHANCE THE
DI NIl NG EXPERI ENCE") ;

"Camino G elo, which translates to Sky
Road, isn't as epic in scale as the Angel es
Crest Hghway ...." -- L.A Tines, June 3,
2001;

"El GCelo (which neans 'the sky' or
"heaven') has renmai ned sonething of a secret,
hi dden high within the eastern folds of the
Sierra Madres." -- Texas Mnthly, June 1997;
and

"The Spani sh word 'cielo" neans 'sky' or
"heavens' in English, and [ Ronal d] Reagan
typically used the nore romantic translation
Rancho del Cielo was 'Heavenly Ranch' to him
and a property in which he invested hands and
heart as well as noney." -- Washi ngton Post,
August 24, 1996.

Furthernore, judicial notice is taken that, as shown by
the definitions attached to applicant's initial and anmended
appeal briefs (and not objected to by the Exam ning Attorney),
t he Spani sh-English version of "Canbridge Dictionaries Online" (©
Canbri dge University Press 2003) in relevant part defines "cielo"
as connoting "sky" and lists "heaven" as neaning "cielo."
Simlarly, the definitions from"WrdReference.com" which cite

as their source "The Collins Concise Dictionary © 2002

Har perCol | i ns Publishers,” in pertinent part set forth "cielo" as
variously signifying "1 (astronma, neteorologia) sky ... 2
(religion) heaven ... 3 (informal) ... sweetheart ... 4 (= parte
superior) roof ... 5 (argiutectura) ceiling" and, although no

correspondi ng definition of "heaven" was furnished, "sky" is

n’7

listed as nmeaning "cielo.

"1t is settled that, as a general proposition, the Board may properly
take judicial notice of dictionary definitions. See, e.dg., Hancock v.
American Steel & Wre Co. of New Jersey, 203 F.2d 737, 97 USPQ 330,



Ser. No. 78012153

Applicant, on the other hand, contends that on this
record confusion has not been shown to be likely. In particular,
appl i cant observes in its anmended appeal brief that it is obvious
that the marks "ClI ELO' and "HEAVEN' "are not at all simlar in
sight or sound." Moreover, citing, inter alia, what is presently

3 J. MCarthy, McCarthy on Trademarks & Unfair Conpetition 823: 36

(4th ed. 2004), applicant correctly points out in such brief

that, with respect to the simlarity or dissimlarity between the
marks in ternms of neaning or connotation, it is settled that
"under the doctrine of "foreign equivalents,” foreign words from
common | anguages are translated into English to determ ne their
confusing simlarity to English word marks" (underlining in
original). Here, as applicant additionally notes, "[t]he test
for refusing a mark based on foreign equival ence is whether those
Anerican buyers famliar with the foreign | anguage woul d denote

t he clai ned English equival ent of HEAVEN from Cl ELO. " Appli cant
asserts that they would not, arguing that (footnote omtted):

Clearly the primary and common
translation of CIELO is sky [rather than
heaven]. The Exam ning Attorney asserts that
even if CIELO only neans sky, the word "sky"
has a comercial inpression as "heaven",
asserting that "sky" is defined as the
cel estial regions; the heavens, and that
"heaven" is defined as the sky or universe as
seen fromEarth. The Exam ning Attorney goes
on to argue that these definitions
denonstrate that the English word and the
translation of the foreign word evoke siml ar
t houghts and create simlar comrerci al
i npressions. Applicant respectfully submts

332 (CCPA 1953); University of Notre Dane du Lac v. J. C. Gournet Food
Imports Co., Inc., 213 USPQ 594, 596 (TTAB 1982), aff’'d, 703 F.2d
1372, 217 USPQ 505 (Fed. Cir. 1983); and Marcal Paper MIls, Inc. v.
Anerican Can Co., 212 USPQ 852, 860 n. 7 (TTAB 1981).



Ser. No. 78012153

that this is not a foreign equival ency
argunent, but at nost, a circular |ine of

t hi nki ng that nost consunmers woul d not engage
in. .

We agree with applicant that, on this record, confusion
has not been denonstrated to be |likely, based on the doctrine of
foreign equivalents. As applicant persuasively points out inits
anended appeal brief, not only are the marks "Cl ELO'" and "HEAVEN'
not exact equivalents with respect to their neaning, but:

Even assum ng arguendo that Cl ELO and
HEAVEN were foreign equival ents, that al one
is not sufficient to deny ... registration of
CIELO. See In re Ithaca Industries, Inc.

230 USPQ 702 (TTAB 1986) (equivalency in
connotation does not, in and of itself,
determ ne the question of |ikelihood of
confusion). Simlarity in connotation is but
one factor to be considered in the overal
eval uation of the likelihood of confusion.
See Inre L'"Oreal S A, 222 USPQ 925 (TTAB
1984). In fact, it is inproper to conpare a
foreign word mark with an English word mark
solely in ternms of connotation or neaning.
[See] In re Ness & Co., 18 USPQ2d 1815 (TTAB
1991). "Such simlarity as there is in
connot ati on nust be wei ghed agai nst the
dissimlarity in appearance, sound and al

ot her factors, before reaching a concl usion
on |ikelihood of confusion as to source.” In
re Sarkli, Ltd., 721 F.2d 353, 220 USPQ 111
(Fed. Gir. 1983). ..

Addi tionally, as applicant correctly notes in its reply brief,
"[w] here the only simlarity between marks is in connotation, and
here the two words do not even have the sane connotation, the
Federal Circuit requires a 'much cl oser approximation' between
the marks to justify a refusal where the marks otherw se are
totally dissimlar,” citing In re Sarkli, Ltd., supra at 220 USPQ
113.

10
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In the present case, it is obvious that the respective
marks are totally dissimlar in appearance and pronunciation. In
addition, while the Exam ning Attorney has noted that the English
word "heaven" has been shown to be translated into Spanish solely
as "cielo,"” the relevant inquiry for purposes of applying the
doctrine of foreign equivalents is the translation of the Spanish
term"cielo" into English, which according to the record can
variously mean not only "heaven" but also "sky," "climte,"
"ceiling" "roof" and "sweetheart.” None of the latter
alternatives, however, has been denonstrated to be obscure or
little used and, of the various Spanish translations, the record
shows that "cielo" is just as likely--if not nost likely--to be
translated into English as "sky" rather than "heaven," inasnuch
as "sky" is the translation of "cielo" which the dictionary
definitions thereof either list as the first or sole entry
therefor. Thus, not only is there no exact equivalency in
Engl i sh meani ng or connotation between the marks "Cl ELO' and
"HEAVEN, " but contrary to the Exam ning Attorney's alternative
contention, the nmeaning of the mark "ClELO" as "sky," that is,
"the celestial regions or the heavens," does not closely
approxi mate that of the mark "HEAVEN," given the w de variety of
meani ngs of both the word "sky" and the word "heaven."

The Exam ning Attorney, however, insists in her brief
t hat :

This case is analogous to In re Perez,

21 USP@@2d 1075 (TTAB 1991) wherein the Board

found that confusion was likely. The

regi stered mark was ROOSTER for use with

fresh citrus fruits. The applicant sought to
regi ster the wording EL GALLO for use with

11
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fresh vegetables. The term"gallo" is
Spani sh neani ng rooster. The Board

determ ned that although "gallo may have

ot her English translations, there was no

evi dence of record that purchasers woul d
assign any of the other neanings to the nmark.
Simlar to the present case, "gallo0o" has

ot her neani ngs, however, only one Spanish
word was given to define rooster, nanely,
"gallo."

We disagree. |In Perez, a decisive factor leading to a finding of
i kelihood of confusion was the fact that:

Undercutting applicant's argunent that the
Spani sh word "gal |l 0" has neani ngs ot her than
"rooster", and, thus, is not the foreign

equi val ent of registrant's mark, is the usage
of applicant's mark[s] in the comrerci al

mar ket pl ace, as evidenced by the speci nens of
record. The specinens depict applicant's
marks with a prom nent representation of a
rooster. While the rooster design is not a
feature of the marks sought to be registered
and, of course, cannot be considered when
conparing the marks, the design would
certainly reinforce to consuners in the

mar ket pl ace the "rooster" transl ation of
"gal | 0" as opposed to the other English

meani ngs of "gallo."

21 USPQ2d at 1076-77. Here, by contrast, the application is
based on an allegation of a bona fide intention to use the mark
"ClELO' for cigars and an anendnment to allege use, with an
acconpanyi ng speci men, has not been submitted.® Thus, while a
different result could indeed be the case if, once applicant
submts either an anendnent to all ege use or a statenent of use,
t he specinmen of use were to illustrate a heavenly notif, and/or
if the advertising and pronotional materials for applicant's

goods were to utilize such a thene, at present there is nothing

° W note, however, applicant's statement in its amended appeal brief
that it assertedly "has been using the ClELO mark for over two years

12
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to suggest that applicant seeks to reinforce a particular English
connotation with respect to its "CIELO" mark or otherw se trade
upon the goodwi Il in registrant's "HEAVEN' mark for its cigars.
Accordingly, notw thstanding the legal identity of the
goods at issue, we find that because the marks "ClI ELO' and
"HEAVEN' are totally dissimlar in sound and appearance and are
nei t her exact synonyns nor a cl ose approximation in neaning or
connotation, there is no |ikelihood of confusion fromthe
cont enpor aneous use thereof in connection with cigars. See,
e.qg., Inre Sarkli, Ltd., supra at 113; In re Ness & Co., supra
at 1816; and In re Buckner Enterprises Corp., 6 USPQ@d 1316, 1317
(TTAB 1987).

Deci sion: The refusal under Section 2(d) is reversed.

and no one has ever asked if Cl ELO neans heaven, or confused the ClELO
cigars with the HEAVEN cigars."

13
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