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CGeof frey Fosdi ck, Trademark Exam ning Attorney, Law Ofice 111
(Craig Tayl or, Managi ng Attorney).

Bef ore Hohei n, Bucher and Drost, Adm nistrative Trademark Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Loui si ana Sugar Shack, L.L.C. has filed an application
to register the mark "SUGAR SHACK" for "processed coffee and
sugar. "’

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C 81052(d), on the ground that

applicant's mark, when applied to its goods, so resenbles the

' Ser. No. 76263209, filed on May 29, 2001, which is based on an
all egation of a bona fide intention to use the mark in conmerce. The
word "SUGAR' is disclained.
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mar k " SUGAR SHACK," which is registered for "restaurant and ice

2

cream store services,"” as to be likely to cause confusion, or to
cause m stake, or to deceive.

Applicant has appealed. Briefs have been filed, but an
oral hearing was not requested. W affirmthe refusal to
register.

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a |ikelihood
of confusion. Inre E. 1. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563, 568 (CCPA 1973). However, as indicated in
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098,
192 USPQ 24, 29 (CCPA 1976), in any likelihood of confusion
anal ysis, two key considerations are the simlarity of the goods
and services and the similarity of the marks.’

Turning first to consideration of the respective narks,
applicant concedes in its brief that such marks "share the common
terms ' SUGAR and 'SHACK to form'SUGAR SHACK " and are thus
identical in sound, appearance and neani ng. Applicant asserts,
nonet hel ess, that its mark and registrant's mark "differ in

commerci al inpression” because, as set forth in its brief:

2 Reg. No. 1,464,062, issued on Novenber 3, 1987, which sets forth a
date of first use anywhere and in commerce of October 1986; conbi ned
affidavit 888 and 15.

° The court, in particular, pointed out that: "The fundanental inquiry
mandat ed by 82(d) goes to the cumul ative effect of differences in the
essential characteristics of the goods [and services] and differences
in the marks."
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The reference mark consists of the terns
"SUGAR' and "SHACK" as applied to the ..
services in the registration, nanely,
restaurant and ice cream parlor services,
whi ch provides the commercial inpression of
sone formof old tinme candy store. The
registrant is clearly relying on the term
"SUGAR SHACK" to create a nental inage of an
old tinme place to purchase sweets in relation
toits ice creamparlors. Such "sugar
shacks" were known as rural candy stores in
the early part of the 1900's. The
applicant's mark uses a conbi nation of the
wor ds " SUGAR' and "SHACK" as applied to the
goods in the application, nanely, processed
cof fee and sugar, which provides the
commercial inpression of a play on words to
form " SUGAR SACK". The significance of the
commercial inpression as applied to the
Applicant's goods is that in the mnds of the
pur chasi ng consuner, the mark i s suggestive
of old time "sugar sacks" which were burl ap
bags used as containers for both coffee and
sugar in the early 1900's. The Applicant
uses this play on words to enote [sic;
evoke?] nental images of old tinme cane sugar
and fresh coffee.

Appl i cant continues by insisting, in view thereof, that even
though it and the registrant are using the sane mark, there is no
l'i kel i hood of confusion inasnmuch as "the conmmercial inpression
obtained by both is clearly different and distinct."

We concur with the Exam ning Attorney, however, that
the marks at issue are identical in all respects, including
commercial inpression. As pointed out by the Exam ning Attorney
in his brief, applicant offered absolutely no evidence to support
its assertions that, when used in connection with registrant's
restaurant and ice creamstore services, the mark "SUGAR SHACK"
evokes the thought of sonme formof old tinme candy store while,
when used in connection with applicant's processed coffee and

sugar, the mark engenders the inmage of sone old tine burl ap-bag
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containers for such goods. |In particular, as to applicant's
contention that its use of the mark "SUGAR SHACK" will, in
effect, be interpreted by consuners as a doubl e entendre which
al so signifies the term"SUGAR SACK," the Exam ning Attorney
observes that such "is highly unlikely." The reason therefor,

t he Exam ning Attorney persuasively notes, is that "the two
interpretations that cause an expression to be a double entendre
must be interpretations that the public would make fairly
readily" fromthe mark itself, citing In re Wlls Fargo & Co.,
231 USPQ 95, 99 (TTAB 1986). Here, however, even assum ng that
"sugar shack"” is a termsignifying an old tinme candy store, as
asserted by applicant, there is sinply nothing to suggest that,
when the mark "SUGAR SHACK" is used in connection with
applicant's goods, it would readily convey the additional idea of
an old time burlap-bag container or "sugar sack." Accordingly,
because the respective marks engender the sanme overall commerci al
i npression, as well as being identical in sound, appearance and
meani ng, we agree with the Examning Attorney that if such marks
were to be contenporaneously used in connection with rel ated
goods and services, confusion as to the source or sponsorship

t hereof would be likely to occur.

Turning, therefore, to the goods and services at issue,
applicant nmaintains that confusion is not |likely because its
processed coffee and sugar are goods which "are not closely
related" to registrant's restaurant and ice cream store services.
In particular, applicant asserts anong other things that:

The Applicant's goods are sold
excl usively through the Applicant's own
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retail stores, nanely, a store naned " SUGAR
FANTASI ES", | ocated in Louisiana. Since it
woul d be inpossible for the cited registrant
to sell the Applicant's goods in their ice
cream parlor, or vice versa, there is
absolutely no chance that [a] consuner would
be confused as to the source of the goods or
services. Based upon this el enent al one,
there can be no likelihood of confusion if
the goods in question are offered through
such restrictive channels of trade as to
alleviate any possibility of a Iikelihood of
confusion. Accordingly, there is no

I i kelihood of confusion between the two

mar ks.

Additionally, there is no per se rule
whi ch mandates a finding that confusion is
i kel y whenever foods and restaurant services
are sold under simlar marks. See, e.g.:
Jacobs v. International Miltifoods Corp., 668
F.2d 1234, 212 USPQ 641 (CCPA 1982) [no
i kelihood of confusion between BOSTON TEA
PARTY for tea and BOSTON SEA PARTY for
restaurant services; "a party nust show
sonething nore than that simlar or even
identical marks are used for food products
and for restaurant services"]; and In re
Central Soya Conmpany, Inc., 220 USPQ 914
(TTAB 1984) [no |ikelihood of confusion
bet ween POSADA (stylized) for Mexican style
prepared frozen enchil adas and LA POSADA for
| odgi ng and restaurant services]. Actual
food products offered for sale to the public
in grocery stores and providing restaurant
services to consuners, which appear simlar
on paper, are in reality not related
what soever. The consuner at the ice cream
restaurant does not know what type of sugar
is used in making the ice cream [since] the
consuner only knows that the end product of
ice creamis offered for sale under the
store's service mark. Applicant argues that
even though simlarity or dissimlarity of
the services or goods between an application
and existing registration are exam ned as
described in the listing of goods in the
respective applications, one nust use |logic
i n conparing those goods and servi ces.

: In the present case, the goods and
services are actually not related at all.
The cited registration is for "restaurant and
ice creamstore services" .... It would be
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erroneous to assume that ice cream stores

woul d sell the Applicant's processed coffee

and sugar, which are alnost certainly only

offered for sale at markets. .... The

Exam ner is confusing the main ingredient of

ice cream which is "sugar”", with the end

product, which is the ice cream The

applicant's goods are not ice cream nor any

ot her good that would be normally sold

through the cited registrant's restaurants.

Therefore, there is no |ikelihood of

conf usi on.

The Exam ning Attorney, on the other hand, correctly
points out that it is well settled that the issue of |ikelihood
of confusion nust be determ ned on the basis of the goods and
services as they are respectively set forth in the involved
application and the cited registration, and not in |ight of what
such goods are asserted to actually be. See, e.qg., COctocom
Systens Inc. v. Houston Conputer Services Inc., 918 F.2d 937, 16
USPQ2d 1783, 1787 (Fed. Cir. 1990); Canadi an I nperial Bank of
Comrerce, N. A v. Wlls Fargo Bank, 811 F.2d 1490, 1 USP@2d 1813,
1815-16 (Fed. Cr. 1987); CBS Inc. v. Mrrow, 708 F.2d 1579, 218
USPQ 198, 199 (Fed. G r. 1983); Squirtco v. Tony Corp., 697 F.2d
1038, 216 USPQ 937, 940 (Fed. Cir. 1983); and Paul a Payne
Products Co. v. Johnson Publishing Co., Inc., 473 F.2d 901, 177
USPQ 76, 77 (CCPA 1973). Thus, where an applicant's goods and a
registrant's services are broadly described as to their nature
and type, it is presuned in each instance that in scope the
application and registration enconpass not only all goods and
services of the nature and type described therein, but that the
identified goods and services nove in all channels of trade which

woul d be normal for those goods and services, and that they would
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be purchased by all potential buyers thereof. See, e.q9., Inre
El baum 211 USPQ 639, 640 (TTAB 1981).

In this case, the Exam ning Attorney properly observes,
applicant's argunent "nakes two assunptions which are not
supported by the ... record” in that it "limts both the scope of
the registrant's services and the marketing channels for the
applicant's goods." Specifically, the Exam ning Attorney
accurately notes that registrant's services are identified in the
cited registration as "restaurant and ice creamstore services,"
and are not nerely "ice creamstores” or "ice creamrestaurants”
as nore narrowmy characterized by applicant. Simlarly, the
Exam ning Attorney correctly observes that applicant's goods are
identified sinply as "processed coffee and sugar” and thus are
not limted or restricted to those which are sold only through
applicant's own retail stores. The issue of I|ikelihood of
confusion, as the Exam ning Attorney correctly states, nust
therefore be determned "in relation to 'processed coffee and
sugar' and 'restaurant and ice creamstore services,' not 'sugar'
and 'ice creamstores."'"

Moreover, in making such a determnation, it is well
established that an applicant's goods and a registrant's services
need only be related in some manner and/or that the circunstances
surrounding their marketing are such that they would be likely to
be encountered by the sanme persons under situations that would
give rise, because of the marks enployed in connection therewth,
to the mstaken belief that they originate fromor are in sone

way associated with the sanme producer or provider. See, e.q.,
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Monsanto Co. v. Enviro-Chem Corp., 199 USPQ 590, 595-96 (TTAB
1978) and In re International Tel ephone & Tel egraph Corp., 197
USPQ 910, 911 (TTAB 1978). In fact, as the Exam ning Attorney
notes in this regard, "it has often been held that food products
and food services are closely related.” See, e.q., G ant Food,
Inc. v. Nation's Foodservice, Inc., 710 F.2d 1565, 218 USPQ 390,
394 (Fed. G r. 1983); Southern Enterprises, Inc., v. Burger King
of Florida, Inc., 419 F.2d 460, 164 USPQ 204, 205 (CCPA 1970); In
re Mucky Duck Mustard Co. Inc., 6 USPQ2d 1467, 1469-70 (TTAB
1988); In re Appetito Provisions Co. Inc., 3 USPQ2d 1553, 1556
(TTAB 1987); In re Best Western Fam |y Steak House, Inc., 222
USPQ 827, 829 (TTAB 1984); Roush Bakery Products Co., Inc. v.

Ri dl en, 190 USPQ 445, 448 (TTAB 1976); In re Three Chefs Corp.
175 USPQ 177, 178 (TTAB 1972); and Marriott Corp. v. Top Boy
International, Inc., 165 USPQ 642, 643 (TTAB 1970).

Neverthel ess, applicant is correct that "there is no
per se rule which mandates a finding that confusion is likely
whenever foods and restaurant services are sold under [the sanme
or] simlar marks" since, as pointed out in Jacobs v.
International Miultifoods Corp., supra at 642, "[t]o establish
l'i kel i hood of confusion a party nust show sonet hing nore than
that simlar or even identical marks are used for food products
and for restaurant services." |In the present case, however, the
requi red showi ng of "sonething nore" is net by the fact that, as
noted by the Exam ning Attorney, the record "contains [copies of]
48 [use-based] third-party registrations which include both

‘coffee' and 'restaurant' services" in the listing of goods and
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services for which, in each instance, a mark is registered.” In

particular, it is noted that 21 of such registrations are for

"coffee,"” "ground and whol e bean coffee,"” "coffee beans," "coffee

beans and ground coffee" or "coffee in bean and ground form" on

the one hand, and "restaurant services," on the other.”’
Applicant, in its brief, contends that "the third-party
regi strations are not probative" of "any rel atedness between the
goods of the Applicant and the services of the cited registrant.™
The reason therefor, according to applicant, is that "it is well
settled that third-party registrations are not evidence that the
mar ks depicted therein are in use or that the public is aware of
them" citing Ode Tyne Foods, Inc. v. Roundy's Inc., 961 F.2d
200, 22 USPQ2d 1542 (Fed. G r. 1992). Although, admttedly, the
use-based third-party registrations which are of record herein
are not evidence that the different marks shown therein are in
use or that the public is famliar with them it is well
established that they nonethel ess have sone probative value to

the extent that they serve to suggest that the goods and services

listed therein are of the kinds which may enmanate froma single

“ Wiile only four of such registrations also expressly list the item
"sugar" and none sets forth "ice creamstore services," a refusa
under Section 2(d) is proper if there is a |likelihood of confusion

i nvol ving any of the goods and/or services set forth in the
application and cited registration. See, e.qg., Tuxedo Mnopoly, Inc.
v. General MIIls Fun Group, 648 F.2d 1335, 209 USPQ 986, 988 (CCPA
1981); and Shunk Mg. Co. v. Tarrant Mg. Co., 318 F.2d 328, 137 USPQ
881, 883 (CCPA 1963).

°* To be fair, it is also pointed out that the "coffee" identified in
the rest of the third-party registrations is that of an item which
either is "for consunption on or off the prem ses" of the associated
"restaurant services" or otherwise is clearly indicated to be in the
formof a beverage rather than in the bean and/or ground form which
woul d be the case with applicant's "processed coffee.” Thus, the



Ser. No. 76263209

source. See, e.q., Inre Albert Trostel & Sons Co., 29 USPQd
1783, 1785-86 (TTAB 1993) and In re Miucky Duck Mustard Co. Inc.,
6 USPQ2d 1467, 1470 at n. 6 (TTAB 1988).

I n consequence thereof, we concur with the Exam ni ng
Attorney’s conclusion that the goods and services at issue herein
are sufficiently related in a comercial sense. The use-based
third-party registrations, especially those which enconpass
vari ous kinds of processed coffee such as whol e bean and ground
coffee, on the one hand, and restaurant services, on the other,
plainly denonstrate the requisite "sonmething nore" in that they
suggest that such goods and services nay emanate froma single
source. In particular, such registrations serve to confirmthat
processed coffee is an itemwhich is featured or otherw se
avai |l abl e for purchase in connection with restaurant
establi shnents. The average consuner, therefore, would view an
itemlike applicant's processed coffee as emanating from or
sponsored by the sane source which provides restaurant services
i f such goods and services were to be sold under the sane or
substantially simlar marks.

We accordi ngly conclude that consunmers and potenti al
custoners, who are famliar or acquainted with registrant's
"SUGAR SHACK" mark for its "restaurant and ice cream store

services," would be likely to believe, upon encountering
applicant's identical "SUGAR SHACK' mark for, in particular, the

"processed coffee" products of its itens of "processed coffee and

remaining third-party registrations are | ess probative than the 21
ot hers noted above.

10
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sugar," that such rel ated goods and services enanate from or are
sponsored by or associated with, the sanme source.

Decision: The refusal under Section 2(d) is affirmed.
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