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Opi ni on by Chapman, Adm nistrative Tradenark Judge:

On March 6, 2001, L.I.D. Ltd. (a New York corporation)
filed an application to register the mark RINGS OF ETERNI TY
on the Principal Register for “jewelry, namely, rings,
bracel ets, neckl aces, earrings and pendants” in
International Class 14. The application is based on
applicant’s assertion of a bona fide intention to use the
mark in conmrerce on the identified goods. Applicant

di scl ai med the word “RI NGS.”
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The Examining Attorney finally refused registration
under Section 2(d) of the Trademark Act, 15 U.S.C.
81052(d), on the ground that applicant’s mark, if applied
toits identified goods, would be likely to cause
confusion, m stake or deception with two previously
registered marks -- (i) ETERNITY for “gold alloys, gold
chain, bracelets, bangles, earrings, charns, pendants and

neckl aces”!; and (ii) the mark shown bel ow

RNy
37,

)

NG

for “jewelry”;? both owned by the same entity, and both on
the Principal Register in International C ass 14.

Appl i cant appeal ed. Briefs have been fil ed.
Applicant did not request an oral hearing.

W affirmthe refusal to register. 1In reaching this
concl usi on, we have considered all of the relevant du Pont?

factors.

! Registration No. 2016097, issued Novenber 12, 1996, Section 8
affidavit accepted, Section 15 affidavit acknow edged.

2 Registration No. 1951183, issued January 23, 1996, Section 8
affidavit accepted, Section 15 affidavit acknow edged. The word
“BANGLE” i s disclainmed

®See Inre E I. du Pont de Nenmours & Co., 476 F.2d 1357, 177
USPQ 563, 567 (CCPA 1973). See also, Inre Majestic Distilling
Conpany, Inc., 315 F.3d 1311, 65 USPQd 1201 (Fed. G r. 2003).
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Appl i cant contends that the marks, when considered in
their entireties, are not simlar in sound, appearance or
comerci al inpression; that consuners will not confuse the
mar ks; that “no single entity owns the exclusive rights to
the word ‘Eternity’” in the jewelry field because the term
is diluted and weak due to the “preval ence of registered
mar ks for Class 014 having the word ETERNI TY (and
variations thereof)” and the “evidence of w despread third-
party use in a particular field” (brief, p. 3); and that
applicant’s mark RINGS OF ETERNITY is a conbi nati on which
has not been used before and it creates a “distinctly
di fferent conmercial inpression” fromthose of the two
cited registrations (brief, p. 4).

It is the Exam ning Attorney’s position that the goods
are in part identical, and/or are otherw se closely related
jewelry itens; that they are sold through the sane trade
channels to the sanme consuners; that applicant adopted
registrant’s mark ETERNI TY and added descri ptive words
t hereto; that the dom nant source-identifying feature of
registrant’s other cited mark, ETERNI TY BANGLE and desi gn
(“BANGLE” disclainmed), is the word ETERNITY; that the
i nvol ved mar ks, when considered in their entireties, are
simlar in sound, appearance and conmercial inpression;

that the fewthird-party registrations/applications (one
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application owned by applicant) referred to by applicant
are for marks which are distinguishable fromthe cited

regi stered marks and applicant’s mark, because those third-
party marks each carry connotations separate and di sti nct
fromthe marks involved herein (i.e., TWO FOR ETERNITY for
| oose di anonds and di anond jewelry and for services rel ated
to the dianond industry, and HEARTS FOR ETERNI TY for cut

di anonds, and applicant’s other pending application for the
mark 4 ETERNI TY COLLECTION); and that the test is not

whet her consuners will confuse the marks, but whether they
are likely to be confused as to the source of the goods.

The only issue we nust determ ne i s whether
applicant’s mark is so simlar to either of the cited
regi stered marks that when seen by purchasers used in
connection with the sane or simlar goods it will be likely
to cause confusion as to the source or origin of the goods.
See Kangol Ltd. v. KangaROOS U. S. A Inc., 974 F.2d 161, 23
UsP@d 1945 (Fed. Cir. 1992).

We turn first to a consideration of applicant’s goods
vis-a-vis those of the cited registrant. W find that
applicant’s goods are in part identical (bracelets,
neckl aces, earrings and pendants) and are ot herw se rel ated

to the goods in the cited registrations; and all of
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applicant’s goods are enconpassed within the term
“jewelry.” Applicant did not argue to the contrary.

Li kewi se applicant did not argue, and we do not find,
any differences in the channels of trade or purchasers. W
must presune, given the identifications, that the goods
travel in the sanme channels of trade, and are purchased by
the sane class of purchasers. See Canadi an |Inperial Bank
of Commerce v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQd
1813 (Fed. Cir. 1987).

Turning then to a consideration of the marks, we agree
with the Exam ning Attorney that their simlarities
outweigh their differences. It is, of course, well settled
t hat marks nust be considered in their entireties.

However, our primary reviewi ng Court has held that in
articulating reasons for reaching a conclusion on the
guestion of I|ikelihood of confusion, there is nothing

i nproper in stating that, for rational reasons, nore or

| ess weight has been given to a particular feature or
portion of a mark. That is, one feature of a mark may have
nmore significance than another. See Sweats Fashions Inc.

v. Pannill Knitting Co., 833 F.2d 1560, 4 USP@Qd 1793, 1798
(Fed. GCir. 1987); and In re National Data Corporation, 753

F.2d 1056, 224 USPQ 749, 752 (Fed. Cr. 1985).



Ser. No. 76226294

Mor eover, under actual market conditions, consuners
generally do not have the luxury of making side-by-side
conparisons. The proper test in determning |likelihood of
confusion is not a side-by-side conparison of the marks,
but rather nust be based on the simlarity of the general
overal |l conmmercial inpressions engendered by the invol ved
mar ks. See Puma- Sportschuhfabri ken Rudol f Dassler KG v.
Rol | er Derby Skate Corporation, 206 USPQ 255 (TTAB 1980).

W nust consider the simlarities/dissimlarities
bet ween applicant’s marks and each of the two cited
regi strations. Applicant has added the words “RINGS OF" to
the already registered mark ETERNITY; and applicant’s word
mar k contains no design feature. Thus, it is obvious that
there are sone differences in the appearances of the
respective marks. Nonethel ess, the shared word “ETERNI TY”
is the dom nant source-identifying portion of the marks.

The slight differences between applicant’s mark RI NGS
OF ETERNI TY and each of the cited regi stered narks,
ETERNI TY and ETERNI TY BANGLE and design, may not be
recal l ed by purchasers seeing the marks at separate tines.
As stated above, the proper test in determning |ikelihood
of confusion is not on a side-by-side conparison of the
marks. Rather the test nust be based on the recollection

of the average purchaser, who normally retains a genera
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rat her than specific inpression of the many trademarks
encountered; that is, a purchaser’s fallibility of nenory
over a period of tinme nust also be kept in mnd. See
Grandpa Pidgeon’s of Mssouri, Inc. v. Borgsmller, 477
F.2d 586, 177 USPQ 573 (CCPA 1973); and Spoons Restaurants
Inc. v. Morrison, Inc., 23 USPQd 1735 (TTAB 1991), aff’'d
unpub’d (Fed. Cir. June 5, 1992).

The connotations of ETERNITY, ETERN TY BANGLE
(tncluding an infinity-type synbol), and RINGS OF ETERNI TY
all relate to everlastingness or sinply a very long tine,
and in the context of jewelry, the concept of eternal |ove
for any |oved one.

We acknow edge that the simlarity to the registered
single-word mark ETERNITY is nore preval ent. However, with
regard to both cited registered marks, purchasers may well
assunme that applicant’s mark RINGS OF ETERNITY is sinply a
variation of the registrant’s marks, ETERNITY and ETERNI TY
BANGLE and design, particularly where, as here, the marks
woul d appear on identical goods. See In re Dixie
Restaurants Inc., 105 F.3d 1405, 41 UsPQ2d 1531 (Fed. Cr
1997).

We find that applicant’s mark vis-a-vis each of the
two cited registered marks is simlar in sound, appearance,

connot ation and overall commercial i npression.
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Wth regard to applicant’s argunment that the two cited
regi stered marks are weak, applicant referenced six
registrations/applications in its brief on the case, when
only four had been made of record prior thereto. Al so,
applicant did not provide proper copies of any of the
referenced third-party registrations/applications fromthe
USPTO s TESS or TARR systenms. Instead, these printouts are
froma private database source naned “tradenmark.com” See
In re Smth and Mehaffey, 31 USPQ2d 1531 (TTAB 1994);

Weyer haeuser Co. v. Katz, 24 USPQRd 1230 (TTAB 1992); and
In re Duofold Inc., 184 USPQ 638 (TTAB 1974). However ,
because the Exam ning Attorney did not object to this
evidence, and in fact, he discussed the nmaterial on the
nerits, the Board considers all six references stipul ated
into the record.

The original four references consist of the two cited
registrations; a registration for the mark TWO FCR ETERNI TY
for | oose dianonds and di anond jewelry and services rel ated
to di anonds and di anond cutting; and applicant’s other
application for the mark 4 ETERNI TY COLLECTI ON (stylized)
for the sane jewelry itens as identified in the application
now before us. The two newly added references are a
registration for the mark HEARTS FOR ETERNI TY for cut

di anonds, and applicant’s involved application for the mark



Ser. No. 76226294

RINGS OF ETERNI TY. Cbviously, the involved application and
the two cited registrations are not relevant to applicant’s
point. O the remaining three itens, the second
application (al so owned by applicant), as with any
application, has virtually no probative value on the issue
of registrability, as it is evidence only of the fact that
an application was filed. To the extent applicant is
argui ng that inconsistent actions were taken by Exam ni ng
Attorneys, the record of applicant’s other application is
not before us.

The remaining two third-party registrations are not
sufficient evidence to establish that the cited
registrant’s “ETERNITY” marks are weak with regard to
jewelry, especially in light of the marks and goods
i nvolved therein. Moreover, neither the Board nor any
Court is bound by prior decisions of Tradenmark Exam ning
Attorneys, and each case nust be decided on its own nerits,
on the basis of the record therein. See In re Nett Designs
Inc., 236 F.3d 1339, 57 USPQR2d 1564 (Fed. Cr. 2001); Inre
Kent - Ganebore Corp., 59 USPQ2d 1373 (TTAB 2001); and In re
W son, 57 USPQd 1863 (TTAB 2001).

Finally, any doubt on the question of I|ikelihood of
confusi on nust be resol ved agai nst the newconer as the

newconer has the opportunity to avoid confusion, and is
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obligated to do so. See TBC Corp. v. Holsa Inc., 126 F. 3d
1470, 44 USPQ2d 1315 (Fed. Cr. 1997); and In re Hyper
Shoppes (Chio) Inc., 837 F.2d 840, 6 USPQ@d 1025 (Fed. Cr
1988) .

Deci sion: The refusal to register under Section 2(d)

is affirmed as to both cited registrations.
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