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In re Charles C. Tennin, d.b.a. Big Fish Miusic

Serial No. 76088749

Charles C. Tennin, pro se.

Wwn T. OCh, Trademark Exam ning Attorney, Law Ofice 114
(K. Margaret Le, Managi ng Attorney).

Bef ore Chaprman, Bucher and Rogers, Adm nistrative Trademark
Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:

Charles C. Tennin, d.b.a. Big Fish Misic, seeks
registration on the Principal Register of the mark BI G FI SH
MJUSI C for services recited as “nusic publishing services,”

in International Cass 41.1
This case is now before the Board on appeal fromthe
final refusal to register based upon Section 2(d) of the

Trademark Act, 15 U.S. C. 81052(d). The Trademark Exam ning

! Application Serial No. 76088749 was filed on July 14, 2000,
based upon applicant’s all egations of use in comerce since at

| east as early as May 1975. Applicant disclained the word MJSI C
apart fromthe mark as shown.
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Attorney has held that applicant’s mark so resenbles the

mark BI G FI SH FILMS, which is registered for “film

production services,” also in International Cass 41,2 as to
be likely to cause confusion, to cause mstake or to
deceive, when applicant’s mark is used in connection with
the identified services.

Applicant and the Trademark Exam ning Attorney have
fully briefed this appeal, and both appeared at an oral
hearing held before this panel of the Board.

Applicant is a nusic publisher who clains to have been
doi ng business as “Big Fish Music” since 1975. Docunentary
evidence in this record shows that he registered his
fictitious business nane with Los Angel es County, and that
he paid his nenbership fee to register his conpany nane
wi th Broadcast Music Inc. (BM), both in Novenber 1977.3 He
represents the public performance copyright interests of
musi ¢ copyright holders. Applicant pronotes his services
in myriad ways to find songwiters, artists and conposers.

In addition to representation, he works to help themwth

2 Regi stration No. 1675414, issued on February 11, 1992,
Section 8 affidavit accepted and section 15 affidavit

acknow edged; renewed. The word “FILMS” is disclainmed apart from
the mark as shown.

3 Fictitious Business Nane Statenent for Big Fish Misic

(rmusi c publishing), #77-49407, filed Novenber 18, 1977; United
California Bank draft No. 13143346, payable to BM, dated
Novenber 11, 1977; Bill board newspaper, Decenber 17, 1977.
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pr of essi onal devel oprment. Applicant’s particular niche is
background and instrunental thenme nusic for television
prograns, inspirational/gospel songs, and country ball ads.*

Applicant acquires through assignnment the rights of
these songwiters, nusical artists and conposers. He in
turn publishes their nusical creations and devel ops
| i censi ng nechani sns providing the appropriate users of
music with the right to use this nusic.

For registered works involved in public performnces,
the nusic users pay royalties to the copyright collective
organi zations, e.g., BM, ASCAP (Anerican Society of
Composers, Authors and Publishers), and SESAC (the Society
of European Stage Authors and Conposers), which then pay
the nusic publishers like applicant.®> Misic publishers
cl ose the | oop by passing the appropriate royalty nonies
along to the songwiters, nusical artists and conposers.

I n argui ng agai nst the Trademark Exam ning Attorney’s

contention that there is a |likelihood of confusion,

4 Cashbox newspaper, August 2, 1975; The Anerican Song
Festival’s Miusic Business Directory '83; Tunesm th newspaper,
January 26, 1988; Miusic Gty Song Festival, news rel ease, August
29, 1988; National Acadeny of Songwiters (NAS) nonthly SongLine
newsl etter of April 1994; Tunesnmith newspaper, June 1, 1997,
SongWitersNotes newsletter, May 1997; Misic Connecti on magazi ne,
“19'" Annual Directory of Misic Publishers,” Cctober 25 1999 -
Novenber 7, 1999.

5 The record is replete with the periodic paynents of such
royalty nonies to M. Tennin, with an accounting of each arti st
and copyrighted work on which the paynent is cal cul at ed.
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applicant contends that the marks are not “highly simlar,”
as argued by the Trademark Exam ning Attorney; that the
term Bl G FI SH has been regi stered by nunerous third-party
registrants; that the services of registrant are totally
different fromhis services; and that registrant’s services
woul d be offered to a totally different group of
prospective users fromhis clients; that the third-party
regi strations proffered by the Trademark Exam ni ng Attorney
to show that the sane conpani es offer both services under
the sane mark are not probative because they do not reflect
the realities of the marketplace; that the clients for both
registrant’s and applicant’s services are “sophisticat ed,

di scrimnatory and know edgeabl e”; and that despite a dozen
years of contenporaneous usage, there have been no

i nstances of actual confusion between registrant’s mark and
his mar k.

In turn, the Trademark Exam ning Attorney argues that
applicant’s mark is highly simlar to the registered nmark;
that applicant’s services are related to registrant’s
services, and are offered in the sane channels of trade as
are registrant’s services; that there is no evidence that
prospective users of applicant’s services are
sophi sticated; that applicant’s attenpts to argue the

weakness of the cited mark are based on untinely
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subm ssions of third-party registrations; that even if
considered, these third-party registrations are not
probative of weakness of the termBIG FISH for services in
I nternational C ass 41 such as film production services;
and that applicant’s focus on the |lack of actual confusion
with registrant’s mark is not determnative of a different
result herein

Bef ore consi dering the substantive issue of |ikelihood
of confusion, we nust discuss a prelimnary matter.
Applicant submtted at oral hearing his conputer-designed
flow chart on a single piece of 8% by 14" paper purporting
to show the differences in the channels of trade between
“musi ¢ publishing” and “film production.” The Trademark
Exam ning Attorney objected to the introduction of this new
paper at the beginning of the oral hearing.

Qur review of the extensive evidence about the details
of applicant’s business that he had earlier placed into the
record supports the sinplified flow chart contained in the
top portion of the page, entitled “Miusic Publishing.” In
effect, this portion of the chart is not new informtion,
but sinply hel ps to make sense of applicant’s vol um nous
evi dence and repeated argunents about his trade channels.
On the other hand, upon a review of the entire record, the

information as to the channels of trade for “Film
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Production” is not in the record. Therefore, the Trademark
Exam ning Attorney’s objection is well-taken, and we have
not considered this exhibit in reaching our decision
her ei n.

Qur determ nation under Section 2(d) is based upon an
analysis of all of the facts in evidence that are rel evant
to the factors bearing on the issue of |ikelihood of

confusion. In re E |I. du Pont de Nenours & Co., 476 F.2d

1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the rel ati onship of the

goods or services. Federated Foods, Inc. v. Fort Howard

Paper Co., 544 F.2d 1098, 192 USPQ 24 ( CCPA 1976).

We first consider whether applicant’s mark and
registrant’s mark, when conpared in their entireties in
ternms of appearance, sound and connotation, are simlar or
dissimlar in their overall comercial inpressions.

Applicant is correct in his contention that, when
considered in their entireties, the marks are not
identical. However, it is well settled that one feature of
a mark may be nore significant than another, and it is not
i nproper to give nore weight to this dom nant feature in

determ ning the commercial inpression created by the mark.

See In re National Data Corp., 753 F.2d 1056, 224 USPQ 749
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(Fed. Cir. 1985). As correctly argued by the Trademark
Exam ning Attorney, the BIG FISH el enent is the dom nant
feature of both marks. The generic termFILMS is
disclainmed in registrant’s mark and the generic term MJSI C
is disclained in applicant’s mark. Moreover, there is
nothing in the record to suggest that the termBIG FISH is
anything but arbitrary nmatter when used in connection wth
registrant’s services and with applicant’s services.

Hence, under the trilogy of appearance, sound and

connot ation, these two marks, when conpared in their
entireties, are quite simlar in their overall commercia

i mpr essi ons.

As to the related du Pont factor focusing on the
nunber and nature of simlar marks in use on simlar goods
or services, based on this record, we cannot concl ude that
the termBIGFISHis a weak nmark as applied to registrant’s
services. Applicant refers in his appeal brief to severa
third-party registrations that were neither tinely nor
properly made of record. It is well established that the
Board does not take judicial notice of registrations that
reside in the United States Patent and Trademark O fice,
and that the subm ssion of a list of registrations is
insufficient to make themof record. See In re Duofold

| nc., 184 USPQ 638 (TTAB 1974). Moreover, Trademark Rul e
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2.142(d) provides that the record in an application should
be conplete prior to appeal and that the Board w |
ordinarily not consider |ate-filed evidence. Accordingly,
the Trademark Examining Attorney has correctly objected to
the attenpted reference to these registrations on the
ground of untineliness. Because this objection is wel
taken, the evidence has not been considered in reaching our
deci si on.

In any event, we hasten to add that even if the third-
party registrations had been considered, it woul d not
denonstrate any weakness of the termBIG FISH for film
producti on services because these third-party registrations
are for goods (e.g., watches and itenms of clothing) and
services (e.g., restaurant services) quite different from

the services involved herein. See also AMF Inc. V.

Anmeri can Leisure Products, Inc., 474 F.2d 1403, 177 USPQ

268 (CCPA 1973) [third-party registrations do not establish
that the marks shown therein are in use, nuch | ess that
consunmers are so famliar with themthat they are able to
di stingui sh anong such marks]. Thus, applicant has not
shown that the registered mark is entitled to a narrow
scope of protection. Furthernore, even weak marks are
entitled to protection against registration by a subsequent

user of the same or simlar mark for the sanme or closely
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rel ated goods or services. See Hollister |Incorporated v.

| dent A Pet, Inc., 193 USPQ 439 (TTAB 1976).

Next, we turn to a determ nation of what we find to be
the pivotal du Pont factor in this |likelihood of confusion
case, nanely, the relationship of applicant’s services and
registrant’s services. Although the Trademark Exam ning
Attorney contends that “nusic publishing services” are

related to “fil mproduction services,” we find that he has
failed to sustain his burden of proof on this point.

I n support of the Trademark Exam ning Attorney’s
position that these services are related, he submtted with
the final refusal to register a nunber of third-party
regi strations, each show ng that one conpany offers both
musi ¢ publishing services and fil m production services
under the same mark. The Trademar k Exam ning Attorney
ar gues:

...Cearly these registrations show that many
conpani es are engaged in the practice of

of fering both applicant’s services and the
registrant’s services. Thus, applicant’s
services are in the sane channels of trade
as the registrant’s services. These third-
party registrations show that consuners nay
bel i eve that applicant and the registrant
are in fact one conpany that is providing
bot h servi ces.

(Final refusal of March 14, 2002, p. 2)
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Al t hough the Tradenmark Exam ning Attorney contends
that “many conpanies” are offering both of these services,
a closer exam nation of the twelve registrations on which
this conclusion is based makes such a proposition sonewhat
questionable. O the twelve registrations, five are
regi strati ons based upon Section 44 of the Act — not on use
in comrerce in (or wwth) the United States, and hence they

have very limted persuasive value. See In re Micky Duck

Mustard Co. Inc., 6 USPQRd 1467, 1470 n.6 (TTAB 1988).

Anot her registration is for educational services, including
medi a conpany news about nusic publication and film
production.® Four of the remmining six registrations, |ike
the five registrations based on Section 44, supra, reflect
owner shi p by Europeans, and therefore are | ess probative,
in our view, of comrercial realities in the United States.

I n wei ghing the probative val ue of the renaining
third-party registrations, we clearly have discretion
(viz., such registrations may have probative value in
suggesting that the goods and services |isted therein are
of a kind that may enmanate froma single source. Inr

Al bert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB

1993); and In re Micky Duck, supra. Hence, we are nost

6 Reg. No. 2481653, THE DOT TO WATCH, issued on August 28,
2001.
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reluctant to draw sweepi ng concl usi ons about entire
industries fromthe two remaining registrations — one of
which is a registration based on use, although an

i ndi vi dual has recited every inaginable service in

I nternational Cass 41, from synphony orchestras to
satellite tel evision broadcasting.’

As to registrant’s “fil mproduction services,”
applicant has placed infornmation into the record show ng
that registrant’s services are limted to producing
national television commercials.® However, our principal
review ng court has repeatedly noted that the question of
i kelihood of confusion in Board proceedi ngs nust be
determ ned based upon an anal ysis of the services as
recited in the registration rather than what any extrinsic
evi dence may reveal about the actual services. See Octocom

Systens Inc. v. Houston Conputer Services Inc., 918 F.2d

937, 16 USPQ2d 1783 (Fed. Cir. 1990); and Canadi an | nperi al

Bank of Commerce, N A. v. Wlls Fargo Bank, 811 F.2d 1490,

1 USPQ2d 1813 (Fed. Cir. 1987). Hence, it would be

i nappropriate to construe registrant’s services, for

7 Reg. No. 2535521, MJSIC OF NOTE, issued on February 5,
2002.
8 According to information applicant |located on registrant’s

webpages, registrant creates cutting-edge spots for large clients
such as Bl oom ngdal e’s, Capitol One, Daimer Chrysler
Vol kswagen, Red Bull, |kea, the Houston A ynpic Ganes, et al.
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exanple, as involving only “film production servi ces,
specifically, the production of comrercial advertisenents.”
On the other hand, we do find it sonmewhat probative that
regi strant’ s webpages do not reflect any services in the
area of nusic publishing or |icensing.

Hence, we find, based upon this ex parte record, that
the Trademark Exam ning Attorney has failed to denonstrate
that “nusic publishing services” are related to “film
production services.”

Simlarly, we note that the Trademark Exam ning
Attorney has relied upon these sane third-party
regi strations to support the conclusion that these services
are offered through the sane channels of trade. Hence,
this attenpted showing fails as well, for even if the
third-party registrations had nore probative value, it does
not follow as a matter of course that different services
listed in a single registration travel in the sane channels
of trade nmerely because they may be narketed under the sane
mark, and there is no show ng of any overlap in

registrant’s and applicant’s respective channels of trade.?®

o Moreover, if we had reason to conclude that registrant

m ght be a potential client for applicant’s |icensing activities,
this would not force the conclusion logically that these two
servi ce providers share the sanme channel s of trade

- 12 -
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As to the du Pont factor focusing on the conditions
under which these services are provided to prospective
purchasers or users, there is no evidence supporting
applicant’s argunent that applicant’s and registrant’s
respective clients are all “sophisticated, discrimnatory
and know edgeabl e.”

As to the du Pont factor focusing on the nature and
extent of any actual confusion, applicant asserts that the
respective services have been offered under the invol ved
mar ks cont enpor aneously since registrant all egedly adopted
its mark in February 1991, and that applicant is not aware
of any instances of actual confusion.

However, applicant’s |ack of know edge of incidents of
actual confusion is not particularly probative on the
guestion of |ikelihood of confusion. W have not been
provided with information regardi ng the geographi c extent
or the dollar volune of the advertising of applicant’s or
registrant’s services during that time, or of the extent of
applicant’s business. |In addition, we have not heard from
registrant as to whether it is aware of any incidents of
actual confusion. Finally, while solid evidence of actual
confusion is the best evidence of |ikelihood of confusion,
any confusion about nutual sponsorship or affiliation is

difficult to obtain and woul d not necessarily be brought to
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the attention of either applicant or registrant. See Inr

Maj estic Distilling Co., Inc., 315 F.3d 1311, 65 USPQd

1201, 1205 (Fed. Cir. 2003) [“The | ack of evidence of
actual confusion carries little weight ...especially in an

ex parte context”].

In conclusion, while BIG FISH FILMS and BI G FI SH
MJSI C are highly simlar in overall comercial inpression

t he Trademar k Exam ning Attorney has not denonstrated that
the respective involved services are rel ated, and hence, on
this record, we do not find a |ikelihood of confusion

her ei n.

Deci sion: The refusal of registration is hereby

rever sed.



