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Opi nion by Rogers, Adm nistrative Trademark Judge:

XTRA Corporation ("petitioner"”) has petitioned to
cancel the registration of U-Haul International, Inc.
("respondent™) for the mark XTRAILER, registered for

goods and services identified as "trucks and trailers,"”
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in International Class 12, and for "truck and trailer
rental services," in International Cl ass 39.1'

Respondent has countercl ai med for cancell ation of
petitioner's registration for the mark set forth bel ow,
registered for "leasing of truck trailers, chassis,
transportabl e containers, railcars, storage trailers, and
office trailers; and rail car nanagenent services," in
I nternational Class 39. A description of the mark reads,
"The words in the drawing are lined for the col or
red/ maroon and the underlining is lined for the col or

yel | ow. "

XTRA

A Nve--w--a-T-aciesc

Respondent fail ed, however, to take any testinony or
i ntroduce any other evidence in support of its
counterclaim and petitioner did not admt any
al | egati ons of respondent's counterclaimthat would allow

respondent to neet its burden of proof as plaintiff in

! Registration No. 2,207,626, issued December 1, 1998, cl ai m ng
Novenber 16, 1996 as both the date of first use and date of
first use in comerce.
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the counterclai mwthout subm ssion of evidence.
Accordingly, we dism ss the counterclaimand have only
petitioner's petition to consider.

In pertinent part, petitioner alleges that it "is in
t he busi ness of |easing freight transportation equi pnent,
i ncludi ng over-the-road trailers, marine containers,
internodal trailers, chassis and donmestic containers,
t hroughout the United States, under the service mark, and
trade nane, XTRA"; that it owns six valid and subsi sting
registrations for various XTRA marks; that it and its
predecessors "have actively and continuously used" these
mar ks and the XTRA trade nane in commerce in connection
with its | easing services, since |ong before any use of
XTRAI LER by respondent, or before the filing date of the
application that resulted in issuance of the XTRAILER
registration; that petitioner's marks and respondent's
mark so resenbl e each other that there is a likelihood of
confusi on anong consuners; that when respondent filed its
statement of use for the application which resulted in
i ssuance of respondent's registration, respondent "was
not using the mark in comrerce on the goods and services
of the application in accordance with the definition of

'use in comerce' set out in 15 U.S.C. § 1127"; and that
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petitioner will be damaged by continued registration of
respondent’'s mark.

Respondent did not admt any of petitioner's
al l egations, so petitioner was |left to prove its clains.
Respondent asserted certain pro forma affirmative
def enses but, having introduced no evidence at all, did
not support them so they require no consideration.

At trial, petitioner filed a notice of reliance on
its six pleaded registrations, and on respondent's
responses and suppl enental responses to interrogatories
and requests for adm ssions. Status and title copies of
t he pl eaded registrations were included; but it does not
appear that copies of all the recited discovery responses
were included. Petitioner, however, filed copies of all
the materials referenced in its notice of reliance when
it filed its brief. Accordingly, we have copies of al
t he di scovery responses.

In regard to petitioner's claimunder Section 2(d)
of the Lanham Act, 15 U.S.C. 81052(d), we note that
petitioner has established its priority because it nade
status and title copies of its pleaded registrations of
record and respondent did not offer any countervailing
evi dence. Specifically, respondent has not proven any

actual use of its mark prior to any of the filing dates
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for the applications that resulted in petitioner's
registrations. 1In a cancellation proceeding that

i nvol ves parties that both own registrations, the parties
essentially are considered "equal” in terns of priority;
but each of petitioner's registrations issued based on
applications with filing dates well before the filing
date of the application that resulted in issuance of
respondent’'s registration. Thus, to have prevailed on
the issue of priority respondent would have had to make
evi dence of record proving actual use of its mark prior
to any of petitioner's filing dates. Respondent having
failed to do so, petitioner prevails on the issue of
priority. Brewski Beer Co. v. Brewski Brothers Inc., 47
USPQ2d 1281, 1283-84 (TTAB 1998); Hil son Research Inc. v.
Soci ety for Human Resource Managenent, 27 USPQd 1423,
1428-29 n. 13 (TTAB 1993); and Anerican Standard Inc. v.
AQM Cor porati on, 208 USPQ 840, 841 (TTAB 1980).

Turning to the question of likelihood of confusion
and, nore specifically, the question whether petitioner's
mar ks and respondent's mark are simlar, petitioner
acknow edges that the ending of respondent's mark is
"TRAI LER" but asks "in a market where the mark is applied
to "trailers,” why wouldn't a custoner think XTRAILER was

a bl end of XTRA and TRAI LER?" Qur conclusion is that
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customers woul d not perceive respondent's mark to
constitute such a blending but, rather, would see it as a
conbi nati on of X and TRAILER. W note, in this regard,
the specinens of use in respondent’'s registration, which
show respondent's nmark as combining a larger X that has
the | ook of having been created by two strokes with a

pai nt brush, followed by a smaller presentation of the
word "trailer” in plain sans serif type.

VWhen a mark is registered in typed form we nust
consider that it may be displayed when in actual use in
any reasonabl e manner of display, for that is the essence
of the protection the registrant obtains by registering a
mark in typed form We would not, however, assunme a
di spl ay of XTRAILER that set forth the first four letters
in a different format fromthe renmai nder, thus rendering
respondent's mark visually nore simlar to petitioner's
mar ks, to be a reasonable formof display. Thus, in
considering the simlarity of respondent's mark and
petitioner's marks, we do not consider reasonable forns
of display of respondent's mark as |ooking simlar to

petitioner's XTRA marks.?

2 As to petitioner's XTRA trade name, petitioner put in no

evi dence showi ng use of the designation as a trade nane and has
relied solely on its registrations. Thus, we need not consider
petitioner's Section 2(d) claimbased on trade nane use of XTRA.
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As to the sounds of the involved marks, XTRA is
likely to be pronounced as the phonetic equival ent of the
word "extra" and XTRAILER is likely to be pronounced as
"X-trailer,” i.e., the marks are likely to be pronounced
differently. The connotations of the marks are, on the
one hand, that custonmers of petitioner will obtain
sonet hing extra or additional beyond what otherw se ni ght
have been expected and, on the other hand, that custoners
of respondent will obtain goods, or services utilizing
goods, that involve trailering and the X would be
perceived as indicating a particular nodel, generation or
type of product or service. To be sure, respondent's
mar k does not have the connotation of sonething extra or
addi ti onal

In sum we consider the involved marks dissimlar in
si ght, sound and neani ng.

Because of the thin record in this case, we do not
have any evidence regardi ng nost of the du Pont factors,

i ncluding the renown of petitioner's marks. As a result,
our analysis of likelihood of confusion necessarily
focuses on the involved marks, identifications of goods
and services and, in the absence of restrictions therein
as to channels of trade or classes of consunmers, we nust

presunme use by both petitioner and respondent of the same
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channel s of trade and marketing to the sane cl asses of
consuners. Notw thstanding that the identified goods and
services are in part identical and otherw se rel ated, and
notw t hstandi ng the parties' presunptive use of the sane
channel s of trade and marketing to the sane cl asses of
consuners, we do not find any |ikelihood of m stake,
confusion or deception of consumers. The marks are
sinmply too dissimlar. Kellogg Co. v. Pack'em
Enterprises Inc., 951 F.2d 330, 21 USPQ2d 1142, 1145
(Fed. Cir. 1991).

We now turn to petitioner's alternative claimthat
respondent's registration should be cancell ed because
respondent did not make bona fide use of the registered
mark in commerce for the goods and services identified in
the registration. Specifically, petitioner argues that
the record shows that respondent filed a statenment of use
asserting that it had begun use of the mark on all the
goods and services listed in the notice of allowance
(which was all the goods and services identified in the
application as filed); that respondent actually had not
used the mark for the listed goods ("trucks and
trailers") or for truck rental services; and that
respondent’'s use of the mark for trailer rental services

was not a bona fide use in the normal course of trade and
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was nade only in an attenpt to reserve rights in the
XTRAI LER nar k

As to the claimof no use whatsoever for trucks,
trailers and truck rental services, we find that
petitioner has met its burden of showi ng, by a
preponder ance of the evidence, that respondent had not
used the mark for these goods and this service when
respondent signed the statement of use. See Martahus v.
Vi deo Duplication Services Inc., 3 F.3d 417, 27 USPQd
1846, 1850 (Fed. Cir. 1993); Cerveceria Centroanericana
S.A. v. Cerveceria India Inc., 892 F.2d 1021, 13 USPQ2d
1307, 1309 (Fed. Cir. 1989).

In particular, we note petitioner's interrogatory
no. 1, which sought a statenment of how respondent used
its mark on or before the date of first use in conmerce
claimed in the statement of use for "(a) trucks, (b)
trailers, (c) truck rental services, and (d) trailer
rental services." |In response, respondent stated only
that it had "rented a trailer with the mark XTRAILER
thereon to a nmenber of the public on Novenmber 16, 1996."
We al so note respondent's suppl enental response to
petitioner's interrogatory no. 4, by which response
respondent states it had no revenue fromthe sal e of

trucks or fromthe sale of trailers, using the XTRAILER
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mark, in 1996, 1997 and 1998. Finally, we note
respondent’'s initial response to petitioner's request for
adm ssion no. 3, by which respondent admits that it did
not rent any trucks, using the mark XTRAILER, before July
22, 1998, and respondent's suppl emental responses to
petitioner's requests for adm ssion no. 1 and no. 2, by
whi ch respondent admits that it did not sell any trucks
or trailers, using the mark XTRAILER, before July 22,
1998.°

Respondent, had it filed a brief, m ght have argued
that, despite its initial adm ssion that it did not rent
any trucks using the mark XTRAILER, it filed a
suppl enental response to petitioner's request for
adm ssion no. 3, whereby it denied that request. The
argument, however, would be unavailing. Federal Rule
36(b) makes it clear that an adm ssion (as opposed to a
deni al or response other than an adm ssion) may be
wi t hdrawn or anmended only on notion approved by the
Board. Respondent never made such a notion, or any other
request for |leave to withdraw the express adm ssion that
it had not rented any trucks using the XTRAILER mark, so

as to substitute a denial for the adm ssion. Thus,

3 Respondent's statement of use was signed July 22, 1998 and
filed under cover of a certificate of mailing dated July 29,
1998.

10



Cancel | ati on No. 92028499

respondent’'s failure to rent any truck using the XTRAILER
mar k before the date of execution of the statement of use
is conclusively established. See Fed. R Civ. P. 36(b)
and di scussion of interplay between Federal Rules 26(e)
and 36(b) in Wight, MIler and Marcus, Federal Practice
& Procedure: Civil 2d 82664 (1994).

Respondent m ght al so have argued--again, had it
filed a brief--that the suppl enental response was
effectively provided pursuant to an instruction of the
Board, because the Board ordered respondent to provide
better discovery responses when it granted petitioner's
notion for discovery under Fed. R Civ. P. 56(f). That
argument, too, would be unavailing. |In granting
petitioner a Rule 56(f) continuance and ordering
addi ti onal discovery responses, the Board noted that many
of respondent’'s initial responses were evasive and
replete with unwarranted objections. Thus, it was the
evasi ve responses which respondent was ordered to renedy.
Respondent's evasi ve responses to requests for adm ssion
no. 1 and no. 2 certainly fell within the anmbit of the
Board order. In contrast, the adm ssion in response to
request for adm ssion no. 3 certainly does not fall in
t he category of an evasive response, and respondent could

not argue that it was effectively granted | eave to

11
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wi t hdraw t he adni ssion by the Board order granting
petitioner's Rule 56(f) notion.

In sum based on respondent's adm ssions, petitioner
has proven that respondent did not make use of the
XTRAI LER mark for trucks, trailers, or truck renta
services by the tinme respondent signed its statenent of
use. We are left, then, with the question whether
petitioner has proven that respondent's use of the
XTRAI LER mark for trailer rental services constitutes
not hi ng nore than token use and was insufficient to
support the filing of the statenment of use.

I n essence, petitioner argues that respondent marked
atrailer with the XTRAILER mark, rented that trailer
only once, on Novenber 16, 1996, and has since carted
that trailer fromrental |ocation to rental |ocation but
has not subsequently rented the trailer. To support this
argument, petitioner notes that it propounded
interrogatory no. 4, which sought respondent's statenent
of the revenue attributable to rental of the XTRAILER
trailer in 1996, 1997 and 1998 (i.e., the year in which
first use was allegedly made, the followi ng year, and the
year in which the statenment of use was signed and filed);
that respondent initially delayed respondi ng because a

protective order had not been signed; that respondent's

12
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suppl enental response was that the anount had not yet
been ascertai ned; and that respondent never provided the
information. Accordingly, petitioner asserts, it is
justified in concluding that there has been no revenue
during those years attributable to rental of a trailer
bearing the XTRAILER mark. In addition, petitioner
argues that, to the extent the XTRAILER trailer is put on
di splay at various rental locations, it is a mark only
for rental of that trailer and not for rental of other
trailers at those rental |ocations. Specifically,
petitioner argues in its brief that display of the

XTRAI LER trailer would not be considered use in the

ordi nary course of business to pronote trailer rentals
general ly.

Petitioner does not apparently dispute respondent's
contention (as stated in its response to interrogatory
no. 1) that the XTRAILER trailer was rented at | east
once. It does not appear, however, that petitioner
engaged in discovery necessary to discern the particulars
of this transaction. Also, respondent's response to
interrogatory no. 1 states that "[t]he XTRAILER trailer
has been rented or on display continuously since Novenber
16, 1996." It does not appear that petitioner engaged in

any di scovery to discern how nmuch of the time the trailer

13
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is rented and how nuch of the time it is on display.
Petiti oner would have us draw an adverse inference from
respondent's failure to provide revenue figures regarding
rental inconme. However, petitioner never sought an order
conpelling a response and we decline to draw the

i nference petitioner seeks.

Petitioner is the plaintiff and nust prove by a
preponderance of the evidence its allegation that
respondent nmade only one token rental and no nore. It
has failed to neet its burden.*

Petitioner's other argunent relating to asserted
i mproper use of XTRAILER for trailer rental services
inplicitly acknow edges that respondent actually rents
trailers; but petitioner argues that display of the
XTRAILER trailer at facilities where respondent rents
other trailers does not constitute a use of the mark in

the ordinary course of business for a business offering

4 If petitioner had proven that there was only one rental of the
XTRAI LER trailer, proof of that fact al one m ght not be
sufficient to prove that the single rental was a token use
intended only to reserve a right in a mark. For exanple, if the
trailer was rented once and was subsequently avail able for
rental, it mght have been sufficient use of the mark to support
i ssuance of the registration, even if there were no other
rentals prior to filing of the statenment of use. O course, we
need not deternine the precise circunmstances surroundi ng
respondent's offering of its XTRAILER trailer for rental (nor
could we on this sparse record), for this case involves not a
requi rement that respondent prove its registration issued based

14
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trailer rental services. However, there is no evidence
in the record on this point (i.e., what constitutes
ordi nary business practice in the trailer rental field)
or, for that matter, any citation to factually anal ogous
case law. Mere argunent in one's brief is not sufficient
to establish what is or is not the ordinary way of
running a particular type of business.

In sum the petition for cancellation is granted
i nsofar as petitioner has proven no use in commerce as of
the time of the statement of use for trucks, trailers and
truck rental services, but the petition is denied insofar
as petitioner has not proven respondent made only token
use in commerce of its mark for trailer rental services.
The registration will be restricted by cancell ation of
the goods in International Class 12 and parti al
cancel | ation of the services in International Class 39.°
See Section 18 of the Lanham Act, 15 U. S.C. 81068.

Deci sion: The petition for cancellation is granted
in part and denied in part. The registration shall be

appropriately restricted.

on proper use in comrerce but, rather, a requirenent that
petitioner prove it did not.

5> Specifically, the words "Truck and" will be stricken fromthe
identification of "Truck and trailer rental services."
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