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Opi nion by Hairston, Adm nistrative Trademark Judge:

An application has been filed by Sprint Lube
Corporation to register the mark SPRINT LUBE for “retai
store services featuring notor oil, autonobile fluids,
automobile filters and autonobile |lubricants” in
I nternational class 35 and “vehicle preventative
mai nt enance services, nanely, changing oil and air filters

in International class 37."1

! Serial No. 78017580 filed July 20, 2000 alleging dates of first
use of April 24, 1989. The word “LUBE’ is disclainmed apart from
the mark as shown.
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The Trademark Exam ning Attorney has refused
regi stration under Section 2(d) of the Trademark Act, 15
U S C. 81052(d), on the ground that applicant’s mark, when
used in connection with the identified services, so
resenbles the previously registered marks SPRI NT for
“aut onobi | e service station services”? and SPRI NT 500 for
“autonoti ve products, nanely, notor oil, autonotive

| ubricants, and transmission fluid,”3

as to be likely to
cause confusion. The cited registrations are owned by
different entities.

When the refusals were made final, applicant appeal ed.
Applicant and the Exam ning Attorney have submtted briefs
on the case. An oral hearing was not requested.

In determ ning whether there is a |ikelihood of
confusi on between two marks, we nust consider all relevant
factors as set forth iniIn re E. |I. duPont de Nenoburs &
Co., 476 F.2d 1357, 17 USPQ 563 (CCPA 1973). In any

i keli hood of confusion analysis under Section 2(d), two of

t he npst

2 Regi stration No. 1,323,714 issued March 5, 1985; conbi ned
Sections 8 and 15 affidavit fil ed.
® Registration No. 2,225,097 issued June 8, 1999.
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i nportant considerations are the sinmlarities or
dissimlarities between the marks and the simlarities or
dissimlarities between the goods and/ or services.

Refusal in view of Registration No. 1,323,714

Al t hough applicant’s application includes retail store
services featuring notor oil, autonobile fluids, autonobile
filters and autonobile lubricants, it is clear fromthe
Exam ning Attorney’s brief that the refusal to register in
view of Registration No. 1,323,714 is directed to
applicant’s vehicle preventative mai ntenance servi ces,
nanely, changing oil and air filters. Thus, our
determ nation of |ikelihood of confusion in connection with
this refusal is limted to the relationship between
applicant’s vehicle preventative mai ntenance services and
regi strant’ s autonobil e service station services.

In urging reversal of this refusal to register,
applicant argues that its vehicle preventative maintenance
services are very different fromregi strant’s autonobile
service station services because its services are done in a
qui ck and efficient manner. Further, applicant contends
that the word LUBE is the dom nant portion of its mark
SPRI NT LUBE and serves to set its mark apart fromthe

regi strant’ s mark SPRI NT.
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It is well established that the issue of Iikelihood of
confusion nust be determi ned on the basis of the goods
and/ or services as they are set forth in the invol ved
application and the cited registration, and not in |ight of
what such goods and/or services are shown or asserted to
actually be. See, e.g., COctocom Systens Inc. v. Houston
Conmputer Services Inc., 818 F.2d 937, 16 USPQ2d 1783, 1787
(Fed. Cir. 1990); and Canadi an I nperial Bank of Comrerce,
N.A v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813
(Fed. Cir. 1987).

In this case, registrant’s recitation of services
contains no limtations with respect to type or nature and
therefore we nust presune that registrant offers all of the
types of services generally offered by autonobile service
stations, including the services of changing oil and air
filters. 1Indeed, it is common know edge that autonobile
service stations offer such services. Mreover, although
applicant argues that its vehicle preventative maintenance
services are of a type that are done in a quick manner,
applicant’s recitation of services contains no such
[imtation. Even if it did contain such a limtation, it
woul d be of no consequence because registrant’s servi ces
are broadly described and therefore nmust be presuned to

i nclude the services of changing oil and air filters in a
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qgui ck manner. Thus, for purposes of our likelihood of
confusion analysis, applicant’s and registrant’s services
are considered to be the sane. Moreover, the services nust
be deened to be sold to the sane cl asses of custoners,
which in this case would be the general public.

Turning then to the marks, our consideration thereof
is based on whether applicant’s mark and the registrant’s
mar k, when viewed in their entireties, are simlar in
sound, appearance, connotation and conmerci al inpression.

The test is not whether the marks can be distingui shed
when subjected to a side-by-side conparison, but rather
whet her the marks are sufficiently simlar in terns of
their overall commercial inpressions that confusion as to
t he source of the services offered under the respective
marks is likely to result. The focus is on the
recol | ection of the average purchaser, who normally retains
a general rather than a specific inpression of tradenarks.
See, Sealed Air Corp. v. Scott Paper Co., 190 USPQ 106
(TTAB 1975). Furthernore, although the marks at issue nust
be considered in their entireties, it is well settled that
one feature of a mark may be nore significant than anot her,
and it is not inproper to give nore weight to this dom nant
feature in determ ning the commercial inpression created by

a mark. See, In re National Data Corp., 753 F.2d 1056, 224
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USPQ 749 (Fed. Cir. 1985). For instance, “that a
particular feature is descriptive or generic with respect
to the involved goods or services is one commonly accepted
rationale for giving less weight to a portion of a mark ...”
224 USPQ at 751

The word LUBE in applicant’s mark is nerely
descriptive of a feature of vehicle preventative
mai nt enance services. In this regard, we note applicant’s
di scl ai mer of the word and the excerpt submtted by the

Exam ning Attorney from The Anerican Heritage Dictionary of

the English Language (3d ed. 1996) wherein “lube” is

defined as: To lubricate (a car’s joints, for exanple).”
Because SPRINT is the first word in applicant’s mark and is
followed by a nmerely descriptive word, SPRINT is likely to
be perceived by consuners as the dom nant portion of
applicant’s mark.

Gven the fallibility of consunmers’ nenories and the
fact that they are unlikely to encounter marks at the sane
time or side-by-side, we find that applicant’s nmark SPRI NT
LUBE and registrant’s mark SPRI NT, considered in their
entireties, are substantially simlar in sound, appearance,
connot ati on and commerci al i npression.

Even if we were to assune that consuners did note the

differences in the marks, they may well believe that
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applicant’s vehicle preventative nai ntenance services are a
branch of registrant’s autonobile service station services
or are sonehow sponsored by or associated with registrant,
i.e., the SPRINT autonobile service stations are now
operating a SPRINT LUBE branch. Therefore, we concl ude
that consuners famliar with registrant’s autonobile
service station services offered under the mark SPRI NT
woul d be likely to believe, upon encountering applicant’s
mar Kk SPRI NT LUBE for vehicle preventative maintenance
services, nanely, changing oil and air filters, that the
services originated wwth or were sonehow associ ated with or
sponsored by the same entity.

Refusal in view of Registration No. 2,250,097

It is clear fromthe Exam ning Attorney’s brief that
the refusal to register in view of Registration No.
2,250,097 is directed to applicant’s retail store services
featuring notor oil, autonobile fluids, autonobile filters
and autonobile lubricants. Thus, our determ nation of
i keli hood of confusion in connection with this refusal is
limted to the relationshi p between applicant’s retai
store services featuring notor oil, autonobile fluids,
autonmobile filters, and autonobile lubricants, on the one

hand, and registrant’s autonotive products, nanely, notor
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oil, autonotive lubricants, and transmi ssion fluid, on the
ot her hand.

It is well settled that goods and/or services need not
be identical or even conpetitive in order to support a
finding of |ikelihood of confusion. Rather, it is
sufficient that goods and/or services are related in sone
manner or that the circunstances surrounding their
mar keting are such that they would be likely to be
encountered by the sane persons in situations that would
give rise, because of the marks used thereon, to a m staken
belief that they originate fromor are in some way
associated with the same producer or that there is an
associ ati on between the producers of the goods and/or
services. Inre Melville Corp., 18 USPQRd 1386 (TTAB
1991); and In re International Tel ephone & Tel egraph Corp.,
197 USPQ 910 (TTAB 1978).

In this case, applicant’s retail store services
i nvol ve the sal e of autonotive products which are identical
to the autonotive products marketed by registrant. Thus,
applicant’s retail store services featuring notor oil,
autonobil e fluids, autonobile filters and autonobile
lubricants and registrant’s autonotive products, nanely,
notor oil, autonotive lubricants, and transm ssion fluid,

are clearly conplenentary, closely related goods and
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services. W note that applicant does not dispute that its
services and registrant’s goods are closely related. In
this regard, we note that confusion may result if the sane
or simlar marks are used for goods, on the one hand, and
for services involving those goods, on the other. See,
e.g., In re Hyper Shoppes (Chio) Inc., 837 F. 2d 463, 6
UsP2d 1025 (Fed. G r. 1988).

Consi dering then the marks, applicant asks us to give
little weight to the fact that both of the marks begin with
the word SPRINT and to focus on the second termin each
mark to reach a conclusion that the nmarks SPRINT LUBE and
SPRI NT 500 are not |ikely to cause confusion. However, as
we have already discussed, SPRINT is the dom nant portion
of applicant’s mark SPRINT LUBE and therefore is entitled
to nore wei ght when considering the respective nmarks in
their entireties. Simlarly, SPRINT makes a strong
inpression in registrant’s mark SPRI NT 500 because it is
the first word in the mark. The word SPRI NT dom nates both
mar ks, and is therefore nore likely to be perceived and
recalled as the primary source-indicating feature of the
marks. The fact that the final termin the marks is
different is not sufficient to avoid a |ikelihood of

conf usi on.
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Again, given the fallibility of consuners’ nenories
and the fact that they are unlikely to encounter nmarks at
the sane tinme or side-by-side, we find that applicant’s
mar k SPRI NT LUBE and registrant’s mark SPRI NT 500,
considered in their entireties, are simlar in sound,
appear ance, connotation and commerci al inpression.

In reaching this conclusion, we have not overl ooked
applicant’s argunent that the marks have very different
connot ati ons, nanely, that applicant’s mark SPRI NT LUBE
connotes a “fast |ube”, whereas registrant’s nmark SPRI NT
500 suggests the Indianapolis 500 or Daytona 500. Although
consunmers nmay well view applicant’s mark SPRINT LUBE as
connoting a “fast |lube”, we are not persuaded that
consuners woul d associ ate SPRINT 500 with the |ndianapolis
500 or Daytona 500. Consuners may view the 500 portion of
registrant’s mark as sinply a grade or nodel designation.
In any event, contrary to applicant, we do not viewthe
mar ks as having vastly different connotations, but instead
find that because both marks include the word SPRI NT, they
suggest sonething that is quick or fast.

Accordi ngly, we conclude that consuners famliar with
registrant’s autonotive products, nanely, notor oil
autonotive lubricants, and transm ssion fluid offered under

the mark SPRINT 500 would be likely to believe, upon

10
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encountering applicant’s mark SPRINT LUBE for retail store
services featuring notor oil, autonobile fluids, autonobile
filters and autonobile lubricants, that the services
originated with or were sonehow associated with or
sponsored by the sane source.

Appl i cant argues that there has been no actua
confusion between its mark and the registrants’ marks, and
that this shows that confusion is not likely. W are not
persuaded by this argunent. Applicant has not provided any
evidence as to the extent of its use, nor is there any
evidence as to either of the respective registrants’ use,
such that we can determ ne whether there has been an
opportunity for confusion to occur. NMoreover, the issue
before us is not one of actual confusion, but only the
I'i keli hood of confusion.

Finally, to the extent that any of applicant’s
contentions raise a doubt on the issue of |ikelihood of
confusi on, such doubt mnust be resolved in favor of the
respective registrants. See In re Martin’s Fanobus Pastry
Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1789 (Fed. Cir
1984) .

Deci sion: The refusal to register applicant’s mark
for “retail store services featuring notor oil, autonobile

fluids, autonobile filters and autonobile | ubricants” and

11
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“vehicl e preventative naintenance services, nanely,
changing oil and air filters” is affirmed in both

i nst ances.
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