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Before Cissel, Chapman and Drost, Adm nistrative Tradenark
Judges.

Opi ni on by Chapman, Adm nistrative Tradenark Judge:
An application has been filed by Oiental Foodbank,
Inc. to register on the Principal Register the product

cont ai ner configuration shown bel ow
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as a trademark for “menthol oil” in International C ass 5.
Such mark is described in the application as follows: “The
mar k consists of a bottle having a generally trapezoi dal
shape, the wide side at top and the | onger side at bottom
with two tapered portions on opposite sides of the bottle
tapering fromthe top downwardly and outwardly.”* The
application was filed on August 9, 2001, based on
applicant’s assertion of a bona fide intention to use the
mark in conmerce.

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U.S.C. 8§1052(d), on the
ground that applicant’s nmark so resenbles the mark shown

bel ow

which is registered on the Principal Register for
“medi cated oil for use in relief of bodily aches and pains”

in International Cass 5 (to Borden Co. (Pte) Ltd., a

! Because of sonetines inprecise photocopy capabilities, we note
that applicant’s mark is depicted in solid black Iines except for
the bottle cap, which is dotted |ines.
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Si ngapore corporation), as to be likely to cause confusion,
m st ake or deception. The mark is described in the cited
registration as follows: “The mark consists of a bottle
having a generally el ongated hexagonal shape with two steps
on each side and an enbossed bird design on the face.”?

Applicant has appeal ed. Briefs have been filed, but
an oral hearing was not requested.

Qur likelihood of confusion determ nation under
Section 2(d) is based on an analysis of all of the
probative facts in evidence that are relevant to the
i kel i hood of confusion factors set forth in Inre E I. du
Pont de Nenmours and Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973). See also, Inre Majestic Distilling Conpany, Inc.,
315 F. 3d 1311, 65 USPQ2d 1201 (Fed. Cir. 2003). In
consi dering the evidence of record on these factors, we
keep in mnd that “[t]he fundanental inquiry mandated by
82(d) goes to the cumul ative effect of differences in the
essential characteristics of the goods and differences in
the marks.” Federated Foods, Inc. v. Fort Howard Paper

Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).

2 Registration No. 1,262,191, issued Decenber 27, 1983, Section 8
affidavit accepted, Section 15 affidavit acknow edged. The
clained date of first use in commerce is Novenber 27, 1973.

Agai n because of sonetimnmes inprecise photocopy capabilities, we
note that registrant’s mark is depicted in all solid black |ines.
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Turning first to a consideration of the involved
goods, applicant’s goods are identified as “nmenthol oil”
and registrant’s goods are identified as “nedicated oil for
use in relief of bodily aches and pains.” As identified,

t hese goods are essentially the sane or at |east
overlapping in nature. W find the respective goods are
closely related. In view of the closely rel ated respective
goods, we also find that they are offered in the same or
simlar channels of trade to the sane classes of purchasers
(general public). See Canadian |Inperial Bank of Commerce
v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813 (Fed.

Cir. 1987); and In re Smth and Mehaffey, 31 USPQRd 1531
(TTAB 1994). Applicant did not argue to the contrary.

Turning then to a consideration of the marks, inasnuch
as the respective marks are product contai ner
configurations and hence, |ike pure design narks, cannot be
pronounced, the issue of |ikelihood of confusion nust be
decided primarily on the basis of the overall visual
simlarity of the marks. Cf. In re ATV Network Ltd., 522
F.2d 925, 193 USPQ 331, 332 (CCPA 1977); In re Burndy
Corp., 300 F.2d 938, 133 USPQ 196, 197 (CCPA 1962); and
Dai M er-Benz AG v. Chrysler Corp., 169 USPQ 686, 688 (TTAB
1971). Such an “eyeball analysis” is of course an

i nherently subjective test. See, e.g., Daimer-Benz AG v.
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Ford Motor Co., 143 USPQ 453, 456 (TTAB 1964). See also, 3

J. Thomas McCarthy, MCarthy on Trademarks and Unfair

Conpetition, 823:25 (4th ed. 2000).

But it is still subject to the famliar rule that a
si de- by-si de conparison of the marks is inproper. See
D anond Al kali Co. v. Dundee Cenent Co., 343 F.2d 781, 145
USPQ 211 (CCPA 1965). Instead, because consuners
ordinarily will not be exposed to the respective marks in
such a manner, it is the simlarity of the general overal
comer ci al inpression engendered by the appearance of each
of the marks which nust determne, due to the fallibility
of menory and t he consequent |ack of perfect recall,
whet her confusion as to source or sponsorship is |ikely.
See Grandpa Pidgeon’s of Mssouri, Inc. v. Borgsmller, 477
F.2d 586, 177 USPQ 573 (CCPA 1973); Spoons Restaurants Inc.
v. Morrison Inc., 23 USPQ2d 1735 (TTAB 1991), aff’d unpub’d
(Fed. GCir., June 5, 1992); and In re Miucky Duck Mustard
Co., Inc., 6 USPQ2d 1467 (TTAB 1988). The proper enphasis
is thus on the recollection of the average purchaser, who
normal ly retains a general, rather than a specific,
i npression of trademarks or service marks. See In re
United Service Distributors, Inc., 229 USPQ 237 (TTAB

1986); In re Solar Energy Corp., 217 USPQ 743 (TTAB 1983);
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and Puma- Sportschuhfabri ken Rudol f Dassler KG v. Roller
Der by Skate Corporation, 206 USPQ 255 (TTAB 1980).

Al t hough the marks at issue nust be considered in
their entireties, it is well-settled that one feature of a
mark may be nore significant than another, and it is not
i nproper to give nore weight to this dom nant feature in
determ ning the comrercial inpression created by the nark.
See In re National Data Corp., 753 F.2d 1056, 224 USPQ 749
(Fed. Cir. 1985).

Mor eover, while product container configuration marks,
unli ke nost other design marks, are three di nensiona
rather than two dinmensional, it is still the case that, for
pur poses of determ ning whether there is a |ikelihood of
confusion, it is the perspective views shown by the
reproductions of the marks in the application and cited
regi strati on which nust be considered. See, e.g., Daimer-
Benz AGv. Ford Mdtor Co., supra at 455 (marks used as
t hr ee-di nensi onal hood ornaments and/or insignias on
aut onobi | es).

In this case, both applicant’s and the cited
registrant’s marks are product container configuration
mar ks, but with the added aspect that registrant’s mark

al so includes a bird design feature.
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Applicant argues that, in ternms of appearance, there
are significant differences between these involved nmarks.
Specifically, the neck and cap are different in each nmark;
the side flared portion of applicant’s mark goes outward
fromthe top down, while that portion of the registrant’s
mark is a nore angled flare and goes fromthe bottom up;
applicant’s bottle is sonmewhat wi der at the bottom and
angles into a narrower top, while registrant’s mark is
narrow at the bottom and angles into a wder top; and that
the registrant’s mark includes a prom nent design of a
bird. Thus, when encountered in the narketplace, applicant
mai ntai ns that because these different shapes, with one
including a bird design, give consuners different overal
vi sual inpressions, there is no |likelihood of confusion.

Applicant submtted a photograph of its product as
wel | as a product package and a package insert to
illustrate the differences in the overall marks.?

The Exami ning Attorney contends that the registered

design is the reverse of applicant’s design, both being

® The Examining Attorney referred to this material as
“applicant’s specinmen” (brief, unnunbered p. 2). However, for
clarity of the record this material was not offered as specinens
(and was not supported by applicant’s declaration as required by
Trademark Rule 2.56 if it had been offered as specinens). The
application remai ns based on applicant’s assertion of a bona fide
intention to use the mark in comerce under Section 1(b) of the
Trademar k Act.
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tapered bottles with two “steps” on each side (and “if one
of the bottles were placed on a shelf upside-down they
woul d | ook al nost identical” (brief, unnunbered p. 2); that
“the marks have a unique, yet simlar, comrercia

i npression” (Final Ofice action, p. 2); and that the
fallible menories of consunmers results in only a general

i npression or recollection of trademarks. G ven the

i dentical nature of the goods, the Exam ning Attorney
argues, these simlarities between the marks are sufficient
to cause a |ikelihood of confusion.

Consi dering the application and registration draw ngs,
we find that the bird design is a distinguishing and
menorabl e part of registrant’s mark. That is, we consider
the bird design a significant source-identifying difference
between the marks, as it would be how the product is
descri bed by the purchasing public, and this difference is
likely to be recalled by purchasers seeing the marks at
separate times. (The Examining Attorney did not address
the question of the bird design in registrant’s mark.) In
conparing applicant’s mark with the previously registered
mark, in their entireties (taking i nto account particularly
the bird design as well as the specific differences between
the two product container configurations), we are of the

opi nion that the overall comrercial inpression created by
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applicant’s mark, when conpared with that of the cited
registered mark, is not simlar.

Based on this ex parte record, we find that the marks
are sufficiently dissimlar that confusion is not likely to
result fromtheir use in connection wth these invol ved
goods.

Decision: The refusal to register under Section 2(d)

is reversed.



