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Opi nion by Ci ssel, Adm nistrative Trademark Judge:

On March 8, 2001, applicant, a corporation organi zed
and existing under the laws of the Philippines, filed the
above-referenced application to register the nmark shown
bel ow on the Principal Register for “spices and sauces,” in

Cl ass 30.

Teresitas
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The application was based on applicant’s assertion that it
possessed a bona fide intention to use the mark in commerce
in connection with these products.

The Exam ning Attorney refused registration under
Section 2(d) of the Lanham Act, 15 U. S.C. Section 1052(d),
on the ground that applicant’s mark so resenbl es the mark

shown bel ow,

COMMMENT

ESFIGA DE
Ie

eresion

Excellart for ricd, famps,
stews, chicken, meat & fish

which is registered' for “condi nents, nanely, seasonings for
foods,” in Class 30, that if applicant were to use the mark
it seeks to register in connection with spices and sauces,

confusion would be likely. She reasoned that the two marks
are simlar and that the goods with which applicant intends
to use its mark are identical to the goods set forth in the
cited registration. In addition to refusing registration

based on Iikelihood confusion, she required applicant to

! Reg. No. 2,304,361, issued to Colina and Son, Inc., a Florida
Corp., on Decenber 28, 1999. The registration provides a
translation of the “ESPIGA DE TERESI TA” as “the twig of little
Teresa,” and a disclainmer of “condinment” and “Excellent for rice,
soups, stews, chicken, neat & fish” apart fromthe mark as shown.
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anend the application to state that the stippling shown on
the drawing is a feature of the mark and is not intended to
i ndicate color, if that were the case.

Applicant responded to the first O fice Action by
anendi ng the application to identify the goods with which
it intends to use the mark it seeks to register as "spices,
nanmely, garlic powder, pepper corns, ground pepper; soy
sauce, hot sauce, gravy, salsa.”

Appl i cant al so argued agai nst the refusal to register
based on |ikelihood of confusion. Applicant took the
position that the overall commercial inpressions of the
mar ks are different; that because “Teresita” is a personal
name which translates as “little Teresa,” it is not a
strong mark; that the goods specified in the registration
differ fromthe goods |listed in the application, as
anended; and that the cited registration was issued
notw t hstandi ng the existence of a registration for “ LA
TERESI TA RESTAURANT”? for restaurant services, further
evidencing the limted scope of protection conferred by the
Ofice on “Teresita” marks.

In addition to arguing against the refusal to

2 Reg. No. 1,915,694, issued on the Principal Register to La
Teresita, Inc. on August 29, 1995. A copy of this registration
was attached to applicant’s response.
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regi ster, applicant anended the application to state
that the stippling showm in the drawing is a feature of the
mark and is not intended to indicate color. Applicant also
stated that the name and picture in the mark identify
Teresita R Reyes, and submitted a witten consent from her
for the use of her name and |ikeness.

The Exam ning Attorney accepted the anmendnents, but
was not persuaded by applicant’s argunments on the issue of
I'i kel i hood of confusion. The refusal to register under
Section 2(d) of the Act was made final in the second Ofice
Acti on.

Applicant tinely filed a Notice of Appeal, followed by
a request to suspend Action on the appeal and remand the
application to the Exam ning Attorney for consideration of
addi ti onal evidence, nanely three third-party registrations
and three third-party applications to register, all for
mar ks consisting of or including the nane “Teresa” or
“Theresa’s.”

An erroneous dism ssal for failure to file a brief
tinmely was vacated. Then the Board granted applicant’s
request for suspension and remanded the application for
reconsi deration by the Exam ning Attorney. Hol ding that
the third-party registrations and applications were

entitled to little weight and noting that none of the marks
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in the registrations or applications submtted by applicant
to consists of or includes “TERESITA, " she nmmintained the
final refusal to register and returned the application to
the Board for resunption of action on the appeal

Bot h applicant and the Exam ning Attorney filed
briefs, but applicant did not request an oral hearing
before the Board. Accordingly, we have resolved this
appeal based on the witten record and argunents of
applicant and the Exam ning Attorney.

The sol e issue before us on appeal is whether
confusion would be likely if applicant were to use its
“Teresita’ s” and design mark in connection with “spices,
nanmely, garlic powder, pepper corns, ground pepper; soy
sauce, hot sauce, gravy, salsa,” in view of the registered
mar k, which also includes the nane “Teresita,” and which is
regi stered for “condi nents, nanely food seasonings.” W
hol d that these two marks, when considered in their
entireties, create simlar overall commercial inpressions,
that the goods set forth in the application are enconpassed
within the identification-of-goods clause in the
registration, and therefore, that if applicant were to use
its mark in connection with the goods listed in the
application, confusion within the neaning of Section 2(d)

of the Lanham Act woul d be |ikely.
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In the case of E.l. duPont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973), the predecessor to our
primary review ng court set out the factors to be
consi dered in determ ning whether confusion is likely.
Chi ef anong these factors are the simlarity of the marks
as to appearance, pronunciation, neaning and comrerci al
inpression, and the simlarity of the goods as set forth in
the application and the cited registration, respectively.

It is well settled that although the marks nust be
considered in their entireties, under appropriate
ci rcunst ances, one elenent or feature of the mark nmay have
nore significance in determ ning the overall comrerci al
i npression of the mark, and may accordingly be given nore
wei ght in determ ning whether confusion is |ikely.
Tektroni x, Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ
693 (CCPA 1976). In the instant case, each mark is
dom nated by the nane “Teresita.”

In the cited registered mark, the descriptive word
“condi nent” has been disclainmed, along with the descriptive
phrase “Excellent for rice, soups, stews, chicken, neat &
fish.” \When the mnor design features and these non-
source-identifying terns have been appropriately
di scounted, the term “ESPI GA DE Teresita” remains, but the

name “Teresita” is displayed in letters twice as |arge as



Ser No. 76/221,729

the term “ESPIGA DE.” “Teresita” plainly plays the
dom nant role in creating the comercial inpression
engendered by this mark.

In a simlar sense, the cited registered mark is
dom nated by the sane nane. This mark utilizes the
possessive formof the name “Teresita” and includes a
drawing of a lady with the name “Teresita” displayed in
print directly beneath it. It is the nane “Teresita” which
pl ays the dom nant role in creating the comercia
i npression this mark engenders. The picture of her only
anplifies and reiterates her name, which is what woul d be
used to order the products bearing this mark. This nanme is
what woul d be recalled and used to reorder or recommend the
goods to others.

As the Exam ning Attorney points out, the issue is not
whet her the marks coul d be distinguished from one anot her
if they were evaluated on a side-by-side basis, but rather
whet her they create the same overall comrercial inpression
in view of the fact that ordinary consunmers normally retain
general, rather than specific, inpressions of trademarks.

Vi sual Information Institute, Inc. v. Vicon Industries
Inc., 209 USPQ 179 (TTAB 1980); Chentron Corp. v. Morris

Coupling & O anp Co., 203 USPQ 537 (TTAB 1979).
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Because when they are considered in their entireties,
these marks create simlar comercial inpressions, our
anal ysis nust turn to the rel ationship between the goods
set forth in the cited registration and those listed in the
application. W agree with the Exam ning Attorney that
applicant’s “spices, nanmely garlic powder, pepper corns,
ground pepper; soy sauce, hot sauce, gravy and salsa” are
closely related to the “condi nents, namely seasoni ngs for
foods” specified in the cited registration. The Exam ning
Attorney notes that the dictionary definitions submtted
with her brief (and of which the Board nmay take judicial
notice) define the words “pepper” as “any of various

condi nents made fromthe nore pungent varieties of Capsicum

frutescens.”; “soy sauce” as “a salty brown liquid
condi nent ..”; “gravy the as “a sauce made by thickening and
seasoning ...juices”; “salsa” as “a spicy sauce”;

“condi nent” as “a sauce, relish, or spice used to season
food”; and “seasoning” as “sonething, such as a spice or

herb, used to flavor food.”?3

Wth the possible exceptions
of gravy and salsa, all of applicant’s goods are seasoni ngs

for foods, so the goods specified in the application are

® The Anerican Heritage Dictionary of the English Language, Third
Edi ti on, Houghton Mfflin Conpany, 1992.
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enconpassed within the identification-of-goods clause in
the cited registration.

It is well settled that when the marks in question are
used on virtually identical goods, the degree of simlarity
bet ween the marks which is necessary to support the
conclusion that confusion is |likely declines. Century 21
Real Estate Corp. v. Century Life of Anerica,0 F.2d 874, 23
USPQ 1698 (Fed. Cir. 1982). 1In view of the overlap in the
goods at issue in this appeal, the overall simlarities
between the marks in their entireties clearly provide a
sufficient basis upon which to conclude that confusion
woul d be likely if applicant were to use the mark it seeks
to register.

Applicant’s argunments to the contrary not persuasive
the different conclusion. Applicant contends that the
marks are sufficiently dissimlar to avoid the |ikelihood
confusi on, but although each mark conbi nes the nane
“Teresita” with other elenents which are not present in the
ot her mark, when the source-identifying significances of
the various conponents in each of the marks are consi dered,
overall, these marks are simlar.

Wth regard to the third-party registrations submtted
by applicant in support of its contention that “Teresita”

is weak in source-identifying significance, as the
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Exam ni ng Attorney notes, only one of these registrations
i ncorporates the nane “Teresita,” and that mark is
regi stered for restaurant services, not spices or
condi nents. The Examining Attorney cites In re Micky Duck
Mustard Co., Inc., 6 USPQ 2d 1467 (TTAB 1988) in support of
the proposition that marks with common terns in them which
are used to identify both restaurant services and food
itens are not necessarily determned to be so simlar that
confusion is likely. She also notes that third-party
regi strations, by thenselves, are not entitled to nuch
wei ght in determ ning whether confusion is likely, citing
In re Hub Distributing, Inc., 218 USPQ 284 (TTAB 1983), and
argues that such registrations are not evidence of what
happens in the marketplace or that the public is so
famliar with the use of such marks that the other elenents
are enphasi zed in order to allow purchasers to distinguish
anmong such marks. National Aeronautics and Space
Adm nistration v. Record Chem cal Co., 185 USPQ 563 (TTAB
1975). In any event, marks which consist of or include the
name “Teresa” can hardly be the basis for concl uding that
“Teresita” is a weak trademark.

When the issue before us is whether confusion is
likely, we nust resolve any doubt in favor of the prior

user and regi strant, and agai nst applicant, who, as the

10
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newconer, has a duty to select a mark which is unlikely to
cause confusion with a mark already in use in the sane
field of commerce. Burroughs Wellcone Co. v. Warner-
Lanbert Co., 203 USPQ 191 (TTAB 1979). 1In the case at
hand, applicant did not live up to this obligation.

DECI SION:  The refusal to register under Section 2(d)

of the Lanham Act is affirned.
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