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Opi nion by Quinn, Adm nistrative Trademark Judge:

The Board, on April 10, 2003, issued a final decision
in this case wherein the refusals to register under Section
2(d) of the Trademark Act were affirmed. Upon |earning
t hat applicant had requested an oral hearing, but that the
request was never received by the Board, the decision was

vacated on April 23, 2003. An oral hearing was then held
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on June 4, 2003 before the same panel that issued the Apri
10, 2003 decision.!

An oral hearing corresponds to the oral summation in a
court proceeding after all the evidence is in. TBW 81216.
At the oral hearing, counsel concentrated his argunents, as
he did in the brief, on the evidence show ng conmon usage
of the phrase “peace of mnd.” Counsel argued that the
usage shows that the cited narks are weak and entitled to
only a narrow scope of protection, citing to the case of In
re Christian Dior, S. A, 225 USPQ 533 (TTAB 1985).

We hereby reissue our original decision (copy
attached), now noting, of course, that an oral hearing was
held in this case at which applicant’s counsel and the
Exam ning Attorney appeared. W w Il focus our comments,
as did applicant at the oral hearing, on the argunment based
on the comopnal ity of the phrase “peace of mind.”

The addition of a house mark to one of two otherw se
confusingly simlar marks generally will not serve to avoid

i keli hood of confusion. As pointed out in the original

YIn the original decision, the Board noted that Exhibit J referenced in
applicant’s reply brief was not in the record file. (see footnote 3).
The Board further noted that an evidentiary submission with a reply
brief would be, in any event, untinely. Before the oral hearing was
hel d, applicant submitted Exhibit J (copies of three pages retrieved
fromapplicant’s website). The Board reiterates the untineliness of
this subm ssion and, in view thereof, the evidence has not been
considered. Trademark Rule 2.142(d). The Board hastens to add,
however, that even if considered, the evidence is not persuasive of a
different result in this case.
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deci sion, exceptions are nade to this general rule if (1)
there are sone recogni zable differences in the conflicting
product marks, or if (2) the product marks are nerely
descriptive or highly suggestive or play upon comonly used
or registered terns, so that the addition of the house mark
may be sufficient to render the marks as a whol e

di stinguishable. Id.

Firstly, we stand by our original assessnment that the
mar ks, when considered in their entireties, are simlar in
sound, appearance and neani ng. The dom nant portion of
each of the marks is “PEACE OF M ND' and, in conparing the
mar ks, we have given nore weight to this portion of the
marks. See: In re National Data Corp., 753 F.2d 1056, 224
USPQ 749, 751 (Fed. Cir. 1985). Having said this, we
reiterate that the marks in their entireties convey simlar
comer ci al i npressions.

Secondly, we remain of the view that the invol ved
situation does not fall within the exception argued by
applicant, that is, “the product marks are nerely
descriptive or highly suggestive or play upon comonly used
or registered terns so that the addition of the house mark
may be sufficient to render the marks as a whol e

di stinguishable.” 1In re Christian Dior, S. A, supra



Application Serial No. 76/175, 910

Applicant’s evidence fails to show any third-party
regi strations of marks enploying the subject phrase in the
autonotive repair field. Further, the evidence does not
establish that the phrase “PEACE OF MND' is nerely
descriptive of the services involved herein. As we noted
before, although the phrase may be sonmewhat suggestive, the
mar ks of registrant enploying the phrase are neither nerely
descriptive nor so highly suggestive that the addition of
applicant’s house mark “NAPA’ and the descriptive term
“AUTOCARE” in applicant’s mark serves to avoid |ikelihood
of conf usion.

The phrase “peace of mnd” is an ordinary figure of
speech. Although the evidence shows common, everyday
| anguage usage of the phrase, there is nothing in the
record to show that there are uses of the phrase as a
source identifier. The evidence falls short of
establishing that purchasers no | onger would | ook to the
phrase as a source distinguishing feature.

Upon further consideration, the Board remains of the
view that the marks, when considered in their entireties
and as used in connection with the services, are likely to
cause confusi on.

Decision: The refusals to register are affirmed.



