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for services identified in the application, as anended, as
“manufacture of digital video discs to the order and/or
speci fication of others,” in Cass 40.! Applicant has

di scl ai med the exclusive right to use “DVD’ apart fromthe
mark as shown.

The Trademar k Exam ning Attorney has issued fina
refusals to applicant’s mark under Trademark Act Section
2(d), 15 U.S. C. 81052(d), citing two previous Principa
Regi ster registrations (owned by the sane registrant) of

the mark depicted bel ow

for “optical disc players; conpact discs containing digital
information for display of filnmed products,” in Cass 9,2

and for “conpact discs containing digital information for

! Application Serial No. 76/157,184, filed Cctober 31, 2000. The
application is based on applicant’s all eged bona fide intention

to use the mark in commerce, under Trademark Act Section 1(b), 15
U.S. C. 81051(b).

2 Registration No. 2,295,726, issued Novenber 30, 1999.
Regi strant has disclainmed the exclusive right to use “DVD’ apart
fromthe mark as shown.
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di splay of filmed products,” also in Oass 9.3
(Hereinafter, we shall refer to these registered marks in
the singular, e.g., as “the registered mark.”)

Appl i cant has appeal ed the final refusals of
registration. Applicant and the Trademark Exam ni ng
Attorney have filed main appeal briefs, but applicant did
not file areply brief. At applicant’s request, an oral
hearing was held on August 12, 2003, at which applicant’s
attorney and the Trademark Exam ning Attorney presented
argunments. After careful consideration of counsel’s
argunents and the evidence of record, and for the reasons
di scussed below, we affirmthe Trademark Exam ni ng
Attorney’s Section 2(d) refusals to register applicant’s
mar k.

Qur likelihood of confusion determ nation under
Section 2(d) is based on an analysis of all of the
probative facts in evidence that are relevant to the
l'i kel i hood of confusion factors set forth in Inre E. 1. du
Pont de Nenours and Co., 476 F.2d 1357, 177 USPQ 563 (CCPA
1973). In considering the evidence of record on these

factors, we keep in mnd that “[t] he fundanmental inquiry

® Registration No. 2,381,677, issued August 29, 2000. Registrant
has di scl ai ned the exclusive right to use “DVD’ apart fromthe
mark as shown.
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mandat ed by 82(d) goes to the cumul ative effect of
differences in the essential characteristics of the goods
and differences in the marks.” Federated Foods, Inc. v.
Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA
1976) .

We first shall determ ne whether applicant’s mark and
the cited registered mark, when conpared in their
entireties in terms of appearance, sound and connotati on,
are simlar or dissimlar in their overall conmercial
i npressions. The test is not whether the nmarks can be
di stingui shed when subjected to a side-by-side conpari son,
but rather whether the marks are sufficiently simlar in
terms of their overall commercial inpression that confusion
as to the source of the goods offered under the respective
marks is likely to result. The focus is on the
recol l ection of the average purchaser, who normally retains
a general rather than a specific inpression of trademarks.
See Sealed Air Corp. v. Scott Paper Co., 190 USPQ 106 (TTAB
1975). Furthernore, although the marks at issue nust be
considered in their entireties, it is well-settled that one
feature of a mark may be nore significant than another, and
it is not inproper to give nore weight to this dom nant

feature in determ ning the commercial inpression created by
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the mark. See In re National Data Corp., 753 F.2d 1056,
224 USPQ 749 (Fed. Cir. 1985).

Appl ying these principles in the present case, we find
that applicant’s mark is highly simlar to the cited
registered mark. 1In view of the generic nature of the term
“DVD’, the dom nant feature in the commercial inpression
created by the cited registered mark is the distinctive
stylization of the mark’s lettering and design. The
letters “DVD’ in the mark are connected to each other, with
the central “V’ extending to formthe top of the “D on
either side of it. The “D'’s in the mark are left open in
their upper-left corners, with a space between the top of
the left-hand vertical line and the top horizontal |ine of
the letter. The central “V’ is elongated at its | ower
point in a manner which suggests a stylus which is directed
to the center of the disc or which perhaps is “playing” the
disc. Each of these distinctive, indeed, arbitrary
el enents of the registered nmark’s design is replicated
al nost exactly in applicant’s mark.

The slight differences which m ght be apparent upon
si de- by-si de conparison of the marks (such as the slightly
nmore pronounced el lipsoid shape of the disc in the
regi stered mark, the “reflective” or nore shiny

representation of the disc in applicant’s mark, and the
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fact that the tip of the “V' does not extend all the way to
contact with the center of the disc in the regi stered mark)
do not suffice to distinguish the marks. As noted above,
such a side-by-side conparison is not the proper test for
determ ning confusing simlarity. Likew se, we find that
applicant’s mere addition of the term“M.” to its mark
does not suffice to distinguish the marks. The termis
nmerely a courtesy title which is subordinate to, and woul d
be perceived as referring directly to, the remai nder of the
mark, i.e., the stylized “DVvD’ and di sc design.

In short, we find that the marks are highly simlar in
ternms of appearance, sound, connotation and overal
commercial inpression. The presence of the term“M.” in
applicant’s mark renders the marks non-identical in
appear ance, sound and connotation, but the marks
nonet hel ess are nore sinmilar than dissimlar when viewed in
their entireties and in terns of their overall commerci al
inpressions. This simlarity arises not fromthe presence
in each mark of the generic and disclainmed term“DVD’ in
conjunction with the depiction of a disc (el enments which
appl i cant could have utilized and displayed in his mark in
any nunber of ways), but rather fromthe fact that those
el ements are displayed in each mark in a very simlar

hi ghly distinctive manner. The interconnected letters, the
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open “D'’s, and the elongated “V' suggesting a stylus
pointed at the disc; these arbitrary design features are
the essence of the registered mark’s commercial inpression.
Applicant’s mark incorporates themall. Purchasers
famliar with the registered mark are likely to assune, if
t hey encounter applicant’s highly simlar mark on rel ated
services, that a source or sponsorship connection exists.
We turn next to the issue of the simlarity or
dissimlarity of applicant’s services, i.e., “manufacture
of digital video discs to the order and/or specification of
others,” and registrant’s goods, especially those
identified as “conpact discs containing digital information
for display of filnmed products.” It is not necessary that
t he respective goods and services be identical or even
conpetitive in order to support a finding of |ikelihood of
confusion. Rather, it is sufficient that the goods and
services are related in sone manner, or that the
ci rcunst ances surrounding their marketing are such, that
they would be likely to be encountered by the sanme persons
in situations that would give rise, because of the marks
used thereon, to a mstaken belief that they originate from
or are in sonme way associated with the sanme source or that
there is an association or connection between the sources

of the respective goods and services. See Inre Martin's
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Fanous Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289
(Fed. Cir. 1984); Inre Melville Corp., 18 USPQRd 1386
(TTAB 1991); In re International Tel ephone & Tel egraph
Corp., 197 USPQ@d 910 (TTAB 1978).

Appl ying these principles in the present case, we find
that applicant’s services are simlar and related to
regi strant’s goods. Applicant’s services involve the
cust om manuf acture of goods of the type identified in
registrant’s registration. Purchasers famliar wth
registrant’s mark for digital video discs are likely to
assune, upon encountering applicant’s digital video disc
cust om manuf acturing services offered under a simlar mark,
t hat applicant’s services involve or utilize discs
manuf act ured, distributed or approved by registrant or that
sone ot her source or sponsorship relationship exists.

Applicant has not argued that its services and
registrant’s goods are dissimlar or unrelated. |nstead,
appl i cant argues that the purchasers of its services are
sophi sticated and know edgeabl e purchasers, i.e.,
pr of essi onal phot ographers and vi deographers, who are
unlikely to be confused as to the source of the services.
We are not persuaded. |In the absence of any restriction in
applicant’s identification of services, we mnmust presune

that applicant’s services wll be marketed to all nornmal
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cl asses of purchasers of such services. See In re El baum
211 USPQ 639 (TTAB 1981). Nothing in the record supports a
finding that the normal cl asses of purchasers of
applicant’s services would not include ordinary consuners,
who can use applicant’s services to convert their
phot ographs or hone video content to a DVD format.
Moreover, in view of the simlarity of the marks and the
rel at edness of the respective goods and services, we find
t hat even sophisticated purchasers are likely to be
confused as to source or sponsorship in this case. See In
re Research and Trading Corp., 793 F.2d 1276, 230 USPQ 49
(Fed. Cir. 1986); In re Deconbe, 9 USPQRd 182 (TTAB 1988);
and In re Pellerin MInor Corporation, 221 USPQ 558 (TTAB
1983) .

Applicant notes that the Ofice has issued to

applicant a registration of the mark depicted bel ow

Mister

\
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for “online retail and whol esal e store services featuring
digital video discs,” in Oass 35,% and argues that the
present refusal is inconsistent with the Ofice s issuance
to applicant of the prior registration. However, the

O fice s issuance of applicant’s prior registration does
not mandate or warrant reversal of the Trademark Exam ning
Attorney’s refusal of registration in the present case.

It is well-settled that the Board is not bound by prior
deci sions of Trademark Exam ning Attorneys, and that we
nmust deci de each case on its own nerits and on the record
before us. See, e.g., Inre International Flavors &
Fragrances Inc., 183 F.3d 1361, 51 USPQ2d 1513 (Fed. Cir.
1999); In re Cooper, 117 USPQ 396 (CCPA 1958)(“..the

deci sion of this case in accordance with sound |aw is not
governed by possibly erroneous past decisions by the Patent
Ofice); Inre Wlson, 57 USPQ2d 1863 (TTAB 2001); In re
Perez, 21 USPQ2d 1075 (TTAB 1991)(82(d) refusal based on
prior conflicting registration affirnmed, despite fact that
the conflicting registration had not been cited as bar to
applicant’s previous registration (now expired) of sane

mar k for same goods; Board not bound by decisions of prior

* Regi stration No. 2,601,893, issued July 30, 2002. The
registration includes a disclainer of the exclusive right to use
“DVD’ apart fromthe mark as shown.

10
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Exam ning Attorneys); In re BankAnerica Corporation, 231
USPQ 873, 876 (TTAB 1986) (“Section 20 of the Trademark Act,
15 USC 81070, gives the Board the authority and duty to
deci de an appeal from an adverse final decision of the
Exam ning Attorney. This duty may not and shoul d not be
del egat ed by the adoption of conclusions reached by
Exam ning Attorneys on different records”); and In re
Nati onal Retail Hardware Association, 219 USPQ 851, 854
(TTAB 1983) (“As in Cooper, we do not here have sufficient
facts before us on which to eval uate whether the previous
action of the Exam ner which resulted in issuance of the
previ ous registration was or was not erroneous.
Nevert hel ess, as Cooper held, it is sufficient that the
facts now before us and the application to them of sound
| aw persuade us that the mark does not neet the
requi renents for registration set forth in Sections 2(d)
and 2(e)(1) of the statute”). For the reasons discussed at
| engt h above, we find that a |ikelihood of confusion exists
in this case and that refusal of registration under Section
2(d) therefore is proper, notwithstanding the Ofice’s
i ssuance of applicant’s previous registration.

Finally, applicant notes that the owner of the cited
registrations (hereinafter “registrant”) did not file an

opposition to issuance of applicant’s prior registration,

11
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and argues that such failure is evidence of an absence of
i kely confusion in the marketplace. Although we have
taken registrant’s failure to oppose applicant’s prior
application into account in our analysis (under the tenth
du Pont factor; see In re Collegian Sportswear Inc., 224
USPQ 174 (TTAB 1984)), we do not find that it is entitled
to significant, nmuch | ess dispositive, weight. W cannot
determine fromthis record that registrant’s | ack of
opposition to the prior application was due to a busi ness-
driven belief on registrant’s part that confusion is
unli kely, rather than to sonme other cause. See In re Qpus
One Inc., 60 USPQ2d 1812 (TTAB 2001). W note as well that
applicant’s prior registration is less than five years old
and therefore is still vulnerable to challenge by
regi strant on any ground permitted by Trademark Act Section
14(1), 15 U.S.C. 81065(1), including priority of use and
l'i keli hood of confusion. W find that the fact of
registrant’s failure to oppose applicant’s prior mark is
out wei ghed, in our likelihood of confusion analysis, by the
evi dence pertaining to the other du Pont factors, discussed
above, which weighs heavily in favor of a finding of
i kel i hood of confusion.

In summary, we find that a |ikelihood of confusion

exists and that registration of applicant’s mark therefore

12
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is barred by Section 2(d). Any doubt as to that result
nmust be resol ved agai nst applicant. See In re Hyper

Shoppes (Ghio) Inc., 837 F.2d 840, 6 USP@@d 1025 (Fed. Cr
1988); In re Martin' s Fanous Pastry Shoppe, Inc., supra.

Deci sion: Each of the Section 2(d) refusals to

register is affirmed.
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