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Opi ni on by Hanak, Admi nistrative Trademark Judge:

| nvest ment Technol ogy Group, Inc. (applicant) seeks to
register in typed drawi ng form | NFERENCE GROUP f or
“financial services, nanely, securities, brokerage, trading
services, financial portfolio nmanagenent, and fi nanci al
research.” The intent-to-use application was filed on June
14, 2000. In the first Ofice Action, the Exam ning
Attorney required a disclainer of the descriptive word
GROUP. In response, applicant disclained the word GROUP
apart fromthe mark inits entirety.

Cting Section 2(d) of the Trademark Act, the

Exam ni ng Attorney has refused registration on the basis
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that applicant’s nmark, as applied to applicant’s services,
is likely to cause confusion with the mark | NFERENCE,
previously registered in typed drawing formfor “electronic
paynment, nanely, electronic processing and transm ssion of
bill paynent data.” Registration No. 2,379, 030.

When the refusal to register was nade final, applicant
appealed to this Board. Applicant and the Exam ning
Attorney filed briefs. Initially, applicant requested an
oral hearing, but later cancelled this request.

In any likelihood of confusion analysis, two key,
al t hough not exclusive, considerations are the simlarities
of the marks and the simlarities of the goods or services.

Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d

1098, 192 USPQ 24, 29 (CCPA 1976) (“The fundanental inquiry
mandat ed by Section 2(d) goes to the cunul ative effect on
differences in the essential characteristics of the goods
[or services] and differences in the marks.”).

Considering first the marks, we note that applicant
has adopted the registered mark in its entirety and nerely
added to it the descriptive word GROUP. W acknow edge
that “the basic principle in determ ning confusion between
marks is that marks nust be conpared in their entireties
and nust be considered in connection with the particul ar

goods or services for which they are used.” 1n re National
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Data Corp., 753 F.2d 1056, 224 USPQ 749, 750 (Fed. GCir

1985). However, “on the other hand, in articulating
reasons for reaching a conclusion on the issue of
confusion, there is nothing inproper in saying that, for
rati onal reasons, nore or |less weight has been given to a
particular feature of the mark ...That a particular feature
is descriptive or generic with respect to the invol ved
goods or services is one conmonly accepted rationale for
giving less weight to a portion of the mark.” Nationa
Data, 224 USPQ at 751.

The dom nant portion of applicant’s mark is identical
to the registered mark | NFERENCE. Moreover, as applied to
applicant’s services and registrant’s services the term
| NFERENCE is totally arbitrary. Indeed, based on this
record, there is no evidence indicating that any third
parties are using marks consisting of or containing the
word | NFERENCE. W believe that in considering the two
marks in their entireties, the only conclusion is that they
are extrenmely simlar. A consunmer famliar with the mark
| NFERENCE for one type of financial services, upon seeing
the mark | NFERENCE GROUP for a related set of financial
services, would assune that the latter mark was but a nere
derivation of the former mark in that the word GROUP nerely

describes the individuals or conponents constituting the
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| NFERENCE fi nanci al institution. Moreover, both marks
begin with the identical, arbitrary word | NFERENCE. This
is “a matter of sone inportance since it is often the first
part of a mark which is nost likely to be inpressed upon

the mnd of a purchaser and renenbered.” Presto Products

V. Nice-Pak Products, 9 USPQ2d 1825, 1897 (TTAB 1988).

Turning to a consideration of applicant’s services and
registrant’s services, we note that the Exam ning Attorney
has nade of record a plethora of stories fromthe |Internet
showi ng that the sane financial institutions offer one or
nore of applicant’s financial services as well as
registrant’s financial services, nanely, the electronic
paynment of bills. At page 5 of its brief, applicant
describes the Exanmining Attorney’s evidence as follows:
“The Exam ning Attorney relied on evidence consisting of
print-outs fromweb pages of various banking institutions
that offer on-line bill paynent/processing and
brokering/trade services which [according to the Exam ning
Attorney] ‘overwhel m ngly denonstrates that such services
are nore often than not offered by the sanme institution to
t he sane custoners via a website.”” Continuing in the next
sentence on page 5 of its brief, applicant states that it
“does not dispute the relevance of this evidence.”

However, continuing |ater at page 5, applicant argues that
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there is no confusion because “the Internet has becone the
21°" century equival ent of the supermarket, where consuners
expect to imedi ately access and obtain a wde variety of
goods and services using a few clicks of the nouse, not
necessarily fromthe sanme source. It is well-established
t hat goods or services cannot be deened related for
pur poses of |ikelihood of confusion sinply because they are
sold in (or in this case through) the sane establishnents.”
We agree with applicant that nerely because a
supermarket and an Internet retailer both offer, for
exanple, fish and broons, that this fact woul d not
denonstrate that the two types of goods are rel ated.
However, here all of the services are related in that they
are financial services, and the plethora of evidence made
of record by the Exam ning Attorney clearly denonstrates
t hat consuners have becone accustoned to having the sane
source (a financial institution) offer brokerage services
and the like as well as electronic bill paynment services.
In an effort to denonstrate that there is no
I'i kel i hood of confusion, applicant argues at page 6 of its
brief that “applicant’s services are marketed to highly
sophi sticated, high net worth custoners.” Not only has
applicant offered no evidence to support this argunment, but

noreover, this argunent is legally irrelevant. It is well
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settled that in Board proceedi ngs, “the question of

I i kelihood of confusion nust be determ ning based on an
anal ysis of the mark as applied to the goods and/or
services recited in applicant’s application vis-a-vis the
goods and/or services recited in [the cited] registration,
rat her than what the evidence shows the goods and/ or

services to be.” Canadian Inperial Bank v. Wl l|s Fargo

Bank, 811 F.2d 1490, 1 USPQd 1813, 1815 (Fed. Cir. 1987).
Neither the cited registration nor the application contain
any restrictions limting their respective financi al
services to sophisticated individuals or to transactions

i nvolving | arge anounts of noney.

G ven the fact that applicant’s financial services and
registrant’s financial services are very closely related in
t hat numerous financial institutions provide both types of
services, and given the fact that the two marks are
extremely simlar, we find that there exists a |likelihood
of conf usion.

Decision: The refusal to register is affirned.



