Hearing: THIS DISPOSITION IS NOT Mailed:
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Bucher

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Pyro-Stop, LLC

Serial Nos. 76/061,827 and 76/ 065, 119

Robert H Caneron and G Franklin Rothwell of Rothwell Figg
Ernst & Manbeck, P.C. for Pyro-Stop, LLC

Anos Matt hews, Tradenmark Exam ning Attorney, Law Ofice 108
(David Shal | ant, Managi ng Attorney).

Bef ore Hanak, Hairston and Bucher, Adm nistrative Trademark
Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:

Pyro- Stop, LLC seeks registration on the Principal

Regi ster for the marks PYRO STOP! and PYRO STOP and desi gn,?

as shown bel ow

Ste

1 Application serial no. 76/061,827 was filed on June 2, 2000
based upon applicant’s allegation of use in commerce at |east as
early as March 1991.

2 Application serial no. 76/065,119 was filed on June 7, 2000
based upon applicant’s allegation of use in conmerce at |east as
early as April 10, 2000.
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for services recited as foll ows:

“installation and nmai ntenance of penetration fire
stopping and |ife safety equi pnent, nanely passive
fire protection systens for pipe, duct, conduit,
cable tray and bus duct penetrations, grease duct
wrap and encl osures, interior and exterior
architectural, construction and seismc control
expansion joints, critical fire walls and fire doors
for use by facility owners, general contractors, and
mechani cal and el ectrical contractors,” in
International Cass 37, and

“penetration fire stopping and life safety equi pnent
consul tation services provided to facility owners,
general contractors, and mechani cal and el ectri cal
contractors in the field of construction or
renovation and restoration of commercial buil dings
and industrial facilities,” in International C ass
42.

This case is now before the Board on appeal fromthe
final refusal to register based upon Section 2(d) of the
Trademark Act, 15 U. S.C. 81052(d). The Trademark Exam ning
Attorney has held that applicant’s marks, when used in

connection with the identified services, so resenble the mark
PYROSTOP registered for “fire-resistant glass” in
International Cass 19,% as to be likely to cause confusion, to
cause m stake or to deceive.

Applicant and the Trademark Exam ning Attorney have fully
bri efed these appeal s and both appeared before the Board at
the oral hearing requested by applicant.

We reverse the refusals to register.
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The Trademark Exami ning Attorney herein argues that
“[t]he record consists of evidence which clearly indicates
that the goods and services involved are related.” (Trademark
Exam ning Attorney’ s appeal brief, p. 5). He argues that
“both [registrant’s goods and applicant’s services] have as
their purpose the prevention of fires.” (Tradenmark Exam ning
Attorney’s final refusal of Septenber 19, 2001, p. 2).

By contrast, applicant argues that the Trademark
Exam ni ng Attorney has not properly considered all the
rel evant du Pont factors, placing too nmuch wei ght on the
simlarity of the marks. For exanple, applicant contends that
regi strant’s suggestive mark should be accorded a narrower
scope of protection than that given it by the Trademark
Exam ning Attorney. Applicant points to the specialized trade
channels recited in these applications. Additionally,
appl i cant enphasi zes the fact that its relatively expensive
services are pronoted in a different marketing context, and as
such, that they are directed to a sophisticated class of
pur chasers who woul d generally not be involved in purchasing
regi strant’ s goods.

Qur determ nation under Section 2(d) is based upon an

anal ysis of all of the facts in evidence that are relevant to

3 Regi stration No. 1,597,443, issued on May 22, 1990, section 8
affidavit accepted and section 15 affidavit acknow edged; renewed.
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the factors bearing on the issue of |ikelihood of confusion.

Inre E. I. du Pont de Nempburs & Co., 476 F.2d 1357, 177 USPQ

563 (CCPA 1973).

We turn then to a discussion of the respective marks.
Applicant’s marks are substantially identical to registrant’s
mark as to sound and connotation, and quite simlar as to
appearance. Wile applicant’s marks have a hyphen (PYRO

STOP), registrant’s mark does not ( PYROSTOP). Mbreover, one

of applicant’s involved marks includes a design feature that
cannot be ignored in any analysis of the dissimlarities in
t he appearance of the nmarks. Nonetheless, this du Pont factor
clearly favors the position of the Trademark Exam ning
Attorney. On the other hand, our |ikelihood of confusion
anal ysi s cannot disregard the evidence in the record as to the
other relevant du Pont factors. |In short, the definite
simlarity of the marks herein cannot trunp all other rel evant
consi derati ons.

This is particularly true if we should find, as applicant
contends, that the cited mark shoul d be accorded a narrow
scope of protection. Applicant has submtted copies of

fourteen subsisting federal registrations having PYRO

formative marks registered for goods nodified wwth terns |ike

“fire-resistant,” “fire-retardant,” “fire-extinguishing,”

“fire-protective,” “fire-fighting,” “fire-control,” “fire-
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”

prevention,” “flanme-resistant,” and the like.* Gven the
dictionary definition of the term*“pyro-,”% we have to concl ude

that PYRO STOP (or PYROSTOP) is quite suggestive for

sonet hi ng designed to stop fire or flames. Accordingly, while
we accord the cited registration the protection warranted
under Section 7(c) of the Trademark Act,® this particul ar

du Pont factor weighs in applicant’s favor.

We turn next to the relationship of applicant’s services
to registrant’s goods. Screen prints of pages from
applicant’s website placed into the record by the Trademark
Exam ning Attorney nmake it clear that applicant is a firestop
contractor specializing in firestop joint systens, floor
perimeter/slab edge/exterior wall cavity systens and through
penetration systens. As a specialist contractor, applicant
conplies with the detail ed codes of the Firestop Contractors
I nternational Association (FCIA) as to insulation, penetration

seals, and passive fire protection, as well as the life safety

4 PYROGUARD (Reg. No. 1,641,712), PYROPAK (Reg. No. 1,581, 497),

PYRO- PAD (Reg. No. 1,916,426), PYRO FLEX (Reg. No. 1,491, 141),

PYRCLI TE (Reg. No. 1,833,335), PYROKNIT (Reg. No. 1,832, 250),

PYROCOOL (Reg. No. 1,922,668), PYROSW SS (Reg. No. 1, 737,640),

PYRO- GUARD (Reg. No. 1,563, 376), PYRO-CHEK (Reg. No. 1,143,013),

PYRO- CHEM (Reg. Nos. 1,224,720 & 1,248, 206), PYROCUSHI ON (Reg. No.

1,394,867), and PYRO-KINETI C (Reg. No. 1,514,581).

5 PYRO- Indicates: 1. fire or heat; for exanple, pyrotechnic.
2. Resulting fromor by the action of fire or heat ....

The Anerican Heritage Dictionary of the English Language (1975).

6 For exanple, even weak or highly suggestive nmarks are entitled

to protection against the identical mark for goods used for rel ated

purposes. See Inre Textron Inc., 180 USPQ 341 (TTAB 1973).
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requi renents of the National Fire Prevention Association
(NFPA) as to construction, protection and occupancy features
to mnimze danger to life fromfires, snoke and funes.
Applicant stressed in its brief and again at the oral hearing
that it is in the business of preventing the spread of fire,
snoke and heat from one conpartment (of large industrial or
commercial facilities) to another through services
penetrations. By contrast, applicant argues that registrant’s
goods are first and forenost goods designed for visibility in
wi ndows, doors, sidelights and partitions.

By contrast, the Trademark Exam ning Attorney argues that
evidence in the file shows that sone of the sane conpani es
that produce fire-resistant glass are also involved in
consultation over, and installation of, passive fire
prevention systens. He also points out that fire-resistant
gl ass used in industrial projects requires “installation”
the first word in applicant’s recitation of services in
I nternational C ass 37.

Clearly, applicant’s services and registrant’s goods nay
bot h be purchased for the same conmmercial buil dings or
i ndustrial facilities, and both would be selected with an eye
toward fire safety. Both involve the creation of a barrier
agai nst heat, snoke, flanmes and hot gasses, each could be

installed within a building’s interior walls, and the record
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shows that both would be listed in Underwiters Laboratories’
(UL) fire testing prograns.

Nonet hel ess, we find that applicant’s services are not
closely related to registrant’s goods. ” W begin our analysis
by concedi ng the obvious — whether the setting is new
construction or renodeling, registrant’s fire-resistant gl ass
and its framng will always require “installation.” On the
ot her hand, we find that the Trademark Exam ning Attorney’s
statenent in his brief® is not an accurate sunmary of the
evidence in the file. The Google hits in the record do not
show t hat conpanies involved in the installation of passive
fire prevention systens (such as those recited by applicant)
are also involved in the installation of fire-resistant glass

for wi ndows, doors, sidelights, partitions, etc.

! Havi ng found that the marks are not identical in overal
commercial inpression and that registrant’s mark is highly
suggestive for the goods in the cited registration, we find this is
not a case warranting application of the ostensibly |ower standard
of whether applicant’s services are “related in any viable manner”
to registrant’s goods [See e.g., In re Wittaker Corporation, 200
USPQ 54 (TTAB 1978)], as argued by the Trademark Exam ning Attorney
her ei n.

8 “The record consists of evidence, which clearly indicates that
t he goods and services involved are related. This evidence is
inthe formof: ..advertisements fromthe Google search engine

of conpanies that produce fire resistant glass, passive fire
st oppi ng equi pnent and provi de sonme type of installation and/or
consul tation of such items. This evidence is offered to show
that fire resistant glass and installation, nmaintenance and
consul tation of penetration fire stopping and life safety
equi pnent nmay enmanate fromthe same source under a single
mark....”

(Trademark Exam ning Attorney’s appeal brief, pp. 5 — 6).
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As to the related du Pont factor focusing on the
simlarity or dissimlarity of established, Iikely-to-continue
trade channels, we note that applicant’s recitation of
services explicitly states that its services are provided to
“facility owners, general contractors, and nechani cal and
el ectrical contractors in the field of construction or
renovation and restoration of commercial buildings and
i ndustrial facilities.” In this connection, applicant has
provided a declaration of its vice president, Mchael J.
Bernstein, that applicant’s custoners — | arge genera
contractors and owners of hotels, hospitals, casinos,
airports, offices and pharmaceutical plants — generally are
not involved in ordering fire-resistant glass products. This
claimis uncontroverted by anything else in the record.

As to the conditions under which and buyers to whom sal es
are made, M. Bernstein's declaration also states that “[t]he
average price for Pyro-Stop’ s specialty contractor services is
$25, 000.°°. " Based upon this evidence, we conclude that in
maki ng a decision to purchase applicant’s services, the
relevant facility owners and general contractors are al
sophi sticated, discrimnating purchasers exercising heightened
care in selecting a firestop contractor. This du Pont factor
wei ghs heavily in favor of reversing the Trademark Exam ni ng

Attorney, and having this mark published in the Trademark
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Oficial Gazette for possible opposition.?®

We turn next to the question of the length of time during
and condi ti ons under which there has been concurrent use
wi t hout evi dence of actual confusion. M. Bernstein's

decl aration states that “the PYRO STOP mark has been

continuously used in commerce for over ten years for
firestopping and life safety contracting services w thout any
known i nstances of actual confusion with the [cited] mark ..”
In the present case, we find M. Bernstein’s declaration
as to the absence of actual confusion of |limted val ue.
Al t hough the absence of actual confusion over a | ong period of
time mght be indicative of no likelihood of confusion, it is
a neani ngful factor only where the record has information
about the scope or extent of applicant’s and registrant’s use
of the respective marks, as to applicant’s and registrant’s
respective market shares, and as to whet her applicant and
regi strant actually sell in the same geographic areas. An

appreci abl e and conti nuous use by applicant of its marks in

° “Further, because of the nature and cost of opposer’s
servi ces and applicant’s goods, both parties’ offerings would
be carefully scrutinized by prospective purchasers, and any
pur chasi ng deci sions would be made after careful consideration.
The sophi stication and discrimnation of purchasers also
support our conclusion that confusion is not likely to result
fromthe contenporaneous use of the parties’ marks on their

respecti ve services and goods.”
El ectronic Data Systens Corp. v. EDSA M cro Corp., 23 USPQ2d 1460,

1465 (TTAB 1992).
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the sane markets as those served by registrant under its mark
woul d constitute a showing that there has been an opportunity

for incidents of actual confusion to occur. See Cunni nghamv.

Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842, 1847 (Fed G r

2000) and G llette Canada Inc. v. Ranir Corp., 23 USP@d 1768,

1774 (TTAB 1992). Accordingly, we find that the probative
val ue of this alleged absence of actual confusion is negated
by the absence of any evidence in the instant record as to the
sales of applicant’s services and registrant’s goods under
their respective marks.

In any event, because the test is |ikelihood of
confusi on, the absence of any evidence of actual confusion

does not equate to no likelihood of confusion. J & J Snack

Foods Corp. v. MDonald s Corp., 932 F.2d 1460, 18 USPQd

1889, 1892 (Fed. Cir. 1991); Weiss Associates Inc. v. HRL

Associ ates Inc., 902 F.2d 1546, 14 USPQ2d 1840 (Fed. Gr

1990); G ant Food, Inc. v. Nation's Foodservice, Inc., 710

F.2d 1565, 218 USPQ 390, 396 (Fed. Gr. 1983); and In r

Azt eca Restaurant Enterprises Inc., 50 USPQ2d 1209 (TTAB

1999) .
We note that this claimdoes conmport with the other

rel evant du Pont factors supporting applicant’s position, and

therefore, we accord the apparent absence of actual confusion

slight weight in applicant’s favor.
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In the disagreenent between applicant and the Trademark

Exam ning Attorney as to whether Autac |ncorporated v. Wl co

Systems, Inc., 195 USPQ 11 (TTAB 1977) supports a finding of

an absence of likelihood of confusion herein, or can be

di stingui shed fromthe present case, we agree with applicant
that Autac supports reversal of the Trademark Exam ning
Attorney’'s position. The evidence of record, and particularly
t he declaration of M. Bernstein, denonstrates that these
goods woul d not be encountered in the sane marketing context,
sophi sticated, technical persons wll be nmaking the purchasing
deci sion, and there has apparently been a decade of

cont enpor aneous usage w t hout actual confusion.?

10 “In this regard, we note that petitioner’s “AUTAC
retractile cords and respondent’s “AUTAC' thernocoupl e
automatic tenperature regulators for brushless wire preheaters
are nonconpetitive; differ conpletely in utility, price and
sophi stication; have nothing in common with respect to their
essential characteristics or sales appeal; and are not used
together or in any kind of a conpl enentary fashion.
Additionally, we cannot overl ook the fact that the
responsibility for deciding to purchase the goods here
i nvol ved, especially those of the respondent, rests with
techni cal personnel, not with the purchasi ng agent or
pur chasi ng departnent that ultinately places the order
therefor; that the parties nade substantial, contenporaneous
use of the mark "AUTAC' in connection with their respective
products for a significant nunber of years w thout ever
| earning or hearing of one another; and that while it is true
that 1ikelihood of confusion has been found to exist in a
nunber of other cases where the sane or simlar marks were used
on different kinds of electronic equi pnent...neverthel ess each

case nust still be determined on its own facts as established
by the testinony and ot her evidence of record [citations
omtted]”

Autac I ncorporated v. Walco Systens, Inc., supra at 16.
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In conclusion, while applicant’s mark is nearly identical
to registrant’s mark, and that weights heavily in favor of a
finding of |ikelihood of confusion, we also find that the
remai nder of the relevant du Pont factors favor applicant’s
position herein — that registrant’s mark is highly suggestive,
that applicant’s services are not actually that closely
related to registrant’s goods, that applicant’s expensive
services are targeted to sophisticated purchasers who
general ly woul d not be maki ng deci si ons on purchasing
regi strant’ s goods, that the overall marketing contexts are
widely different, and that there has apparently been nore than
ten years of concurrent usage w thout applicant being aware of
a single case of actual confusion. Hence, we find that there

is not a likelihood of confusion herein.

Decision: The refusal to register applicant’s mark under

Section 2(d) of the Act is hereby reversed.



