THIS DISPOSITION IS NOT
CITABLE AS PRECEDENT

OF THE TTAB

Mai | ed:

8/ 29/ 03
Paper No. 20
RFC

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Concurrent Technol ogi es Corporation

Serial No. 76/040, 747

Janel M Purnell of Buchanan Ingersoll, P.C. for Concurrent
Technol ogi es Cor porati on.

Jennifer D. Chicoski, Trademark Exam ning Attorney, Law
O fice 115 (Tomas VI cek, Managi ng Attorney).

Before Cissel, Hohein and Rogers, Adm nistrative Tradenark
Judges.

Opi nion by Cissel, Administrative Trademark Judge:

On May 4, 2000, applicant filed the above-identified
application to register the mark “CONCURRENT TECHNOLOG ES
CORPORATI ON' on the Principal Register for “Wb page
desi gn, creation, hosting and mai nt enance; progranmm ng
servi ces, nanely, detection and correction of software
bugs, viruses and flaws; custom zation of software for
ot hers; gl obal conputer network consulting and devel opnment

services” in Cass 42. The basis for filing the
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application was applicant’s assertion that it had used the
mark in commerce.

The Exam ning Attorney refused registration under
Section 2(d) of the Lanham Act, 15 U. S.C. Section 1052(d),
on the ground that applicant’s mark so resenbles the mark

shown bel ow,

CONCURRENT
COMPUTER

which is registered!, with a disclainmer of “CONCURRENT

COWUTER, ” for the foll ow ng

“conputer systens, sold as a unit or individual parts
t hereof , conpri si ng- —onput er hardware; conputer

sof tware; nanely, operating prograns, progranmm ng
tools, conpilers and productivity progranms, conputer
prograns for use with conputer networks and

di stributed conmputing, conputer prograns for use with
graphi cs and data acqui sition, and application
prograns in the fields of sinulation and training,
signal intelligence and analysis, financial trading,
nmeasur enent and control, radar and health care;
conput er peripherals and conputer interfaces for use

! Reg. No. 1,912,054, issued on Aug. 15, 1995 to Concurrent
Conputer Corp., a Delaware corporation. Affidavit under Sections
8 and 15 accept ed.
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in conjunction with high perfornmance and real -ti ne
applications” in Cass 9;

“manual s, printed panphlets and books related to
conputer systens for use in high performance and real -
time applications or to hardware and/ or conputer
prograns associated with such systens” in C ass 16;
“repair, maintenance, and installation services of
conmput er systens used in high performance and real -
time applications and of hardware and/ or conputer
prograns associated with such systens” in O ass 37,
“training services; nanely, concerning conmputer
systens for use in high performance and real-tine
applications for hardware and/ or conputer programnms
associ ated with such systens” in Cass 41; and

“consul ting and design services for others relating to

systens integration and to the use of conputer systens

for use in high performance and real-tinme applications
and of hardware and/or conputer prograns associ ated

with such systens” in Cass 42.

The Exam ning Attorney al so pointed out problens in
the application dealing with the recitation of services and
the dates of use, and required applicant to disclaimthe
descriptive wordi ng “TECHNOLOG ES CORPORATI ON' apart from
the mark as shown.

Applicant responded to the first Ofice Action by
clarifying its dates of use and anending the recitation of
services to adopt the wording suggested by the Exam ning
Attorney. As anended, the recitation reads as follows:
“progranmm ng services, nanely, detection and correction of

sof tware bugs, viruses and flaws; conputer software design

and nodification for others; conputer consulting in the
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field of web pages and gl obal conmputer networks; web site
design, creation, hosting and mai ntenance; design,
configuration and adm nistration of conputers and conputer
networks, in international class 42.” Applicant argued
that the requested disclainer was not called for, and al so
argued that the refusal to register based on |ikelihood of
confusion was not justified.

The Exam ning Attorney accepted applicant’s anendnents
to the dates-of -use clause and recitation of services in
t he application, but maintained and nade final the
requirenment to disclaimthe term “TECHNOLOG ES CORPORATI ON’
apart fromthe mark as shown. She al so nmintai ned and nmade
final the refusal to register based on |ikelihood of
conf usi on.

Subm tted in support of her position were several
exhibits. One is a copy of a page from applicant’s
website. It states that applicant “has the technol ogy and
t he experience to devel op Wb sol utions for any sized
busi ness,” that applicant “can choose appropriate

technol ogy to neet specific needs,” and that applicant’s
“expertise can usher your organization into the world of
el ectroni c commerce using Wb technol ogies.” The Exam ni ng

Attorney contended that this | anguage nmakes it clear that

the term “ TECHNOLOGE ES CORPORATI ON, ” when used in
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connection with applicant’s services, conveys to potenti al
custoners “the purpose and focus of the applicant, the
expertise it has and the services it provides.”

The Exami ning Attorney also submtted copies of twenty
third-party registrations |listing conputer-rel ated services
in which the terns “TECHNOLOG ES CORPORATI ON' or
“TECHNOLOG ES, INC.” are disclained, and argued that both
wor ds have descriptive connotations in the context of
t echnol ogi cal services rendered by corporations.

Applicant tinely filed a Notice of Appeal, followed by
an amendnent disclaimng the descriptive term
“CORPORATION.” Additionally, applicant requested the Board
to remand the application to the Exam ning Attorney for
consi deration of additional evidence. This evidence
i ncluded a declaration fromapplicant’s Director of
Manuf act uri ng Technol ogy to the effect that the term
“TECHNOLOGQ ES” has becone distinctive of applicant’s
services; dictionary definitions of the terns “conputer”
and “technol ogies”; an affidavit from applicant’s vice
president to the effect that he is unaware of any actual
confusi on between applicant’s mark and the cited registered
mar k; copi es of pages fromapplicant’s website, argued to
establish that applicant’s custoners are sophisticated; and

copi es of pages fromthe website of the owner of the cited
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regi stration, also argued to establish the sophistication
of the custoners for these conputer-rel ated goods and
servi ces.

Fol |l owi ng the erroneous dism ssal of the appeal and
subsequent reinstatenent of it, the Board suspended action
on the appeal and renmanded the application file to the
Exam ning Attorney for consideration of the additional
evi dence submtted by applicant. The Exam ni ng Attorney
accepted the disclainer of the word “ CORPORATI ON' and
applicant’s claimof distinctiveness with respect to the
word “TECHNOLOG ES” and accordingly wi thdrew the
requi renent for applicant to disclaimthe term
“TECHNOLOG ES CORPORATION.” The refusal to regi ster based
on likelihood of confusion, however, was maintai ned.
Attached to her action was a |list of applicant’s other
applications to register its mark for different goods
and/ or services; a list of four third-party registrations,
two of which are on the Supplenental Register, for marks
whi ch include the term “CONCURRENT, ” and copi es of
i nformati on about these registrations retrieved fromthe
O fice' s database; and a definition froman on-1ine
dictionary of the word “TECHNOLOG ES” as “el ectronic or

digital products and systens considered as a group.” The
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application was returned to the Board for resunption of
action on the appeal.

Applicant submitted its appeal brief?, the Exanining
Attorney submtted her brief on appeal, and applicant filed
a reply brief, but applicant did not request an oral
hearing before the Board.

The sol e issue before the Board in this appeal is
whet her confusion is likely between applicant’s mark,

“ CONCURRENT TECHNOLOG ES CORPORATI ON, " for services which
i ncl ude conputer software design and nodification, and the

cited registered nmark,

2 Applicant subnmitted copies of printouts fromthe Office’ s TESS
and TARR systens with its brief. The information therein rel ates
to one pending application and one regi strati on owned by
applicant, both for the word mark here sought to be registered.
The Exam ning Attorney has objected to our consideration of this
evi dence because it was not subnmitted before the record closed
with the filing of the Notice of Appeal. Trademark Rule 2.142(d)
states that the record should be conplete with the filing of a
Notice of Appeal, but in this case, we are allowi ng this evidence
into the record even though it was submtted after that tine
because all the evidence does is update infornmation properly nade
of record by the applicant earlier. In her Decenber 9, 2002
deni al of applicant’s request for reconsideration, applicant
listed a nunber it owned. Al the objected-to evidence does is
provide details of two of those applications and confirmthat in
the intervening time, one application proceeded to registration
and the other one was published for opposition. This information
plainly was not available earlier, so we are allow ng applicant
to make it of record at this tine. W hasten to note, however,
that its probative value is insignificant, in that the Board is
not bound by deci sions made during the exam nation of
applications which are not before us in this appeal.
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for services which include the design of conputer hardware
and software.

The predecessor to our primary reviewi ng court |isted
the principal factors to be considered in determning
whet her confusion is likely in the case the Inre E. |I. du
Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA
1973). Chief anong these factors are the simlarity of the
mar ks as to appearance, pronunciation, neaning and
comercial inpression and the simlarity of the goods or
services with which they are used.

In view of the apparent overlap of the services, the
i ssue of whether confusion is likely turns on whet her
applicant’s mark and the registered mark are so simlar
that they are likely to be confused. W hold that when
these two marks are conpared in their entireties, they are
not so simlar that confusion is |ikely.

Although it is well settled that in determning
whet her confusion is likely, the marks in question nust be
considered in their entireties, it is nonetheless

appropriate, under certain circunstances, to recognize that
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one feature of a mark may have nore significance in
creating the conmmercial inpression engendered by that mark.
Greater weight may be given to that dom nant feature in

det erm ni ng whet her confusion is likely. Tektronix, Inc.
v. Daktronics, Inc., 534 F.2d 915, 189 USPQ 693 ( CCPA
1976) .

The Exam ning Attorney takes the position that each of
the marks at issue is dom nated by the sane term
“CONCURRENT, " and therefore that the overall comrerci al
i mpressi ons engendered by the nmarks are simlar. The
Exam ni ng Attorney, notw t hstandi ng her apparent acceptance
of applicant’s position with respect to the acquired
di stinctiveness of “TECHNOLOG ES,” argues that the words
“TECHNOLOG ES CORPORATI ON' have very little, if any,
source-identifying significance in connection with
applicant’s services, and that, in a simlar sense, neither
t he descriptive term*“COVPUTERS” nor the design elenment in
the registered mark contributes nmuch to the overal
commerci al inpression generated by that mark. Despite
argui ng that “CONCURRENT” dom nates the cited registered
mar k, the Exam ning Attorney seens to take the position
that the termis disclainmed in the cited registration
because it is descriptive of registrant’s goods and

services. She refers to an on-line dictionary definition
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of “CONCURRENT” as neani ng “operating or occurring at the
same time,” which presumably [eads to the conclusion that a
concurrent conputer is one which perforns concurrent
processing, that is to say, one which sinultaneously
processes nore than one command at a tine. The Exam ning
Attorney contends that, in any event, the connotation
“CONCURRENT” has with respect to registrant’s products and
services is the same connotation it has in connection with
the applicant’s services, so the marks create sim/l ar
conmerci al i npressions.

We disagree with her basic prem se that the only
common el ement in these two marks, the word “ CONCURRENT, ”
is the dom nant elenent of either mark. Instead, if we
adopt the argument put forward by the Exam ning Attorney
that this word has the sane significance in applicant’s
mark that it has in connection with the registrant’s nark,
we nust conclude that it is therefore either nerely
descriptive or highly suggestive in connection with the
respective conputer and software design services. As such
it can hardly be characterized accurately as the dom nant
conponent of either mark.

Wth the entire literal portion of the registered mark
di scl ai med, the design elenent is clearly the dom nant and

sour ce-di stinguishing portion of that mark. In view of:

10
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(1) the descriptive significance of “CONCURRENT” in
connection with registrant’s goods and services and, by the
Exam ning Attorney’s argunent, its weakness as an el enent
of applicant’s mark, (2) applicant’s disclainer of
“CORPORATI ON', and (3) applicant’s claimof distinctiveness
with regard to “TECHNOLOG ES,” the dom nant el enent of
applicant’s mark woul d appear to be “TECHNOLOQ ES.”

In short, we find no support for adopting the
concl usi on urged by the Exam ning Attorney, that these two
marks are simlar in their entireties, when registrant’s
mark is dom nated by a distinctive design, applicant’s mark
is dominated by the apparently distinctive term
“TECHNOLOG ES,” and the only el enent conmon to both marks
is a descriptive term (for registrant) or a highly
suggestive one (for applicant). Wen these two marks are
considered in their entireties, the simlarities in
appear ance, pronunci ation and connotation are not
sufficient to make confusion |ikely.

We shoul d enphasi ze that our concl usion that confusion
is not likely is not based on applicant’s argunents with
regard to applicant’s other applications to register its
mark, on the third-party applications or registrations, or
on the asserted sophistication of the purchasers of the

products and services involved in this case. The

11
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i nformati on of record regardi ng applications and

regi strations of marks which include the term “ CONCURRENT”
are not evidence of use of such marks or that the consum ng
public is famliar with their use, so that information is
entitled to very little weight in resolving the question of
whet her or not confusion is likely. In re Hub
Distributing, Inc., 218 USPQ 284 (TTAB 1983); Nationa
Aeronautics and Space Administration v. Record Chem ca

Co., 185 USPQ 563 (TTAB 1975). O course, consistent

adm ni stration of the Lanham Act is a goal of this agency,
but, as noted above, the Board is neither necessarily aware
of how ot her applications have been treated at the

exam nation |evel of the Ofice nor bound by decisions nmade
there. In re AFG Industries, Inc. 17 USPQ2d 1162 (TTAB
1990). Additionally, although applicant argues that
custoners for computer hardware and software design are
sophi sticated purchasers with regard to these relatively
expensi ve services, it is well settled that know edge and
sophi stication with respect to particular products and
servi ces does not necessarily translate into the ability to
avoi d being confused by the use of simlar marks in
connection with closely related goods and/or services. In

re Deconbe, 9 USPQR2d 1812 (TTAB 1988).

12
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DECI SION:  The refusal to register under Section 2(d) of
t he Lanham Act on the ground of |ikelihood of confusion is

rever sed.
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