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El i zabeth A, Hughitt, Trademark Exam ning Attorney, Law
O fice 111 (Kevin R Peska, Acting Managi ng Attorney).

Before Ci ssel, Seehernan and Bottorff, Adm nistrative
Trademar k Judges.

Opi nion by Cissel, Admi nistrative Trademark Judge:

On April 12, 2000, applicant, a California
corporation, filed the above-identified application to
regi ster the mark BLACKHAVWK STOUT on the Principal Register
for “malt beverages, nanely, beer, ale and stout,” in C ass
32. Use of the mark in comrerce in connection with these
products since 1983 was clained. Applicant disclainedthe
exclusive right to use the word “STOUT” apart fromthe mark

a shown.
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The Exami ning Attorney refused registration under
Section 2(d) of the Lanham Act, 15 U. S.C. Section 1052(d),
on the ground that applicant’s mark so resenbles the mark
BLACKHAWK, which is registered® for “restaurant and catering

services,” that confusion is likely. Submtted in support
of this refusal to register were copies of a dozen third-
party registrations wherein the lists of goods and services
i nclude both restaurant services and beer, ale, stout,
porter and/or malt liquor. The Exam ning Attorney reasoned
that confusion is likely because the marks are very simlar
and because beer is commercially related to restaurant

servi ces.

Applicant responded to the refusal to register with
argunment that confusion is not |ikely because its mark is
di stingui shable fromthe cited registered mark, because
applicant’s goods are different fromthe services rendered
under the registered mark, and because the ways in which
applicant and the owner of the cited registration actually
use their nmarks and the trade dress in which their products

are presented nmake confusion unlikely. In support of this

argunent, applicant submtted copi es of pages retrieved

! Reg. No. 918,209 issued on the Principal Register on August 10,
1971 to Roth, Inc.; affidavit under Section 8 of the Act
accepted; renewed twice.
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fromthe registrant’s website. Additionally, applicant
argued that the state of Illinois, where registrant’s
restaurant is located, has stringent statutory regul ations
governing the brewi ng of beer on the prem ses of a
restaurant (copies of the regulations were attached), so
that in Illinois, at |east, expanding restaurant services
to i nclude brewpub services is not an ordi nary expansi on of
t he restaurant business.

The Exam ning Attorney was not persuaded by
applicant’s argunents, and in her second Ofice Action, she
made the refusal to register final. |In further support of
the refusal, she nade of record additional third-party
regi strations wherein the |isted goods and services include
bot h beer and restaurant services. |In sone of these
regi strations, the restaurant services are further narrowed
to “m crobrewery restaurant services” or “brewpub”
services. Additionally, excerpts fromvarious publications
and a beer encycl opedia were submtted to show that a
brewpub is a type of restaurant which brews and serves its
own beer on the prem ses; that brewpubs are a growi ng trend
in the beer industry; and that many restaurants now serve
private-| abel beers. The Exam ning Attorney maintained her
position that applicant’s beer, ale and stout are

sufficiently related to the restaurant services identified
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inthe cited registration that the use of these two very
simlar marks in connection with both woul d be understood
as an indication that these goods and services emanate from
a comon sour ce.

Appl i cant concurrently filed a request for
reconsi deration and a Notice of Appeal. The Board
instituted the appeal, but suspended action on it and
remanded the application file to the Exam ning Attorney for
reconsideration in view of applicant’s request. She
reconsi dered the refusal to register in |ight of
applicant’s argunents, issued a brief Ofice Action
mai ntai ning the refusal to register and returned the
application to the Board for resunption of action on the
appeal. Both applicant and the Exam ning Attorney filed
appeal briefs, but applicant did not request an oral
heari ng before the Board.

The sole issue before the Board in this appeal is
whet her confusion is likely between applicant’s mark,
BLACKHAWK STQUT, for malt beverages, nanely beer, ale and
stout, and the mark BLACKHAVWK, which is registered for
restaurant and catering services. Based on careful
consideration of the record, the argunents presented by

applicant and the Exam ning Attorney and the rel evant | egal
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precedents, we hold that confusion is likely and that the
refusal to register is therefore well taken.

The predecessor to our primary review ng court set
forth the factors to be considered in determ ning whet her
confusion is likely inInre E. I. DuPont de Nenours & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). First, we nust
| ook at the marks thenselves for simlarities in
appear ance, sound, connotation and comerci al inpression.
Then, we nust conpare the goods and services to determ ne
if they are related or if the activities surrounding their
mar keting are such that confusion as to source or origin is
likely. In this regard, we consider simlarities in the
channel s of trade and the people who purchase the goods and
servi ces.

Contrary to applicant’s contention that these marks
create distinct commercial inpressions, applicant’s mark is
very simlar to the registered mark. Applicant’s argunent
is based on consideration of its |abel specinen and copies
of pages fromregistrant’s website, but it is well settled
that in conparing the marks, we nust consider only the
mar ks as depicted in the application drawi ng page and the
registration, respectively. Interstate Brands Corp. v.

McKee Foods Corp., 53 USPQ2d 1910 (TTAB 2002).
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On this record, we have no basis upon which we could
conclude that these marks create different comerci al
inpressions. It is well settled that under appropriate
ci rcunstances, one feature or elenent of mark may be
recogni zed as playing a nore significant role in creating
the commercial inpression of a mark. G eater weight is
properly given to that dom nant portion in determning
whet her confusion is likely. In re National Data Corp.
224 USPQ 749 (Fed. Cir. 1985). Wile the generic, and
hence di scl ai med, portion of applicant’s mark, STOUT,
cannot be ignored, we can recognize that this word has no
source-identifying significance when it is conbined with
BLACKHAVWK and used in connection with stout. The nere
addition of a generic word is insufficient to overcone a
finding of |ikelihood of confusion under Section 2(d) of
the Act. In re Corning dass Wrks, 229 USPQ 65 (TTAB
1985). In the case at hand, these two marks create
comerci al inpressions which are the sane.

When the marks at issue resenble each other this nuch
the rel ationship between the goods or services of the
applicant and the registrant does not have to be as cl ose
in order to find confusion |likely as would be the case if
the marks were less simlar. Anctor, Inc. v. Antor

| ndustries, Inc., 210 USPQ 70 (TTAB 1981). Moreover, even
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when the marks are not this close, the goods or services do
not have to the identical or even directly conpetitive in
order to find that confusion is likely. Rather, they need
only be related in some manner, or the conditions
surroundi ng their marketing be such that they could be
encountered by the sane peopl e under circunstances that
could give rise to the m staken belief that the goods and
services conme fromone source. As noted by the Exam ning
Attorney, the proper conparison of the goods and services
nmust be based on the ways that they are identified in the
application and registration, respectively, and not on any
extrinsic evidence as to what the goods or services
actually offered in the marketplace are. Canadian | nperi al
Bank of Commerce v. Wl ls Fargo Bank, 811 F.2d 1490, 1
UsSPQ2d 1813 (Fed. Cir. 1987).

In the case at hand, the Exam ning Attorney made of
record thirty-two third-party registrations for goods and
servi ces which include both beer and restaurant services; a

listing fromThe Encycl opedia of Beer and excerpts from

publ i shed articles which show that brewpubs are a type of
restaurant specializing in beer and that restaurants sel
private-|abel beers. This evidence clearly establishes

that restaurant services are related to beer in such a way
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that the use of simlar marks in connection with both is
likely to cause confusion.

Applicant argues to the contrary, however, contending
that all these third-party registrations, the dictionary
listing and the excerpts from publications do not satisfy
the requirenent for the Exami ning Attorney to prove that
t he goods and services in question are related. Applicant
cites Lloyd' s Food Products, Inc. v. Eli’'s, Inc., 987 F.2d
766, 25 USPQR2d 2027 (Fed. G r. 1993), for the proposition
that in order to establish that confusion is likely, the
Exam ni ng Attorney nust show “sonmet hing nore” than just
that simlar nmarks are used for both food products and
restaurant services. Applicant argues that this record
does not show that the owner of the cited registration is
engaged in providing brewpub restaurant services or sells
private-|abel beer products, or, for that matter, that it
“pl aces any significant conmercial focus on beer.” (brief
p. 2).

We agree with the Exam ning Attorney, however, that
the “sonmething nore” required by the Court in the Lloyd's
case has been provided in the case at hand. The third-
party use-based registrations, although not evidence of the
use of the marks shown therein or that the public is

famliar with them neverthel ess have probative value to
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the extent that they serve to suggest that the |isted goods
and services are of the type which may emanate froma
single source. In re Albert Trostel & Sons Co., 29 USPQd
1783 (TTAB 1993); In re Miucky Duck Mustard Co. Inc., 6
USPQ2d 1467 (TTAB 1988). The dictionary definition and the
excerpts from published articles denonstrate that the

ordi nary consuners who purchase beer and stout have reason
to expect these products to be available in restaurants,
and that sone restaurants offer private-|abel beers and/or
brew their own beer. This evidence plainly satisfies the
test established by the court for denopbnstrating that the
goods identified in the application are related to
restaurant services.

Applicant’s argunent that because significant |egal
barriers exist in Illinois which woul d make registrant
unlikely to expand its business to include brewpub services
is not well taken. As the Exam ning Attorney points out,
the scope of registrant’s services is properly determ ned
by reference to the recitation of services in the
registration, in this case “restaurant and catering
services.” W nust interpret the term “restaurant
services” as including services rendered in all types of
restaurants, including the type known as brewpubs, wherein

beer and stout are nade and sol d. [t would not be
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i nconsistent with the recitation of services in the cited
registration for registrant to be providing brewub
services, or for that matter, for the registrant to offer
private-label beers for sale. Wether it would be
difficult or easy for registrant to render brewpub services
inlllinois is immterial to our inquiry.

Applicant contends that the Examning Attorney failed
to give proper weight to the fact that these two marks were
cont enpor aneously registered for al nost seven years, until
applicant’s registration was canceled for failure to file
the required affidavit under Section 8 of the Act; that
t hese nmarks have been in contenporaneous use for over 18
years with no known instances of actual confusion; and that
the interest of the registrant would not be conprom sed by
reversing the refusal to register because if registrant
believed it woul d be damaged by the issuance of a
registration to applicant, the registrant coul d oppose
regi stration. None of these argunents is well taken.

As the Exam ning Attorney points out, she is not bound
by prior decisions of other Exam ning Attorneys, which nmay
have been based on different records. In re Perez, 21
USPQ2d 1075 (TTAB 1991). The evidence in this record
establishes that at this tine, it is conmon for restaurants

to brew their own beer and to sell private-I|abel beer.

10
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This may not have been the case ten years ago, when the
application which resulted in applicant’s prior

regi stration was exam ned. As noted by applicant (brief p.
2), “Each case nust be decided on its own nmerits and the
differences are often subtle ones.” Industrial Nucleonics
Corp. v. Hinde, 475 F.2d 1197, 1199, 177 USPQ 386, 387
(CCPA 1973). G ven the evidence in the case at hand that
clearly shows that beer and restaurant services are rel ated
in today’ s marketplace, the fact that the prior application
was approved does not warrant reversal of the refusal to
register in the instant case.

As to applicant’s argunent that there is no evidence
that actual confusion has taken place, it is well settled
t hat such evidence is not necessary in order to resolve the
i ssue before us in this appeal, which is not whether
confusi on has occurred, but rather whether confusion is
likely. @Gant Food, Inc. v. Nation’s Foodservice, Inc.,
710 F.2d 1565, 218 USPQ 390 (Fed. Cir. 1993).

Applicant’s argunent that the registrant woul d be
adequately protected if we were to reverse the refusal to
register and allow the mark to be published for opposition
is simlarly not well taken. As the Exam ning Attorney
poi nts out, such an approach would essentially shift the

burden of the Exam ning Attorney to the registrant. This

11
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argunent was explicitly rejected by the court inlnre
D xi e Restaurants, 105 F.3d 1405, 41 USPQ2d 1531 (Fed. Cir.
1997) .

In summary, the Exami ning Attorney has net his burden
of establishing that the use of these very simlar marks in
connection with both restaurant services and beer is likely
to cause confusion wthin the neaning of Section 2(d) the
Lanham Act .

DECI SI ON: The refusal to register is affirned.
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