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BASF Dr ucksystenme GrbH (BASF or applicant) seeks to
register in typed drawi ng form NEWSKI NG for “printing
inks.” The intent-to-use application was filed on April 5,
2000.

Cting Section 2(d) of the Trademark Act, the
Exam ni ng Attorney has refused registration on the basis
that applicant’s mark, as applied to printing inks, is
likely to cause confusion with two marks previously
registered to the same entity. One mark is NEWS KI NG |
depicted in typed drawing formfor “printing presses.”

Regi stration No. 1,874,515. The second mark is NEWS Kl NG
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and crown design depicted in the form shown bel ow for
“printing presses, paper handling apparatus for printing

presses, and offset printing plates.” Registration No.

782, 050.

When the refusal to register was nmade final, applicant
appealed to this Board. Applicant and the Exam ni ng
Attorney filed briefs. Applicant did not request an ora
heari ng.

In any |ikelihood of confusion analysis, two key,
al t hough not exclusive, considerations are the simlarities
of the marks and the simlarities of the goods. Federated

Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192

USPQ 24, 29 (CCPA 1976) (“The fundanental inquiry nmandated
by Section 2(d) goes to the cunul ative effect of
differences in the essential characteristics of the goods
and differences in the marks.”).

Considering first the marks, applicant’s mark NEWSKI NG
is extrenely simlar to both of the registered marks. One

of the registered marks is essentially applicant’s mark
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with the nere addition of Il. The Il has little source
identifying significance. Rather, it nerely suggests an
advanced or second version of a NEWS KI NG or NEWSKI NG

Li kew se, the second registered mark is essentially
applicant’s mark with the nere insertion of a crown design,
which only reiterates the KING portion of the marks.

| ndeed, the marks NEWSKI NG and NEWS KI NG and crown desi gn
are absolutely identical in terns of pronunciation and
meani ng. Moreover, applicant itself has essentially
conceded that its mark and the two regi stered marks are
substantially identical when at the bottom of page 3 of its
brief it refers to “purchasers of NEWS KI NG printing
presses from|[registrant] King Press.”

Turning to a consideration of the goods as set forth
in the application and the two registrations, we start with
the proposition that as the simlarities of the marks
i ncrease, the respective goods need not be as simlar in
order to support a finding of likelihood of confusion. For
exanpl e, when applicant’s mark and registrant’s marks share
a “substantial identity” as is the case here, then their
use can lead to a likelihood of confusion “even when [the]
goods or services are not conpetitive or intrinsically

related.” In re Shell Gl Co., 992 F.2d 1204, 26 USPQd

1687, 1688-89 (Fed. Cir. 1993). However, in this case we
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find that applicant’s goods (printing inks) and at |east
certain of registrant’s goods (printing presses and
printing plates) are clearly rel ated.

To el aborate, we note at the outset that the term
“printing ink” is defined as “ink nade especially for use

in printing.” The Anerican Heritage D ctionary of the

Engl i sh Language (3% ed. 1992). However, the nost

conpel I'i ng evidence showi ng the clear rel ationship between
printing inks and printing presses (as well as printing
pl ates) are brochures submtted by applicant BASF
denonstrating that BASF manufactures and sells conplete
printing systens, including printing inks and printing
pl ates. One such brochure is entitled “BASF Printing
Systens: Integrated Solutions for a colourful future.” At
page 4 of this brochure, there appears the follow ng
sentence: “BASF Printing Systens is in the unique position
as a manufacturer of printing plates and inks to operate on
t he foundation of a conplete process chain fromraw
material to finished product.” As previously noted, cited
Regi stration No. 782,050 enconpasses not only printing
presses, but also printing plates.

Gven the fact that applicant’s mark is extrenely
simlar to if not substantially identical with the two

regi stered marks, and the additional fact that printing
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i nks (applicant’s goods) are clearly related to printing
presses and printing plates (sone of registrant’s goods),
we find that there exists a likelihood of confusion, and
accordingly affirmthe refusal to register

One final comment is in order. Applicant argues t hat
registrant’s particular printing presses are expensive
itenms which are purchased only by sophisticated consuners.
The problemw th applicant’s argunent is that the
identification of goods in the two cited registrations does
not restrict the printing presses or the printing plates to
those presses or plates which are expensive and which are
pur chased only by sophisticated consuners. It is well
settled that in Board proceedi ngs, “the question of
i kel i hood of confusion nust be determ ned based on an
analysis of the mark as applied to the goods and/or
services recited in applicant’s application vis-a-vis the
goods and/or services recited in [the cited] registration,
rat her than what the evidence shows the goods and/ or

services to be.” Canadian Inperial Bank v. Wlls Fargo

Bank, 811 F.2d 1490, 1 UsSPQ@d 1813, 1815 (Fed. Cir. 1987).
Put quite sinply, cited Registration No. 1,874,515 lists

sinply “printing presses.” This would include very sinple
printing presses that are relatively inexpensive and which

are purchased by consuners who are not necessarily
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sophi sticated. Likewi se, cited Registration No. 782,052
lists sinply printing presses and printing plates (anongst
ot her goods). Accordingly, this cited registration would
i kewi se enconpass very sinple printing presses and
printing plates.

Decision: The refusal to register is affirned.



