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Trademar k Judges.

Opi nion by Cissel, Adm nistrative Trademark Judge:

On January 4, 2000, applicant, a New York state
corporation, filed the above-referenced application to
register the mark “LOd COM on the Principal Register for
“desi gn and devel opnent of conputer software, prograns,
systens and networks for others, and conputer consultancy
and support services in International C ass 42.” Applicant
clainmed first use of the mark in connection with the

services and first use of the mark in interstate commerce
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in connection with the services at |least as early as June
of 1985.

The Exam ning Attorney refused registration under
Section 2(d) of the Lanham Act, 15 U. S.C. Section 1052(d),
on the ground that applicant’s mark, when used in
connection with the services specified in the application,
so resenbles the mark “LOG CON,” which is registered* for
“anal ysi s, planning, engineering, integration, testing and
simul ation for information, weapons, command, control,
comuni cations and intelligence systens; conputer software
design for others; updating of conputer software; conputer
system design, integration and consulting services; life
cycl e engi neering; design engineering; engineering
consul ting services, nanely, operations and systens
| ogi stics and planning in the nature of determ ning risks
and contingencies and their appropriate responses and
out cones; research services in high energy |asers, advanced
i mgi ng technol ogy, nuclear and conventi onal weapons
effects and anti-proliferation strategies, ocean physics,
neural networks and human factors engineering,” in C ass

42, that confusion is likely. The Exam ning Attorney

! Reg. No. 2,244,159, issued on May 11, 1999 to Logicon, Inc., a
Del awar e corporation
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concl uded that confusion is |likely because the narks are
highly simlar and the services are closely rel ated.
Addi tionally, the Exam ning Attorney required applicant to
anmend the recitation of services to clarify the indefinite
term “support services,” and suggested an anended
recitation for applicant to adopt, if it is accurate.

Appl i cant responded by anmendi ng the application to
adopt the recitation of services suggested by the Exam ning
Attorney: “design and devel opnent of conputer software,
prograns, systens and networks for others, and conputer
consul tancy and techni cal support services, in
International Class 42.” Applicant also argued that the
refusal to register under Section 2(d) of the Act was
i nproper because the actual services rendered by the owner
of the registered mark and by applicant under their
respective marks are different and are provided to
di fferent classes of sophisticated purchasers. Al though
applicant quoted fromregistrant’s website in support of
this contention, no evidence was subnmitted in support of
it.

Al t hough the anended recitation of services provided
by applicant had adopted in its entirety the term nol ogy
suggested by the Examining Attorney in the first Ofice

Action, apparently upon reconsideration, the Exam ning
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Attorney required further amendnent to the recitation-of-
services clause, holding that the wordi ng “techni cal
support services” is unacceptably indefinite.

Additionally, the refusal to register under Section
2(d) of the Act was also maintained. |In support of the
refusal, the Exam ning Attorney attached copies of pages
fromthe website of the registrant wherein registrant
expl ai ned the nature of the services it offers. The
Exam ning Attorney asserted that this evidence establishes
that the registrant perforns the sane services as the
applicant does and offers the services to both governnent
agenci es and conmerci al consuners.

Appl i cant responded by anending the recitation of
services to the followi ng: “design and devel opnent of
conput er software, prograns, systens and networks for
ot hers and conputer consultation; technical support
services, nanely, troubl eshooting of conmputer hardware and
software problens via tel ephone, e-nail and in person, in
International Cass 42.” Applicant again maintained that

“

confusion is not likely in the case at hand “in light of
the significant differences between the respective services
and channels of trade as they relate to Applicant’s mark

and that of Prior Registrant.” Applicant argued that

“(wWhile both entities engage in conputer system design,
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the actual services they provide differ significantly.
Prior Registrant’s conputer consulting and devel opnent
services are perforned in the context of vastly different
systens, including those relating to nuclear and

conventi onal weapons and intelligent systens, anti -
proliferation strategies, high-energy |asers, advanced

i magi ng technol ogy, ocean physics, neural network sand

human factoring engi neering,” whereas “[b]y contrast,
Applicant’s services are focused on devel opi ng custom zed
applications primarily for conmpanies in the New York
financial comunity and other conparable entities such as
law firnms. As such, these contrasting services define
sharply different markets for, and consunmers of, Prior
Regi strant’s and Applicant’s respective services.”
Additional ly, applicant asserted that it was not aware of
any actual confusion caused by the use of these two marks
in connection with the respective services of registrant
and applicant.

In the third Ofice Action, the Exam ning Attorney
accepted the anended recitation of services, but naintained
and made final the refusal to register under Section 2(d)
of the Act. Restating the basis for the conclusion that

applicant’s mark and the registered mark are highly simlar

i n appearance, sound, connotation and conmerci al
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i npression, the Exam ning Attorney went on to explain that
t he i ssue of whether the services are closely related is
determ ned on the basis of how the services are identified
in the application and in the registration, respectively,
rather than on the basis of extrinsic evidence that
establ i shes what the services actually are that the
applicant and the registrant render under their respective
mar ks. Submitted in support of the refusal was a copy of a
page froma dictionary showi ng that neither “logicon” nor
“logiconf are listed therein. The Exam ning Attorney
argued that this evidence supports the conclusion that the
marks are simlar. H's argunent seens to be that if the
wor ds had neani ngs and the neanings were different, then
the marks m ght create different commercial inpressions,
but that because they have no nmeanings and the terns are
simlar in pronunciation and appearance, the marks are very
much al i ke.

Applicant tinmely filed a Notice of Appeal, followed by
its appeal brief. The Exam ning Attorney filed a
responsive brief, but applicant did not request an oral
heari ng before the Board.

Based on careful consideration of the record in this
application, in view of the argunents of applicant and the

Exam ning Attorney, as well as the relevant | egal
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precedents, we hold that the refusal to register nust be
af fi rmed because confusion is likely between applicant’s
mark, as used in connection with the services set forth in
t he anmended application, and the cited registered mark, in
connection with the services recited in the registration.
The test for determ ning whether confusion is likely
is well settled. First, we nust evaluate the marks
t hemsel ves for simlarities in appearance, sound,
connotation and commercial inpression. In re E I. duPont
de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA 1973).
Then, we nust conpare the services to determne if they are
related or if the activities surrounding their marketing
are such that confusion as to source is likely. Inre
I nternati onal Tel ephone and Tel egraph Corp., 197 USPQ 910
(TTAB 1978). Regarding the marks, the test for confusion
is not whether the marks can be di stingui shed when
subjected to a side-by-side conparison. As the Exam ning
Attorney points out, the issue is whether the marks create
the sane overall commercial inpression. Visual Information
Institute, Inc. v. Vicon Industries, Inc., 209 USPQ 179
(TTAB 1980). The enphasis is on the recollection of the
aver age purchaser, who nornmally retains a general, rather
t han specific, inpression of trademarks. Chenetron Corp.

v. Morris Coupling & Canmp Co., 203 USPQ 537 (TTAB 1979).
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When the services of the respective parties are closely
related, the degree of simlarity between the marks which
is required to support a finding of Iikelihood of confusion
is not as great as it would be if the services were not
closely related. ECI Division of E Systens, Inc. v.

Envi ronnment al Communi cations Inc., 207 USPQ 443 (TTAB
1980) .

The marks in the instant case are simlar in
appear ance, pronunciation and commercial inpression.

“LOE COM and “LOd CON' each begin with the term*“logic,”
whi ch is suggestive in connection with conmputer goods and
servi ces, and when the “COM and “CON’' endi ngs are conbi ned
with this suggestive term the resulting marks are quite
simlar. Especially considering that they will not
necessarily be conpared on a side-by-side basis by people
with infallible nenories, their use on the sanme or closely
rel ated goods or services is likely to cause confusion.

A significant legal principle in this case is that our
determ nati on of whether the services of applicant and
registrant are so closely related that confusion is |ikely
nmust be made based upon the specific ways that the services
are identified in the application and the cited
regi stration, respectively, without limtations or

restrictions that are not refl ected therein. Oct ocom
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Systems, Inc. v. Houston Conputers Services, 918 F.2d 937,
16 USPQ2d 1783 (Fed. Cir. 1990). Notwithstanding all the
argunent applicant nmakes regarding what it perceives as
di fferences between the services applicant actually
provi des under its mark and the services applicant believes
regi strant actually renders under its registered mark, when
we base our conparison on the services as they are
identified in the application and the registration,
respectively, we find that they are legally identical. As
not ed above, the application identifies applicant’s
services, in part, as “design and devel opnent of conputer
sof tware, prograns, systens and networks for others and
conputer consultation,” and the cited registration recites
registrant’s services as including “conputer software
desi gned for others...conputer system design” and
“consul ting services.”

As noted above, when marks are used in connection wth
t he sane services, the marks do not need to be as simlar
in order to support a conclusion that confusion is |ikely
as would be the case if the marks were used in connection
with different services. |In the case at hand we do not
even need to apply this principle. Confusion is plainly

likely in view of the close simlarity of these marks and
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the legal identity of the services with which they are
used.
DECI SION:  The refusal to register under Section

2(d) the Lanham Act is affirnmed.
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