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Request for Reconsideration

A enn A Gundersen of Dechert Price & Rhoads for Security
Benefit Life Insurance Company.

Tanya L. Anps, Trademark Exam ning Attorney, Law Ofice 101
(Jerry L. Price, Mnaging Attorney).

Before Si mms, Hohein and Drost, Admi nistrative Tradenmark
Judges.

Opi nion by Simrs, Adm nistrative Tradenmark Judge:

Security Benefit Life Insurance Conpany (applicant)
has requested reconsideration of the Board s decision
i ssued March 18, 2003, affirm ng the refusal of the
Trademar k Exam ning Attorney to register the mark SECURI TY

FUNDS (“FUNDS" disclaimed) for mutual fund investnment
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servi ces, under Section 2(d) of the Trademark Act, on the
basis of Registration No. 1,242,311 for the mark SECURI TY
FUND and design (“FUND’ disclainmed) for banking services.
Applicant argues, anong others things, that sonme of
the evidence in the record is not reflected in our opinion
and that sonme of our findings are at variance with the
evidence. Applicant reiterates its argunents that banks
and nmutual funds do business in a way that ensures that
consuners wi |l understand the differences in these
services, that these services are in different industries
subject to different regulatory regines, that registrant’s
mark i s weak and conmonpl ace, and that the marks of
applicant and regi strant have co-existed for 22 years
wi t hout confusion. Applicant has also pointed to the fact
that the registered mark has recently been anended to
del ete any special formor design in the mark.?!
Applicant’s request |argely presents reargunent of
contentions that have already been adequately addressed in
the Board s decision. Al of the evidence of record was

consi dered, even though parts of the record may not have

1 Ofice records show that the registrant filed a request for amendment
of the registered mark on Decenber 16, 2002. According to Ofice
records, the Post Registration branch acted on this request on May 6,
2003. It is not clear if the amendnment has been approved. |[|f the
amendnent has been approved, the registered mark woul d be even nore
simlar to applicant’s mark in appearance and comerci al i npression
differing only by the letter “S” on the word “FUNDS.” W note that
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been specifically nmentioned in the opinion. The record
contai ns evidence of the relationship of banking services
and nmutual fund investnent services, with sone institutions
or conpani es offering both of these services. Suffice it
to say that we see no error in the decision conplained of.

One matter which the Board did not specifically
address (other than noting that applicant had presented
this argunent) is its contention that confusion will be
avoi ded because applicant’s SECURI TY FUNDS mark is part of
an existing famly of marks. However, the Board has held
that the existence of a famly of marks by an applicant (or
a registrant in a cancellation proceeding) is not an
avai | abl e defense to a claimof |ikelihood of confusion
with a registered nmark. See, for exanple, the discussion
of this defense, in the context of an inter partes
proceeding, in Baroid Drilling Fluids Inc. v. Sun Drilling
Products, 24 USPQd 1048, 1052-53 (TTAB 1992).

Applicant’s request for reconsideration is

deni ed.

applicant had earlier argued that the eagle design in the registered
mark was the dom nant el enment.



