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Opi nion by Cissel, Admi nistrative Trademark Judge:
On Novenber 30, 1998, applicant filed the above-

referenced application to register the mark shown bel ow
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for what were subsequently identified by anmendnent as

“tel ecommuni cations services, nanely, personal and business
communi cati ons services; tel ephone and tel egraph
conmuni cati ons servi ces; conmuni cati ons services, nanely,
cel lul ar tel ephone services, facsimle transm ssions, radio
and TV broadcasting, including through cable television,
broadcasting prograns via a global conputer network;
delivery of nessages and pages by el ectronic transm ssion;

| easi ng of tel econmuni cati ons apparatus, including

t el ephony apparatus,” in Cass 38. The basis for filing
the application was applicant’s assertion that it possessed
a bona fide intention to use the mark in conmerce in
connection with the services recited in the application.

In the first Ofice Action, the Exam ning Attorney
refused registration under Section 2(d) of the Lanham Act,
15 U. S.C. Section 1052(d), on the ground that if
applicant’s mark were used in connection with the services
specified in the application, it so resenbles the mark
"FAST PACKET DUET ADVANTAGE," which is registered1 for
"tel econmuni cati ons services, nanely, the electronic

transm ssion of radio, voice, and data; switch to nulti-

! Reg. No. 2,134,805, issued on the Principal Register on Feb. 3,
1998 to Bell Atlantic Network Services, Inc.; "FAST PACKET" was
di scl ai ned apart fromthe nmark as a whol e.
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nmegabit data service (SMDS); and exchange access frane
relay services (XA-FRS)," in Cass 38, that confusion would
be likely. The Exam ning Attorney also cited two pendi ng
applications as potential bars to registration, required
applicant to anend the recitation of services to be nore
definite, and addressed several other informalities.
Appl i cant was asked to indicate whether the nmark has any
significance in the relevant trade or industry, any

geogr aphi cal significance, or any neaning in a foreign

| anguage.

Applicant responded to the first Ofice Action with
argunment against the refusal to register, argunment with
respect to the potential citations of the marks in the two
prior-filed pending applications, and an anmendnent to the
recitation of services.

A newl y assi gned Exam ning Attorney suspended action
pendi ng the resolution of one of the prior-filed pending
appl i cations.

Appl i cant subsequently provided additional responses
to the Exam ning Attorney's refusal and requirenents,
arguing that confusion with the second registered mark is
not |ikely, anmending the recitation of services, and
stating that the term "DUET" does not have any significance

inthe relevant trade or industry, or as applied to the
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appl i cant's services, nor does it have geographic
significance or nmeaning in a foreign | anguage.

Next, the third Exam ning Attorney assigned to this
application withdrew the marks in the two pending
applications as potential bars to registration, but issued
a final refusal under Section 2(d) based on the cited
regi stered mark. She supplenented the final refusal by
submtting copies of a nunber of third-party registrations
wherein the services recited enconpass both the services
set forth in this application and the services set forth in
the registration cited as a bar.

Applicant filed a request for reconsideration,
followed by a tinmely Notice of Appeal. The appeal was
instituted, but action on it was suspended and the
application was remanded to the Exam ning Attorney for
consideration of applicant’s request for reconsideration.

Responsi ve to the request for reconsideration, she
mai ntai ned the refusal to register. The Board then resuned
action on the appeal, both applicant and the Exam ning
Attorney identified above filed briefs, and applicant filed
areply brief. No oral hearing before the Board was
requested. Accordingly, we have resolved this appeal based
on the witten argunents of applicant and the Exam ni ng

Attorney and the application file.
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In this connection, we note that applicant included in
its brief a listing of three registrations and two
applications, all of which are alleged to be owed by third
parties, wherein the marks include the term“DUET” or a
variation thereof. Applicant argues that this listing
establishes that the termis weak in connection with
t el ecommuni cati ons services, and therefore that confusion
is not likely in the case at hand.

As the Exam ning Attorney points out, however, the two
listed applications were subsequently abandoned and
consequently the marks therein never registered, and the
three listed registrations were never properly nade of
record by applicant. Mreover, even if copies of these
regi strati ons had been nade of record, they would not have
been persuasive of the contention that confusion would not
be likely in the instant case. Third-party registrations
are not evidence of the use of the marks therein, so they
could not have been considered to have established that the
consum ng public is so famliar with such marks that other
el enments in them serve to allow purchasers to differentiate
anong t hem

The issue before us in this proceeding i s whether
confusion would be likely with the cited registered mark if

applicant were to use the mark it seeks to register in
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connection with the services specified in the application,
as anended. Based on careful consideration of the facts
presented in this record in view of the rel evant | egal
authority, we find that the refusal to register nust be
affirmed because the marks are simlar and the services
wi th which applicant intends to use its mark are in part
the sane as the services listed in the cited registration.
Turning first to the relationship between the services
set forth in the application and those identified in the
cited registration, we note that whether confusion is
i kely between these marks nust be determi ned on the basis
of how the services are identified in the application and
the registration, respectively, without limtations or
restrictions that are not reflected therein. Toys “R Us,
Inc. v. Lanmps R Us, 219 USPQ 340 (TTAB 1983). In the
i nstant case, applicant’s services include “personal and

busi ness conmuni cati on services,” “tel ephone conmuni cation

services,” “cellular tel ephone services,” and “delivery of
nmessages and pages by electronic transm ssion.” These
services are in part identical to the services recited in
the registration as “tel econmuni cati ons services, nanely,
el ectronic transm ssion of video, voice, and data.”
Contrary to the argunents nade by applicant, reference to

the technical term “PACKET” in the registered mark does not
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limt the scope of the registration, nor does the fact that
the registration identifies other services which appear to
be nore narrowy defined and technical. Sinply put,

regi strant’s services include tel ecommunication services
such as the transm ssion of voice and data. Applicant’s
services cited as “communication services,” “tel ephone
comruni cation services” and “cellul ar tel ephone services”
are enconpassed within the term nol ogy enployed in the

regi stration.

Not wi t hst andi ng applicant’s argunent to the contrary,
this record does not support the conclusion that
applicant’s services, as well as those of the registrant,
are highly technical services which would not be used by
ordi nary consunmers. To the contrary, the recitations of
services in both the application and the cited registration
are not restricted or linmted as to the types of custoners
for whom the services are provided, so custoners for both
coul d accordingly include the same ordi nary consuners.

Clearly, if simlar marks were to be used to identify
the source of these overl apping tel econmuni cati ons
servi ces, confusion would be likely.

Turning then to a conparison of the marks, we agree
with the Exam ning Attorney that the word “DUET” is the

dom nant elenent in the cited registered mark. “FAST
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PACKET” is nerely descriptive in connection with the
services recited in the registration, and “ADVANTAGE,” as
used in the registered mark, has a suggestive, |audatory
significance in connection with the services set forth in
the registration. As is typically the case, these
descriptive or suggestive conmponents of the mark have | ess
significance in determ ning the overall conmerci al

i npression the mark engenders. Plainly, the word “DUET” is
the dom nant elenent in the registered mark.

It is well settled that there is nothing inproper in
stating that, for rational reasons, nore or |ess weight has
been given to a particular feature of a mark, provided that
the ultimte conclusion on the issue of |ikelihood of
confusion rests on a conparison of the marks in their
entireties. 1In re National Data Corp., 224 USPQ 749 (Fed.
Cir. 1985). The mark applicant seeks to register has as
its dom nant el ement the domnant termin the registered
mar k. \When we consider applicant’s mark and the cited
registered mark in their entireties, they create simlar
conmer ci al i npressions.

Applicant’s argunments regardi ng distinctions between
“DUET” and the termas used in its mark with an accent over
the letter “E’ are not persuasive that confusion between

the marks is not likely. The difference in appearance
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between the two words is mnimal. Applicant argues that
these two terns woul d be pronounced differently, but “DUET”
is areadily understood word in the English | anguage, and
because of this, even if purchasers were to notice the
accent over the letter “E’” in the word as it appears in the
mar k applicant seeks to register, such people are likely to
pronounce the word in applicant’s mark the sane way they
woul d pronounce the famliar word “DUET.” 1In re Mack, 197
USPQ 755 (TTAB 1977). \Watever suggestiveness this word
may have in connection with tel ecomunications services,
t he suggestion is the sane in both applicant’s mark and the
cited registered mark, so applicant’s assertions with
regard to suggestiveness are not persuasive that confusion
woul d not be likely.

Applicant al so argues that confusion would not be
i kely because of the design elements in the mark applicant
seeks to register. Odinarily, when a word is conbi ned
wi th graphic design elenments in a mark, it is the word that
is likely to be inpressed upon the nenories of purchasers.
In re Appetito Provisions Co., 3 USPQ@d 1553 (TTAB 1987).
This is particularly so in the instant case, where the
literal conponent of applicant’s mark is promnently
di splayed in the center of the circle design, and the

graphic representati ons of tel ephones are highly suggestive
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of applicant’s tel econmuni cation services. Although it
cannot be disputed that applicant’s mark does include these
design features which are not present in the cited

regi stered mark, the two marks are nonetheless simlar
because the domnant In re Mack, 197 USPQ 755 (TTAB 1977)
In re Mack, 197 USPQ 755 (TTAB 1977) In re Mack, 197 USPQ
755 (TTAB 1977) elenent in applicant’s mark is the
centrally displayed word, and that word is al nost identica
to the domnant elenent in the cited registered mark. This
is the termwhich is likely to be used in referring to or
reconmendi ng the services of either applicant or the owner
of the cited registration. 1In view of the nature of the
servi ces rendered by these businesses, such references are
likely to be made orally, in which case the two terns woul d
be i ndi stingui shabl e.

As noted by the Exanmining Attorney, the fact that
applicant’s services are enconpassed within the services of
the regi strant outwei ghs the differences between the narks.
The cl oser the relationship between the services, the |ess
simlar the marks nust be in order to support a finding
that confusion is likely. Century 21 Real Estate Corp. v.
Century Life of Anerica, 23 USPQR2d 1698 (Fed. Cir. 1992).

Moreover, if we were left with any doubts on the issue

of |ikelihood of confusion, such doubts woul d necessarily

10
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be resolved in favor of the registrant as the prior user,
and agai nst applicant, who, as a newconer, had a duty to
select a mark that would not be likely to cause confusion
with a mark already in use in the marketplace for these
services. In re Hyper Shoppes, (Chio), Inc., 837 F.2d 643,
6 USPQ2d 1025 (Fed. Cir. 1988).

In summary, because the domnant termin the cited
registered mark is alnost identical to the dom nant el enent
in the mark applicant seeks to register, the use of these
two marks in connection with the same services woul d be
likely to cause confusion.

DECI SION:  The refusal to register under Section 2(d)

of the Lanham Act is affirned.
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