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O fice 105 (Thomas G Howel |, Managi ng Attorney).

Bef ore Hairston, Bucher and Rogers, Adm nistrative Trademark
Judges.

Qpi ni on by Bucher, Administrative Trademark Judge:

Career Matrix, Inc. seeks registration on the Principal

Regi ster for the mark CAREER MATRI X for services recited as

“enpl oynment agency, enploynment counseling and recruiting
enpl oynent out pl acenent services, enployee relocation and
i nformati on regardi ng enpl oyees, enpl oyees and enpl oynent
opportunities all of which nmay be accessed through a gl obal

conputer network,” in International Cass 35.1

! Application Serial No. 75/487,869 was filed on May 19, 1998,
based upon applicant’s allegation of a bona fide intention to use
the mark in conmerce.
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This case is now before the Board on appeal fromfinal
refusals to regi ster based upon Sections 6 and 2(d) of the
Trademark Act, 15 U.S.C. 81056 and 81052(d). The Trademark
Exam ning Attorney has held that the word “Career” nust be
di scl ai med apart fromthe mark as shown i nasrmuch as it is
nmerely descriptive of the recited enpl oynent services. The
Trademar k Exam ning Attorney has also held that applicant’s
mark, if it is used in connection with the recited services,

so resenbles the mark MATRI X regi stered for “placenent of data

processi ng professionals on both a permanent and contract
basis,” also in International Class 35,2 that it would be
|ikely to cause confusion, to cause m stake or to deceive.

Applicant and the Trademark Exam ning Attorney have fully
briefed this appeal, but applicant did not request an oral
heari ng.

W affirmthe refusals to register.

DI SCLAI MER

In support of his position that the word “Career” is
nerely descriptive of applicant’s services, the Tradenark
Exam ni ng Attorney has placed into the record dictionary

definitions of the termas well as LEXIS/ NEXIS stories where

2 Regi stration No. 1,677,832, issued on the Principa
Regi ster on March 3, 1992; Section 8 affidavit accepted and
Section 15 affidavit acknow edged; renewed.
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the termis used in conjunction with enploynment services.?
Thi s conbi nati on of sources certainly denonstrates a
connecti on between the term “career” and enpl oynent services
of various types, including those of applicant.

Wil e applicant refers (in the context of its |ikelihood
of confusion discussion, appeal brief, p. 3) to “Career” as
the “ ...arguably strongest portion of its mark,” applicant
fails to explain why the word “Career” is not descriptive or

why it refuses to disclaimthis term*

3 The Trademar k Exam ning Attorney searched the NEXI S news
dat abase using the query “CAREER W5 EMPLOYMENT AGENC!” This
search retrieved 517 results of which 23 of the first 49 hits
were printed using the “kwic” format. Wile not reprinted
herein, they do show that terns |ike “career,” “careers,”
“career center,” “career fairs,” “career professionals,”
“career advisor,” “career placenent,” “career help” and “career
i ssues” occur in the sane sentence with a termlike “enpl oynent
agency” (or “enploynent agencies”). It is also clear from
these excerpts that the word “Career” is sonmetinmes used within
trade nanmes for enploynent agencies, and that the terns “career
sites” and “career portals” are general ways of descri bing
online points for access to enpl oynent agency services of the
type applicant is offering.

4 In the final substantive paragraph of its appeal brief,
applicant quotes to | anguage fromthe Tradenmark Manual of
Examining Procedure (e.g., TMEP 8§1213.05 “Unitary Marks,” 3"
Ed. 2003) about the inappropriateness of a disclainer
requirenment in conposite marks involving unitary terns.
However, there is no explanation as to why applicant concl udes
that the conbinati on CAREER MATRI X i s unitary.

Nor has applicant countered the Trademark Exam ning
Attorney’s showing that the word “Career” is descriptive. See
In re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987)

[ When the Trademark Exam ning Attorney sets forth a prima facie
case, the applicant cannot sinply criticize the absence of
addi ti onal evidence supporting the refusal, but nust come
forward with evidence supporting its argunment for
registration.].

- 3 -



Serial No. 75/487, 869

In light of the uncontroverted showi ng nmade by the
Trademark Examining Attorney that the term“Career” is nerely
descriptive of a feature, purpose or function of applicant’s
services (i.e., use of applicant’s services may hel p one begin
or further a career), we affirmthe refusal to register in
| ight of applicant’s failure to conply with the Ofice’s

requirenent to disclaimthis term

LI KELI HOOD OF CONFUSI ON

Applicant al so argues that the Tradenmark Exam ning
Attorney has erroneously refused its application as being
likely to cause confusion with the cited registration. Mich
of this discussion, however, is tied to the Trademark
Exam ning Attorney’'s earlier (and erroneous) characterization
of the word “CAREER’ as havi ng been discl ai med by applicant.?®

Nonet hel ess, applicant has largely failed to develop its

5 Applicant’s response of August 2, 1999, began as follows:

The Exam ning Attorney has requested that
Applicant insert the follow ng disclainmer into
the record:

“No claimis nmade to the exclusive right to
use CAREER apart fromthe mark as shown.”

The requirenment is respectfully traversed.

Evidently, the Trademark Exam ning Attorney and the paral ega
support staff within the Ofice erroneously processed this as if
appl i cant has agreed to the disclainmer. Wen the Tradenark
Exam ning Attorney was alerted to this m scomunication by the
applicant, he reinstated the requirenent for a disclainer on
Decenber 7, 2000 and went Final as to this refusal to register.
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position in the context of the du Pont factors® under which we
nmust decide this ground of refusal. Rather, in a nost
concl usory fashion, applicant contends that applicant’s
services are easily differentiated fromregistrant’s services
and that the two marks create different comerci al
| mpr essi ons.

By contrast, the Trademark Exanmining Attorney takes the
position that applicant’s services are closely related to
regi strant’s services and that the respective narks create
substantially simlar overall conmercial inpressions.

Turning first to a consideration of the respective
services, it is well settled that services need not be
I dentical or even conpetitive in nature in order to support a
finding of likelihood of confusion. Instead, it is sufficient
that the services are related in sone manner and/or that the
ci rcunst ances surrounding their marketing are such that they
woul d be likely to be encountered by the sanme persons under
situations that would give rise, because of the marks enpl oyed
I n connection therewith, to the m staken belief that they
originate fromor are in sonme way associated with the sane

entity or provider. See Mnsanto Co. v. Enviro-Chem Corp.

6 Inre E 1. du Pont de Nenours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973). This case sets forth the factors that
nmust be considered in determ ning |ikelihood of confusion if
rel evant evidence is of record.
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199 USPQ 590, 595-96 (TTAB 1978) and In re Internationa

Tel ephone & Tel egraph Corp., 197 USPQ 910, 911 (TTAB 1978).

We concur with the Trademark Exam ni ng Attorney that
applicant’s “enpl oynent agency, enploynent counseling and
recruiting enpl oynment outpl acenent services, enployee
rel ocation and information” services and registrant’s services
recited as the “placenent of data processing professionals,”
are so closely related in a comercial sense that, if rendered
under simlar marks, confusion as to their origin or
affiliation would be |ikely.

In defining registrant’s and applicant’s respective
custonmers, we note that both applicant and registrant provide
per sonnel placenent services. |t appears that registrant
offers its services to “data processing” (now nore comonly
referred to as “information technology” or “IT")
prof essionals. Ostensibly, applicant’s services will be
avail able to a broader range of personnel, but clearly
applicant’s popul ation of job seekers would have to include IT
or “data processing” professionals.

As to the way in which these services are, or will be,
offered, it is explicit in applicant’s recital that its
services are to be provided online. Wile presumably
registrant’s services were offered froma brick-and-nortar

| ocati on when first used in 1983, there is no restriction in
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registrant’s recital that precludes its offering its services
online. 1In short, we nust consider applicant’s services and
registrant’ s services as both being offered online. In any
case, even if registrant’s services were limted to a bricks-
and-nortar operation, this distinction is w thout any
meani ngful significance because IT or “data processing”
professionals in search of career placenent could still obtain
essentially the same assistance through either applicant’s
services or those of registrant. Thus, a consuner nay not
only utilize the registrant’s professional placenent services,
but that same consuner, when selecting alternatives for
addi ti onal enpl oynent assi stance, may choose the applicant’s
ot her enpl oynent services under the m staken belief that it is
t he sane conpany that provided his/her initial placenent
servi ces.

Furthernore, the Internet evidence nade of record by
applicant serves to confirmthe closely related and
overl appi ng nature of applicant’s and registrant’s servi ces.
Not surprisingly, “conputers” is anong the “career channels”
touted on applicant’s webpages. Such evidence reveal s that
personnel placenent services of the type registrant offers are
i dentical to the services that applicant intends to offer

online to candi dates seeking assistance with career or
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enpl oyment opportunities in the data processing/information
t echnol ogy/ conputer fields.

We turn then to the respective marks. Applicant stresses
that the first word inits mark is “Career” — a word not found
inthe cited mark. This addition creates dissimlarities in
t he sound and appearance of the marks. However, we find that
in this case, this difference cannot serve to distinguish the
mar ks.

Whil e we conpare the marks in their entireties, our
primary reviewi ng court has held that in articulating reasons
for reaching a conclusion on the question of |ikelihood of
confusion, there is nothing inproper in stating that, for
rati onal reasons, nore or |ess weight has been given to a
particular feature or portion of a mark. That is, one feature
of a mark may have nore significance than another. See Sweats

Fashions Inc. v. Pannill Knitting Co., 833 F.2d 1560, 4 USPQ2d

1793, 1798 (Fed. Cr. 1987), and In re National Data

Cor poration, 753 F.2d 1056, 224 USPQ 749, 752 (Fed. G r

1985) .

Mor eover, under actual market conditions, consuners
generally do not have the luxury of making side-by-side
conparisons. The proper test in determining |ikelihood of
confusion is not a side-by-side conparison of the marks, but

rat her, the decision nust be based on the simlarity of the
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general overall comrercial inpressions engendered by the

i nvol ved marks. See Puma-Sportschuhfabriken Rudolf Dassler KG

v. Roller Derby Skate Corporation, 206 USPQ 255 (TTAB 1980).

Hence, while we find some dissimlarities in sound and
appear ance between the two nmarks, we conclude these difference
are legally insignificant.

By contrast, we find nmuch nore inportant the significant
simlarities in the connotations of MATRI X and CAREER NATRI X
as applied to the recited services. According to all the
evi dence of record, MATRI X is a seenmingly arbitrary mark for
registrant’ s placenent services. The term MATRI X is an
Engl i sh-1anguage word havi ng a nunber of different neanings,
but a preval ent one evokes mathematical arrays.” |f indeed
this termis arbitrary as applied to registrant’s services, it
nmust be presunmed to be an inherently strong mark. Then,
applicant’s mark (CAREER MATRI X) sinply adds the “Career”
designation to the front of registrant’s mark. The added word
(“Career”) is nerely descriptive for applicant’s services and,

as di scussed above, should have been di scl ai ned.

! Matrix: a set of nunbers arranged in rows and colums so
as to forma rectangul ar array. The nunbers are called the

el ements, or entries, of the matrix. Matrices have w de
applications in engineering, physics, economcs, and statistics
as well as in various branches of nathenmatics.

http://ww. britanni ca.com eb/articl e?eu=52683&t oci d=0&quer y=nat
rix&t= This online encyclopedia entry contains a link to a
series of popular science fiction / action novies of recent
years entitled “Matrix” starring Keanu Reeves.
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Hence, we conclude that the term “Matrix,” plays a major
role in formng the overall commrercial inpression of both
mar ks, and that the conmercial inpressions created by the
mar ks involved herein are substantially the sanme. See The

Wel | a Corporation v. California Concept Corporation, 558 F.2d

1019, 194 USPQ 419 (CCPA 1977); and G uen Industries, Inc. v.

Ray Curran & Co., 152 USPQ 778 (TTAB 1967).

Accordingly, we find that consunmers and prospective

custoners, famliar with registrant’s mark MATRI X f or

“pl acenent of data processing professionals” would be likely
to believe, upon encountering applicant’s confusingly simlar
mar Kk CAREER MATRI X for “enpl oynent agency, enpl oynment

counsel ing and recruiting enploynent outplacenent services,
enpl oyee relocation and information regardi ng enpl oyees,

enpl oyees and enpl oynment opportunities all of which may be
accessed through a global conputer network,” that such closely
rel ated and overl appi ng services enmanate from or are

ot herwi se sponsored by or affiliated with, the sane source.
Therefore, the refusal under Section 2(d) of the Act is also

af firned.

Decision: Both refusals to register are hereby affirned.



