THIS DISPOSITION IS NOT
CITABLE AS PRECEDENT

Mai | ed:
OF THE TTAB 8/ 29/ 03
Hear i ng: Paper No. 14
July 10, 2003 RFC

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Consac I ndustries, Inc. d/b/a Desert Essence
V.
Forest Essentials, I|nc.

Opposition No. 124,502
to application Serial No. 78/ 034, 841
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Thomas M Furth of Jordan and Hanburg, LLP for Consac
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| ndustries, Inc.

Before Cissel, Chapman and Walters, Admi nistrative
Trademar k Judges.

Opi nion by Cissel, Adm nistrative Trademark Judge:

As anended, the above-identified application seeks
registration on the Principal Register of the mark DESERT
ESSENTI ALS for “bar soap, hair shanpoos and conditi oners,
bath gels, body lotions and personal gift sets conprising
of (sic) hair shanpoos, conditioners, baths gels, body

| otions, [and] bar soaps[,] in International Class 3.~
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The basis for filing the application was applicant’s
assertion that it possessed a bona fide intention to use
the mark in conmmerce in connection with these products.
As anended, the application clains ownership of

Regi stration No. 2,422,183 for the mark | SLAND ESSENTI ALS
for “skin soap in bar form and body care products,

nanmel y, hair shanpoo, hair conditioner, and gel, body

| otion, sunscreens and self tanning |lotion, colognes and
bath crystals,” in Class 3, and Regi stration No.

2,005,951 for the mark

/&l

for “personal soaps, hair shanpoos, hair conditioners,
bath gels, body lotions, fragrances in the nature of

perfunmes and potpourri,” in Class 3.
On October 29, 2001, a tinely Notice of Opposition
was filed by Consac Industries, Inc., d/b/a Desert

Essence, a New York corporation. As grounds for the

opposition, opposer alleged that it and its predecessors-
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in-interest adopted and have continuously used in
interstate commerce the trademark DESERT ESSENCE si nce at
| east as early as Novenmber 11, 1980 in connection with
goods simlar to the goods on which applicant intends to
use the mark it seeks to register; that opposer owns
seven listed federal trademark registrations for marks
whi ch consi st of or include DESERT ESSENCE for a variety
of personal care products that are the same as or
ot herwi se closely related to the goods listed in the
opposed application; that opposer’s DESERT ESSENCE mar k
is fambus within the meaning of Section 43(c) of the
Lanham Act; that the mark applicant seeks to register so
resenbl es opposer’s pleaded marks that if applicant were
to use it in connection with the goods |isted the
appl i cation, confusion would be likely; and further, that
such use by applicant would | essen the capacity of
opposer’s mark to identify and distinguish opposer’s
goods, thereby diluting the distinctive quality of
opposer’s mark under Section 43(a) of the Act.

In its answer, applicant denied the salient
al | egati ons asserted by opposer in the Notice of
Opposition, and claimed that applicant has used the marks

in the registrations of which it clainmed owership in the
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application, | SLAND ESSENTI ALS and “Forest Essentials”
and design, “with no problens.”

A trial was conducted in accordance with the
Trademark Rul es of Practice. Opposer made of record the
testimony and nineteen related exhibits fromthe
deposition of opposer’s president of marketing, Jodi
Billet. 1In addition, during its testinony period,
opposer filed a notice of reliance on status and title
copies of its pleaded registrations.

Applicant declined to attend the deposition of M.
Billet, and neither took testinmony nor filed any other
evi dence'.

Opposer filed its brief, applicant’s president filed

a brief on behalf of applicant? and opposer filed a reply

lpposer’ s brief notes that opposer was served with the
affidavit of applicant’s president, but no copy thereof has been
received at the Board, and in any event, as opposer points out,
any such subm ssion woul d not have conplied with Rule 2.123(b)
of the Trademark Rul es of Practice, and the Board woul d not have
consi dered any such affidavit.

2 Applicant sought to make of record evidence attached to its
brief, but opposer properly objected to the Board’s

consi deration of any such attachnents because they were not
timely submitted within applicant’s testinony period established
inthe earlier trial schedul e promul gated by the Board.

Moreover, and in any event, even if applicant had properly nade
of record the third-party registrations on which its brief
appears to be centered, it is well settled that third-party

regi strations are not evidence of the use of the marks therein
and are of little probative value in resolving the issue of

I'i kel i hood of confusion. See Sans, Third-Party Registrations in
TTAB Proceedi ngs, 72 TMR 297 (1982).
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brief. The oral hearing referenced above was conduct ed
before the Board on July 10, 2003.°

Based on careful consideration of the testinony and
evi dence properly of record in this opposition
proceedi ng, as well as the arguments presented by
applicant and counsel for opposer, we hold that opposer
has met its burden of proof with regard to its likelihood
of confusion claimunder Section 2(d) of the Act.

The predecessor to our primary review ng court
listed the principal factors to be considered in
det erm ni ng whet her confusion is likely in the case of
E.l. duPont de
Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).
Chi ef anong these factors are the simlarity of the marks
as to appearance, pronunciation, meaning and comrerci al
i npression, and the simlarity of the goods.

The goods listed in the application include bar
soap, hair shanpoos and conditioners, bath gels and body
| otions. Opposer’s registrations and the testinmony (and
exhi bits thereto) establish opposer’s prior use of DESERT

ESSENCE in connection with the identical goods.

3 Counsel for opposer appeared in person before the Board in
Arlington, Virginia, and applicant’s president appeared on
behal f of applicant by nmeans of a video tel econference.
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“When mar ks woul d appear on virtually identical
goods or services, the degree of simlarity between the
mar ks necessary to support a conclusion of |ikely
confusion declines.” Century 21 Real Estate Corp. V.
Century Life of Anerica, 970 F.2d 874, 23 USPQ 6098, 1700
(Fed. Cir. 1982). In the case before us, especially in
view of the identity of the goods of applicant and
opposer, the marks are plainly simlar enough that
confusion would be likely if applicant were to use the
mark it seeks to register on the goods listed in the
appl ication.

This is so because the marks create very sim|lar
commercial inpressions. The word “DESERT” is the first
word in each mark. This non-descriptive word plays a
significant role in determ ning the connotation, and
hence the commercial inpression, each mark has. The
second word in applicant’s mark is “ESSENTI ALS,” whereas
the second word in opposer’s mark is “ESSENCE.” \While
these terns are not identical, they are simlar in
appearance, pronunciation and meani ng. As opposer points
out, “ESSENTIAL” is defined as “of, relating to or

constituting essence.” MerriamWbster Online

Dictionary, (www. mw com) (of which the Board may take

judicial notice). When we conpare “DESERT ESSENTI ALS”
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with “DESERT ESSENCE,” we find that the marks in their
entireties create very simlar comercial inpressions.
The record is devoid of evidence that anyone ot her than
opposer uses another mark which is simlar to opposer’s
mark in connection with goods which are comrercially
related to opposer’s products. As noted above, even if
appl i cant had properly nmade of record third-party
regi strations of such marks, the registrations thenselves
woul d not have been evidence that the marks therein are
in use, or that prospective purchasers of these kinds of
products are aware of the use of them such that snal
differences in the marks are sufficient for such
purchasers to distinguish anong them

Appl i cant argues that in resolving the issue of
whet her confusion would be |ikely, the Board shoul d be
gui ded by the decision of the Exam ning Attorney to pass
applicant’s mark to publication notw thstandi ng opposer's
valid registrations. This argunment is not well taken.
As opposer points out, every opposition based upon
Section 2(d) the Lanham Act follows a finding by an
Exam ni ng Attorney that registration is not precluded by
prior registrations. |If applicant’s argunment were
consistent with actual practice, no opposition based on

Section 2(d) could ever be sustained.
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Addi tionally, although applicant asserts that its
deci sion to adopt the mark it seeks to register was made
in good faith, this fact does not vitiate the |ikelihood
of confusion. As opposer notes, if potential purchasers
woul d be likely to be confused by the use of simlar
mar ks on identical products, applicant’s intentions would
probably not change that; no anmount of good faith on the
part of applicant could make themless likely to be
conf used.

I n summary, opposer has met its burden of proof in
the case at hand by establishing its prior use and
registration of a simlar mark in connection w th goods
which are in part identical and otherw se closely rel ated
to the goods listed in the opposed application. Under
t hese circumstances, confusion within the neaning of
Section 2(d) of the Act is plainly likely. W need not
resol ve opposer’s claimof dilution under Section
43(c) (1) of the Act.

DECI SI ON: The opposition is sustained under Section 2(d)

of the Act, and registration to applicant is refused.



