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Opi nion by Walters, Adm nistrative Trademark Judge:

Ni ke, Inc. filed its opposition to the application
of Pleasures of the Table, Inc. to register the mark
shown bel ow for “food and beverage services, nanely, food

preparation, distribution and serving, restaurant,
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cocktail lounge and catering services,” in International

Class 42.1

Ben a 1 Restzuramt extraordinars

As grounds for opposition, opposer asserts that
applicant’s mark, when applied to applicant’s services so
resenbl es opposer’s previously used and regi stered mark
NI KE, alone and with various additional terns as a word
mar k, and in various design formats, for a variety of

goods and services? (hereinafter “NIKE marks”), as to be

! Application Serial No. 75/240,563, filed February 12, 1997, based upon
an allegation of a bona fide intention to use the mark in comrerce in
connection with the identified services. The application includes a

di scl ai mer of BAR AND RESTAURANT EXTRAORDI NAI RE apart fromthe mark as a
whol e; and a statement that the lining in the drawing is a feature of
the mark. We note that the drawing of the mark in the USPTO aut omat ed
records is illegible. If this mark is ultimately determ ned to be

regi strable, a |egible drawing should be entered prior to i ssuance of a
regi stration.

2 Opposer relies on nunerous registrations that were pleaded in the

noti ce of opposition and properly nade of record through the testinony
of John Coburn, opposer’s assistant general counsel and corporate
assistant secretary. These include registrations for NIKE (Registration
Nos. 978,952; 1,153,938; 1,214,930; 1,243,248; 1,277,066; 1,945, 654;
2,025,926; 2,196,735) and NIKE with swoosh design (Registration Nos.

1, 237, 469; 1, 238,853; 1,325,938; 1,772,987; 2,024, 436; 2,209, 815;
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likely to cause confusion, under Section 2(d) of the
Trademark Act. Opposer alleges that its NIKE marks are
“exceedingly well known” and that its trade nane and mark
NI KE i s fanous.

Applicant, in its answer, denied the salient
al | egati ons of opposer’s claim

Procedural Matters

On April 9, 2002, applicant filed a notion objecting

to opposer’s notice of reliance, which was filed April 5,

2002, on various excerpts from publications. On My 14,

2,239,076) for a variety of products, including footwear, bags,
clothing, sport balls, swimequiprment, tinmepieces, posters and retai
footwear and apparel services; NIKE TOM (Registration No. 1,775, 629)
for various itens of clothing; NI KE SHOP (Registration No. 2,237,132)
for retail store services for clothing, footwear, bags and rel ated
accessories; and NI KE GOLF (Registration No. 1,944,436) for bags,
footwear and clothing. The NI KE and swoosh design mark appears as
foll ows:

N

M. Coburn testified to the status and ownership by opposer of
several additional registrations that were not pleaded in the notice of
opposition, but were exhibits to his testinony, including N KE
(Regi stration Nos. 1,924,353 and 2,239,077) for school naterials and
bags and swi m equi pnent; N KE and swoosh design (Regi stration Nos.

1, 866, 140; 2,473,828; 2,534,358; 2,104,329; 2,024,717) for schoo

mat eri al s, sporting equipnent, tinmepieces, footwear and clothing; N KE
ALPHA PRQJECT and design (Registration No. 2,517,735) for footwear and
various items of clothing; and NI KE GRI ND and design (Registration No.
2,480,935) for artificial recreational surfaces; N KE AIR and swoosh
design (Registration NO 1,571,066) for T-shirts; N KE AIR (Registration
No. 1,307,123) for footwear and cushioning el ements; and NI KE TOAN and
design (Registration No. 1,796,122) for retail store services for

cl ot hing, footwear, bags and accessories. Because these additiona

regi strations were not properly pleaded in the notice of opposition

t hey have been considered only in connection with determ ning the scope
of goods and services upon which opposer has used its N KE nmarKks.
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2002, the Board issued an order deferring consideration
of this objection until final decision.® Therefore, we
now consi der applicant’s objection.

The excerpts submtted by opposer are from vari ous
magazi nes, periodicals and newspapers. Opposer states in
its notice of reliance that “the articles are relevant to
show the fame of the mark NI KE, the expansion of the
areas of business under the mark, the value of the mark,
and the practice of |licensing of valuable marks for
unrel ated products and services.” Applicant objects on
the ground that the articles are not publications
anmenabl e to subm ssion by notice of reliance, and that
the articles “are hearsay, are not probative, and are not
rel evant for any of the purposes alleged.”

Clearly, these are publications which nmay be
subm tted by notice of reliance under Trademark Rul e
2.122(e), and applicant has provided no basis for
concl udi ng otherwi se. The evidence in question would be
hearsay for the truth of the statenents contained in the
excerpts and it is not accepted for that purpose.
However, it is relevant to show the extent of public

exposure to opposer’s marks, that is, it is reasonable to

3 Applicant also previously filed a notion to strike the testinony of
John Coburn, which notion was denied by the Board in an order dated
Sept enber 19, 2002.
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assume that sonme of the public has viewed these excerpts
and, thus, has been exposed to the information contained
therein. Thus, at a mininum this evidence is relevant
to establishing the fame of opposer’s marks. Applicant’s
obj ection is overrul ed.

Turning to opposer’s objection, inits brief, to the
evi dence submitted in applicant’s June 14, 2002 notice of
reliance, opposer contends that the material is either
copi es of information downl oaded fromthe Internet and,
as such, is not self-authenticating, or that the evidence
is frompublications that are not identified properly or
are not generally available to the public and, thus, this
material is not properly subnmtted by notice of reliance.

Opposer’s objections are well taken and, thus, this
evi dence subnitted by applicant by notice of reliance has
not been considered. See, In re Total Quality G oup
| nc., 51USPQ2d 1474 (TTAB 1999); and Racci oppi v. Apogee
I nc., 47 USPQ2d 1368 (TTAB 1998). However, the Board has
considered this evidence to the extent that it is the
sanme evidence submtted as exhibits to Ms. Tibbetts’
testimony. There was proper foundation and
aut henti cati on of these docunents through Ms. Tibbetts’
testimony. Nonethel ess, Ms. Tibbetts acknow edged t hat

she had no i ndependent know edge of the facts contained
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in the docunents submtted with her testinony.
Therefore, the informati on contained in those docunments
is hearsay for the truth of the statenments contai ned
therein and the Board has not considered it for that
pur pose.
The Record

The record consists of the pleadings; the file of
the invol ved application; excerpts fromvarious
publications submtted by opposer under notice of
reliance; opposer’s responses to applicant’s request for
adm ssions, submtted by applicant under notice of
reliance; the testinmony deposition by opposer of John
Coburn, opposer’s assistant general counsel and corporate
assi stant secretary, with acconpanying exhibits; and the
t esti nony deposition by applicant of Jean Tibbetts,”* with
acconpanyi ng exhibits. Both parties filed briefs on the
case but an oral hearing was not requested.

The Parties

Opposer has established, through the testinony of
M. Coburn, that opposer began its business in the early
1970's by offering a line of NIKE running and track

f oot wear; that opposer expanded its NI KE footwear line to

4 Ms. Tibbetts’ connection to applicant is not identified in the
deposition or elsewhere in the record.



Opposition No. 115,293

i nclude other types of footwear and devel oped new

f oot wear categories; that in the m d-1970"s opposer
expanded further to also offer N KE clothing and sports
equi pnment; and that opposer has expanded its NIKE line to
i nclude bags, eyegl asses, tinepieces and el ectronics.

M. Coburn described opposer’s retail stores, identified
by the mark NIKE TOAN, which are | ocated throughout the
country. In addition to retail product sales, M. Coburn
stated that opposer’s stores sponsor sports clinics and
ot her events and provide rental space for private
parties.

M. Coburn stated that opposer’s world corporate
headquarters are | ocated in Beaverton, Oregon, and that
opposer refers to its headquarters as the “NIKE World
Campus.” At its canpus, opposer offers public tours and
sports clinics, anong other events. For visitors and
enpl oyees, opposer operates several restaurants on or
adj acent to the canpus, as well as conference centers
with catering that can be rented by the public for |ocal
events. Opposer’s restaurants have various nanes,
including, inter alia, Airsole Restaurant, Boston Deli,
Bowdoin’s, and Café 19. The restaurants and the food

service at the conference centers are operated by opposer
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t hrough its Ni ke Food Services, which appears to be
either a division or departnment of, or a conpany rel ated
to, opposer. However, there is no evidence indicating
specifically when opposer began offering its restaurant
services or when, or if, it began using the mark NI KE in
connection with its restaurant and conference center food
servi ces.

Applicant submtted the testinony of Jean Ti bbetts,
wherei n she authenticated numerous exhibits in the nature
of excerpts fromvarious Internet sites that she had
downl oaded.® The Internet excerpts include various uses
of the term “Nike,” sone refer to the Nike Mssile
Project, and a substantial nunmber of |istings containing
the term “Ni ke” appear on the Internet site

www. Super Pages. com  On cross-exani nation, M. Tibbetts

acknow edged that she did not know how many of the Nike
references were to opposer or its |icensees, or how many
were duplicates. She also acknow edged that a
significant nunber of the references were to foreign
sources. Accordingly, this Internet material is of

little evidentiary val ue.

5In addition to excerpts fromlInternet web sites submitted in
connection with Ms. Tibbets' testinony, applicant’s docunents properly
submtted by its notice of reliance include nurmerous dictionary
definitions of “Nke.”
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Applicant also submtted, by notice of reliance,
opposer’s answers to applicant’s request for adm ssions.
The only adm ssions contained therein are opposer’s
adm ssion that Ni ke is the nanme of the ancient G eek
goddess of victory, and that the figure depicted in
applicant’s mark is simlar to a scul pture, Ni ke of
Sanot hrace, |ocated in the Louvre Miseumin Paris.

Anal ysi s

| nasmuch as opposer has established, through M.
Coburn’s testinmony, its ownership and the status of the
pl eaded registrations,® these registrations are consi dered
to be of record.’” Thus, there is no issue with respect to
opposer’s priority. King Candy Co., Inc. v. Eunice
King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA

1974). We add, however, that, while opposer has

establi shed, through M. Coburn’s testinony, that opposer
is currently using its NIKE mark in connection with a
food service offered in connection with its convention

centers, opposer has not established its dates of first

6 Opposer pl eaded nunerous registrations, including Registration No.
1,849,639. However, Registration No. 1,849,639 was never properly nade
of record and, thus, has not been considered.

" Contrary to opposer’s request in its brief, we have not considered
applicant’s statements in its reply brief in support of its notion for
summary judgnent to be part of the record at trial, nor do we consider
the statenments contained therein to be an adm ssion by applicant
regarding the status and title of opposer’s pleaded registrations.
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use of its NIKE mark in connection with such services.?
Thus, we cannot draw any concl usi ons about opposer’s
priority in connection with food services.

OQur determ nation of |ikelihood of confusion under
Section 2(d) nust be based on an analysis of all of the
probative facts in evidence that are relevant to the
factors bearing on the likelihood of confusion issue. In
re E.I. du Pont de Nenmpurs & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973).

Turning, first, to consider the marks, we note that
whil e we nmust base our determ nation on a conparison of
the marks in their entireties, we are guided, equally, by
the well established principle that, in articulating
reasons for reaching a conclusion on the issue of
i kel i hood of confusion, “there is nothing inproper in
stating that, for rational reasons, nore or |ess weight
has been given to a particular feature of a mark,
provided the ultinmate concl usion rests on consi deration
of the marks in their entireties.” 1In re National Data
Corp., 732 F.2d 1056, 224 USPQ 749, 751 (Fed. Cir. 1985).

Applicant incorporates into its conposite mark

opposer’s NIKE word mark in its entirety. Additionally,

8 The evidence al so establishes that opposer operates restaurants on and
near its “canpus,” but there is insufficient evidence establishing that
the NIKE mark is used to identify these restaurant services.

10
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the word NI KE, which appears twice in applicant’s mark,
appears once as the largest wording in the mark and is
superi nposed across the design of a statue,® which both
opposer and applicant agree is simlar to a scul pture
di splayed in the Louvre and identified as Ni ke of
Sanot hrace. Opposer and applicant al so agree that “Nike”
is the name of the Greek goddess of victory. Thus, the
design of the statue, rather than distinguishing
applicant’s mark from opposer’s NI KE mark, reinforces the
term NI KE and reinforces its connotation as the G eek
goddess of victory. The additional wording in
applicant’s mark, BAR AND RESTAURANT EXTRAORDI NAI RE, is
nerely descriptive and | audatory, and it appears at the
bottom of the mark in nmuch smaller print than either of
the two appearances of the term NIKE in the mark.
Further, NIKE is the primary pronounceable word in
applicant’s mark. Thus, we conclude that NIKE is the
dom nant portion of applicant’s mark.

Applicant argues that the association in its mark
with the statue and, hence, the Greek goddess, is a
di stingui shing factor between its mark and opposer’s

mar ks. However, aside fromits trademark significance

°® W al so point out that the conposite marks in opposer’s registrations
of record show the word NIKE in capital letters in a font that is al npst

11



Opposition No. 115,293

for opposer, there is no evidence or argunent indicating
that “Ni ke” would not simlarly connote the G eek goddess
in connection with opposer’s mark. Thus, this is not a
di stingui shing feature of applicant’s mark.

Therefore, we conclude that applicant’s mark is
highly simlar to opposer’s NI KE marks in sound,
connotation and overall comrercial inpression.

We concl ude, next, that opposer’s NI KE marks and its
NI KE trade name are fanous, as opposer contends. QOpposer
has clearly established that its NIKE marks and trade
name are fanmous in connection with the goods and retail
store services identified in its registrations of
record. ' Conpelling evidence includes sales figures
(e.g., alnost $5 billion of sales in 2001 in the United
States), advertising figures (e.g., $239.9 mllion in
2001 in the United States), the varied nature of its
advertising (e.g., in print publications, web sites,
television, direct mailing, etc.), and its endorsenents
by many professional athletes, including Tiger Wods,

M chael Jordan, Derek Jeter, Ken Giffey Jr., Ma Hamm

and Ronal do. M. Coburn testified that opposer’s N KE

identical to the font used for the term Nl KE superi nposed across the
statue in applicant’s nark.

10 We cannot conclude fromthis record that opposer’s N KE mark and
trade nane is fanpbus in connection with restaurant or catering services.
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brand was |isted by Busi ness Wek Magazi ne, in August
2001, as 34'" anpbng the top nost recogni zed or val uabl e
brands. The docunentary evidence subm tted through
opposer’s notice of reliance further supports this
concl usion of fame by denonstrating the breadth of
readers’ exposure to opposer’s mark

A famous mark is entitled to a broader scope of
protection than a | esser-known mark. As our primary
review ng court has stated, “the fame of a trademark may
affect the likelihood purchasers will be confused
i nasmuch as | ess care nmay be taken in purchasing a
product under a fanous name.” Specialty Brands v. Coffee
Bean Distributors, Inc., 748 F.2d 669, 6765, 223 USPQ
1281, 1284 (Fed. Cir. 1984). In addition, the fane of a
mar k magni fies the significance of the simlarities
bet ween the marks which are conpared. Kenner Parker Toys
Inc. v. Rose Art Industries, Inc., 963 F.2d 350, 22
USPQ2d 1453 (Fed. Cir. 1992), cert. denied, 113 S.C. 181
(1992). As the Court of Appeals for the Federal Circuit
stated in the case, involving a fanmbus mark, of Recot
Inc. v. MC. Becton, 214 F.3d 1322, 54 USPQ2d 1895, 1898
(Fed. Cir. 2000):

[E]ven if the goods in question are different

from and thus not related to, one another in
ki nd, the sane goods can be related in the m nd

13
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of the consum ng public as to the origin of the

goods. It is this sense of rel atedness that

matters in the |ikelihood of confusion analysis.
See al so, Bose Corporation v. QSC Audi o Products, Inc.,
293 F.3d 1367, 63 USPQ2d 1303, 1309-1310 (Fed. Cir.
2002); and Hewl ett-Packard Conpany v. Packard Press,
Inc., 281 F.3d 1261, 62 USPQ2d 1001, 1004 (Fed. Cir.
2002). It is clear, with respect to the goods and
services of the parties in this case, that applicant’s
identified services are different in kind from but
related in the mnds of consuners to, opposer’s
identified goods or its retail store services.

In this case, in view of the evidence that opposer
in fact operates a food service at its conference centers
under the NIKE mark (cf. footnote 8, p. 9), we find that
this service is a |logical expansion of opposer’s
busi ness, certainly of its events and conventi on center
services, into obvious collateral services. See Rtz
Hotel v. Ritz Closet Seat Corp., 17 USPQ2d 1466, 1470
(TTAB 1990) .

In view of the fame of opposer’s N KE marks and the
substantial simlarity of the parties’ marks, we find
that the parties’ goods and services are sufficiently
related in the m nds of the purchasing public that

confusion as to sponsorship or affiliation is |ikely.

14
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Additionally, it is well established that one who

adopts a mark simlar to the mark of another for the sanme
or closely related goods or services does so at his own
peril, and any doubt as to |ikelihood of confusion nust
be resol ved agai nst the newconer and in favor of the
prior user or registrant. See J & J Snack Foods Corp. V.
McDonal d’s Corp., 932 F.2d 1460, 18 USPQ2d 1889 (Fed.
Cir. 1991); In re Hyper Shoppes (Ohio), Inc., 837 F.2d
463, 6 USPQ2d 1025 (Fed Cir. 1988); and WR G ace & Co.
v. Herbert J. Meyer Industries, Inc., 190 USPQ 308 (TTAB
1976) .

Deci sion: The opposition is sustained and

registration to applicant is refused.
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