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Opi nion by Cissel, Adm nistrative Trademark Judge:

On June 4, 1996, applicant filed the above-
referenced application to register the mark “DUKE
AMERI CA” on the Principal Register for “wearing apparel,
namely, men’s and boys (sic) pants, jeans, shorts, belts,
shirts, suits, jackets, coats, vests, sweaters, neckties,

swi mvear, socks, underwear and hats,” in Class 25. The
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stated basis for filing the application was applicant’s
assertion that it possessed a bona fide intention to use
the mark in conmmerce in connection with the goods |isted
in the application. The application was exam ned and the
mar k was passed to publication with a disclainer of the
geographically descriptive word “AMERI CA.”

A tinely Notice of Opposition was filed by Duke
Uni versity on Novenber 7, 1997. As grounds for
opposition, opposer alleged that “DUKE AVMERI CA" so
resenbl es opposer’s famous “DUKE” marks, which have been
used in connection with identical goods, that if it were
used in connection with the clothing itens listed in the
appl i cation, confusion or m stake would be likely. In
its answer, applicant denied the essential allegations
set forth in the Notice of Opposition.

A trial was conducted in accordance with the
Trademark Rul es of Practice. Mich of the results of the
di scovery conducted by the parties was nmade of record,
either by notices of reliance or as exhibits to
testinonial depositions. |In addition to docunentary and
written discovery, each party took the deposition of a
desi gnated representative of the other. During the
trial, Duke deposed fourteen individuals and filed a

Notice of Reliance on eighty items, including the
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di scovery deposition, with exhibits, of Al an Burks,
applicant’s Vice President. During its own testinony
period, applicant also took the testinmony of M. Burks,
as well as the testinony of enployees of three third
parties, Royal Textile MIlls, Inc., Haband Conpany and
the Janmes Madi son University Foundation, Inc..

On the last day of applicant’s testinony period,
applicant filed a notice of reliance on thirty-seven
additional itenms, including the affidavit, with exhibits,
of a paral egal enpl oyee of counsel for applicant.

Opposer objected to the Board’'s consideration of this
affidavit and the exhibits to it. Although applicant
subsequently asked opposer to consent to the introduction
of this testinony and exhibits, opposer did not consent.
In view of this fact, we have not considered it. See
Trademark Rule 2.123(b). Accordi ngly, opposer’s
objection to the affidavit and its exhibits is sustained.

The other matter that requires explanation prior to
our discussion of the determ nation of this opposition on
its merits is applicant’s objection to our consideration
of the testinmony of opposer’s expert w tness, M.
McBride, and to the survey he conducted. Opposer
presented this testinmony and evidence (as well as two

ot her depositions to which applicant has not objected) as
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rebuttal, i.e., after opposer had presented its case in
chief during its testinony period, and after applicant
had responded to opposer’s clainms and evi dence during
applicant’s testinmony period. Resolution of applicant’s
timely made obj ection was properly deferred until final
deci sion, as the parties were advised at the tine
applicant first objected to M. MBride s testinony and
the survey upon which it is based, and applicant and
opposer both argued this issue in their respective briefs
and at the oral hearing.

The issue is whether opposer’s survey and the
testinmony that explains it were proper rebuttal as
responsive to applicant’s asserted defenses, or, as
applicant asserts, this testinony and these exhibits
could only have been presented as part of opposer’s case
in chief.

The survey was designed to determ ne whet her the
third-party uses shown by applicant during its testinony
period have diluted the fame of opposer’s “DUKE” mark for
cl othing, and whether, as applicant argues its testinony
and evidence shows, such third-party uses of simlar
mar ks have created a marketplace in which confusion
bet ween opposer’s mark and the mark applicant seeks to

regi ster would not be |ikely.
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The survey enpl oyed standard mall intercept
met hodol ogy. It was conducted at | ocations outside North
Carolina, where opposer’s main canpus is |ocated, and
away from other schools in opposer’s athletic |eague.

One of the sites was in applicant’s home state of Texas.
Ot hers were spread across the country, fromFlorida to
California, including locations in Arizona,
Massachusetts, OChio and M nnesot a.

Qual ified respondents were shown an ordinary t-shirt
of the type actually sold by Duke University, bearing
either the mark “DUKE” or the mark “DUKE AMERI CA.”
Respondents were asked questi ons about the shirt they
were shown. First they were asked what cane to m nd when
t hey saw the nane on the shirt. Then they were asked
whet her they thought it was likely that the shirt was
endorsed by or associated with the entity that they had
identified responsive to the first question.

Addi tionally, the surveyor asked the respondents why they
had answered the way they did.

Opposer contends that the survey disproves
applicant’s contention that the strength of opposer’s
mar k has been diluted by third-party uses of simlar
mar ks. Al nost three quarters of the qualified

respondents associ ated opposer with the shirt bearing the
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“DUKE” mark, and 84 percent of those people believed the
uni versity either endorsed or was associated with these
shirts. Significantly, alnmpst two-thirds of the
respondents associ ated opposer with the shirts bearing
t he “DUKE AMERI CA” mark, and 71 percent of those people
t hought the university had endorsed or was associ at ed
with them Based on the results of this survey, opposer
contends that in spite of the purported diluting effects
of the third-party uses denonstrated by applicant,
opposer’s “DUKE” mark is strongly associated with
opposer, and a large portion of the potential purchasers
of applicant’s shirts would assune that the mark
appl i cant seeks to register, “DUKE AMERI CA,” woul d
indicate that the shirts were endorsed by or associ ated
with opposer. Significantly, none of the businesses
shown by applicant to be using marks consisting of or
i ncluding “DUKE” were identified by participants in
connection with either the “DUKE” or the “DUKE AMERI CA”
branded shirts. O her than opposer, no entity achieved
statistically significant recognition in this regard.
There is no question that M. MBride s testinony
and the survey he conducted woul d have been appropriate
to present as part of opposer’s case in chief. Neither

party contests this fact. Applicant argues that once
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opposer failed to conduct and introduce the survey during
its testinony period, however, opposer could not
thereafter introduce it. Applicant argues that because
the survey goes directly to the issue of whether
applicant’s mark is likely to cause confusion with
opposer’s mark, the only appropriate tinme for the survey
to be introduced was during opposer’s testinmony peri od,
and that if opposer is allowed to get the survey and
acconpanying testinony into the record after applicant
had responded to opposer’s clainms and supporting

testi mony and evi dence, applicant would effectively be
precl uded fromresponding to the survey with evidence and
testimony fromits own expert. |In this regard, applicant
contends that it was not even given enough notice and

i nformati on about the survey to prepare properly for M.
McBri de’ s deposition.

After careful consideration of the arguments of both
parties, we have decided to consider this testinony and
evi dence because it is proper rebuttal under the
circunstances presented by this case. During its initial
testi mony period, opposer had the burden of establishing
its standing; of establishing its ownership of the marks
with which it contends applicant’s mark would be |ikely

to cause confusion; of establishing use of these marks
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before applicant filed the application to register the
mark it seeks to register; and of establishing a prim
facie case of |ikelihood of confusion based on the
simlarity of the marks and the rel ationship between
opposer’s goods and the goods with which applicant
intends to use the mark it seeks to register.

As di scussed bel ow, opposer net this burden of
proof, but, as opposer points out, opposer was not
required to anticipate or guess what grounds of defense
m ght be raised by applicant, or to counter those grounds
of defense prior to their assertion. Dilution was not
rai sed by applicant as a defense in its answer to the
Noti ce of Opposition. When applicant presented testinony
concerning the alleged dilution of opposer’s narks,
opposer properly rebutted the dilution defense asserted
by applicant with three depositions, one of which is the
deposition of M. MBride to which applicant objects.
Under these circunstances, his testinony and the exhibits
to it are admi ssible as rebuttal testinony.

Applicant’s assertion that it was denied the
opportunity to cross-exan ne the witness effectively is
al so not well taken. As the record shows, opposer fully
conplied with applicant’s discovery requests, as well as

with the agreenent between applicant and opposer that
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opposer would not introduce at M. MBride' s deposition
any docunents containing new i nformati on beyond t hat
contained in docunents provided by opposer to applicant
prior to the deposition. This record shows that
applicant had fair notice of and adequate tinme to prepare
for M. MBride' s deposition, and that applicant was
given in advance the information it needed to cross-
exam ne the witness effectively.

Applicant’s substantive criticisns of the survey
evi dence presented by opposer are not well taken either.
For exampl e, applicant argues that the survey was unfair
because the shirts on which the marks were shown to the
survey respondents were identical to shirts on which
opposer’s mark is actually used. Applicant expressed
outrage at this fact and concluded that it should cone as
no surprise that respondents were confused when
applicant’s mark was used on opposer’s goods. This
argunment conveniently overl ooks the fact that as
identified in the application, applicant’s goods
enconpass the goods on which opposer has used its mark.
Applicant’s other objections to the survey and to M.
McBride' s status as an unbi ased expert wi tness are
simlarly without nerit. Because applicant shows its

mark in typed format in the application, applicant would
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be free to adopt any style of lettering it chooses, so
the fact that the shirts used in the survey present the
marks in block letters does not invalidate the results of
the survey. Simlarly, in view of the absence in the
application of restrictions or limtations as to the
types of shirts, for exanple, the channels of trade

t hrough which they will nove, and the purchasers
applicant plans to target with its advertising for its
goods, opposer was under no obligation to use only high-
end itens of apparel or to choose only well off,

sophi sticated consuners for its survey.

I n any event, because opposer had already net its
burden of establishing that confusion would be likely if
applicant were to use the mark it seeks to register in
connection with the goods listed in the application, and
because applicant’s testinony and evi dence do not
overcone the prima facie case established by opposer,
even if we did not consider M. MBride s testinony and
the exhibits to it, we would still reach the same
conclusion on the nerits of this proceeding.

Bot h applicant and opposer agree that the case of In
re E.I. duPont de Nenmours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973), establishes the test for determ ning

whet her confusion would be likely. 1In that case, the

10



Opposition No. 108, 304

Court listed the principal factors to be considered in
resolving this issue. Chief anong these factors are the
simlarity of the marks as to appearance, pronunciation,
meani ng and comrercial inpression and the simlarity of
t he goods.

The record shows that opposer is a fanous private
uni versity, which provides a top-notch education to
under graduat e students as well as to post-graduate
students in many fields, including nedicine, business and
|aw. Duke’s intercollegiate basketball programis at
| east as well known as the university’ s acadeni c prowess.
Since 1925, the university has used the mark “DUKE” in
connection with its activities, including the sale of
men’ s and boys’ pants, belts, shirts, jackets, sweaters,
neckties and socks. Opposer owns a half dozen
registrations for marks which include the nanme “DUKE, "
but opposer’s rights in “DUKE” al one for these clothing
items are common | aw rights based on opposer’s use of the
mark in commerce in connection with these products.
Al t hough opposer has not used the precise mark applicant
seeks to register, opposer did sell a shirt bearing both
the word “DUKE” and the letters “U S. A" prior to the

filing date of the opposed application.

11
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Applicant, Haggar Clothing Co., is a nmanufacturer of
apparel. Its headquarters are in Dallas, Texas.
Applicant intends to use the mark “DUKE AMERI CA” on a
line of high-end, relatively expensive clothing which is
to include pants, jeans, shorts, belts, shirts, suits,

j ackets, coats, vests, sweaters, neckties, sw mmear,
socks, underwear and hats, all for nen and boys.
Applicant asserts that it selected “DUKE AMERI CA” to
identify a fictitious person who represents a particular
lifestyle that consunmers will want to enul ate.
Applicant’s pronotional plan is based around this
freewheel i ng character, a photographer who roans the
country taking pictures of interesting things.

The evidence and argunment presented by applicant in
this regard, however, is immterial. Potential
purchasers of applicant’s goods bearing the mark sought
to be registered woul d not necessarily be aware that the
mark i s supposed to be the name of this fictitious
character or of the reasons applicant selected its nark,
and the application does not limt or restrict the goods
with regard to their cost, the channels of trade through
which they will nove, or the sophistication or know edge
of the purchasers of such goods. Under these

circumst ances, therefore, we nust consider the itens of

12
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clothing identified in the application to include al
types of such products, and, as opposer points out,
because opposer has used its mark on “shirts,” “hats” and
other itenms of apparel, we nust consider the goods with
whi ch applicant intends to use its mark to be identical
to those on which opposer has used its mark.

“When mar ks woul d appear on virtually identical
goods or services, the degree of simlarity between the
mar ks necessary to support a conclusion of |ikely
confusion declines.” Century 21 Real Estate Corp. V.
Century Life of Anerica, 970 F.2d 874, 23 USPQ 6098, 1700
(Fed. Cir. 1982).

Opposer has established that Duke is a fanpus school
and that people expect schools to endorse t-shirts, which
are enconpassed within Haggar’'s identification of goods.
Opposer does in fact license the use of its mark in
connection with such use and also in connection with
ot her clothing goods. The evidence of sales and
pronoti on of apparel itenms under opposer’s mark supports
opposer’s claimthat its mark is fanous. There is no
guestion that if applicant were to use “DUKE” on such
products, confusion would be Iikely.

The issue thus beconmes whether the addition of the

geographically descriptive, disclained wrd “AVERI CA” is

13



Opposition No. 108, 304

sufficient to avoid the |ikelihood of confusion. W hold
that it is not. This record does not establish any basis
for concluding that prospective purchasers of these
clothing itenms woul d assunme that “DUKE AMERI CA” is
anyone’s nanme, much |ess that they would necessarily be
famliar with the fictitious character which will be
featured in the advertising canpaign that applicant plans
to use in pronmoting its new line of clothing. To the
contrary, in view of the renown of opposer’s “DUKE" nark
it is likely that the addition of the word “AMERI CA”
woul d be viewed either as an indication of where the
university is or as an attenpt to link the university
with patriotism In either event, the primary indicator
of the secondary source of t-shirts bearing the mark
“DUKE AMERI CA” woul d be the nanme “DUKE,” which opposer
has used and prompted for nore than three quarters of a
century.

The fanme of opposer’s mark has been clearly
established, and it plays a significant role in our
analysis of the |ikelihood of confusion. See: Bose Corp.
v. QSC Audio Products Inc., 293 F.3d 1367, 63 USPQ2d 1303
(Fed. Cir. 2002); Recot, Inc. v. M C. Becton, 214 F.3d
1322, 54 USPQ2d 1894 (Fed. Cir. 2000); Century 21 Real

Estate Corp. v. Century Life of Anerica, 970 F.2d 874, 23

14
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UsP@2d 1698 (Fed. Cir. 1992); and Kenner Parker Toys,
Inc. v. Rose Art Industries, Inc., 963 F.2d 350, 22
USP@2d 1453 (Fed. Cir. 1992). Especially in view of the
fame of opposer’s mark, the use of the mark applicant
seeks to register would be likely to cause confusi on.

As noted above, applicant argues that third-party
use of opposer’s mark has resulted in a marketplace which
is so cromded with “DUKE” marks that purchasers readily
di stingui sh anong them |In support of its claimthat the
source-identifying significance of opposer’s mark is
diluted, during its testinony period applicant nmade of
record evidence of the use of a nunber of marks
consisting of or incorporating the name “DUKE” for a
vari ety of goods and services. Although some of this
evidence is irrelevant because the marks in their
entireties are dissimlar or the marks consist of or
i ncorporate “DUKES,” rather than “DUKE,”*' the evi dence
subm tted by applicant does establish that two entities,
Royal Textiles, Inc. and Haband Conpany, Inc., have used
“DUKE” marks in connection with particular itens of
clothing for some time, apparently w thout causing any
confusion. Royal Textiles has used and registered

“DUKE, " “LADY DUKE” and “DUKE” and a design, and has

15
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establi shed through use rights in the mark “DUKE ATHLETIC
PRODUCTS.” Haband has al so used the mark “DUKE” in
connection with clothing itenms for years, apparently
wi t hout causing any actual confusion.

A closer | ook at the goods and the channels of trade
t hrough whi ch Royal Textiles' products have noved
undercuts applicant’s argunment that these third-party
uses of simlar marks on rel ated goods have resulted in
the dilution of opposer’s famobus mark. Royal Textiles,
for exanple, does sell t-shirts, but this activity is
conducted within the same channels of trade that the
corporation uses for its athletic supporters and ot her
sports equipnent. All but a small percentage of such
shirts are sold to athletic teams in bulk, with the team
names to be printed on them by whoever purchases them
It is not surprising that the sports organizati ons which
purchase their equi pment and clothing from Royal Textiles
do not view the tag bearing
ei ther the nanme “DUKE” or the nane “DUKE ATHLETIC
PRODUCTS” as an indication that Duke University has
sponsored were endorsed these goods.

Wi | e applicant has established that Haband has used

and pronoted “DUKE” as a mark on its itens of apparel for

1 e.g., “Duluth-Superior Dukes,” “DUKE BOYD,” *“DUKE KAHANAMOKU, ”

16
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a number of years, such use by a single entity does not
mandat e that we nmust conclude that the source-identifying
significance of opposer’s fanmpbus mark has becone dil uted.

I n summary, opposer has met its burden of
establishing prior use of its mark; that its mark is
famous, and that the mark applicant seeks to register so
resenbl es opposer’s mark that if it were to be used in
connection with the goods specified in the application,
which are identical to goods on which opposer has
previously used its famus mark, confusion would be
likely. Applicant’s evidence of |ack of distinctiveness
falls short of establishing that prospective purchasers
of apparel are so famliar with third-party uses of
“DUKE” in connection with these goods that they would not
nm st akenly assume that the mark “DUKE AMERI CA” is an
indication that the clothing bearing it is endorsed by,
or associated with, Duke University.

At the conclusion of applicant’s brief, applicant
gquoted from Trademark Rul e 2.133(b), which was
promul gated to inplenment the amendnent to Section 18 of
the Act allowing a party to anmend its application to
reflect the realities of the comercial activity being

conducted under a particular mark. Applicant cites this

“THE DUKES OF HAZARD,” and the Janmes Madi son University “DUKES.”

17
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rule in support of its request that if the Board

determ nes that applicant’s mark is not entitled to
registration in the absence of trade channel restrictions
and/or limtations with respect to the custonmers for the
goods, applicant should be allowed to make such
amendnents to the identification-of-goods clause in the
appl i cati on.

As opposer points out, applicant has not yet used
the mark it seeks to register, so it has established no
channel s of trade and no custoner base for its goods.
This case was tried by the parties based on the
application as filed, wi thout any such limtations or
restrictions, so the proposed amendnent to the
application is plainly untinely at this juncture. See
TMBP Section 311. See also Eurostar, Inc. v. “Euro-Star”
Rei t roden GrbH & Co. KG, Spezi al fabrik Fur
Rei t bekl ei dung, 43 USPQ2d 1266 (TTAB 1994) and Pegasus
Petrol eum Corp. v. Mbil O Corp., 227 USPQ 1040 (TTAB
1985). Opposer correctly took the position that the
evi dence offered by applicant during the trial of the
mar ket channels it intends to use and the custoners it
plans to target was irrel evant because the application
was not limted as to channels of trade or customers.

Applicant’s request to anend is neither tinmely nor

18



Opposition No. 108, 304

specific enough to have afforded opposer fair notice of
t he proposed restriction. Opposer has not consented,
either explicitly or by inplication, to any such
amendnment. Moreover, even if such an anmendnent were
appropriate, the evidence does not support a finding that
applicant’s planned “DUKE AMERI CA” clothing, no matter
how it could be described and no matter how the cl ot hing
trade channels through which it will nove could be
identified, could avoid the |ikelihood of causing
confusion with opposer’s clothing bearing its fanous
“DUKE” mark. Accordingly, applicant’s request to be

all owed to anend the application is denied.

DECI SI ON: The opposition is sustained and registration to

applicant is refused.
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