THIS DISPOSITION IS NOT Mailed:
CITABLE AS PRECEDENT March 18, 2003
OF THE TTAB Paper No. 33
Bucher

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Behavi oral Dynam cs, Inc.
V.
Motivision, PLC (formerly Unicorn Services, PLC)

Qpposi tion No. 104, 893
to Application No. 74/713, 159
filed on August 9, 1995

Royal W Craig, Gegory M Stone and Deborah J. Westervelt
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I nc.
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Bef ore Seeher man, Hairston and Bucher, Adm nistrative
Trademar k Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:

An application has been filed by Mtivision, PLC
(formerly Unicorn Services, PLC) to register the mark
MOTI VATOR PLUS for “scientific and electrical devices,
namely, a device for delivering mnimally |Iimna

el ectrical signals for behavioral nodification” in

International Cass 9.1

1 Application Serial No. 74/713,159 filed on August 9, 1995
alleging a bona fide intention to use the mark in comrerce in
addition to claimng a basis for registrati on under Section 44(e)
on the basis of a Benelux registration
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Regi strati on has been opposed by Behavi oral Dynani cs,
Inc. on the ground that it is the owner of a registration

for the mark Moti vAider in the form shown bel ow

for “electronic unit for providing a sensory stinmulus to an
individual to effect a response,” also in Internationa
Class 9,2 and that applicant’s mark, if used in connection
with the identified goods, so resenbl es opposer’s nark as
to be likely to cause confusion, to cause m stake or to
decei ve.

Applicant, in its answer, denied the salient
al l egations of the likelihood of confusion claim Only
opposer has filed a brief in this case.

The record consists of the file of the invol ved
application; the trial testinony deposition of Steve
Levi nson, opposer’s president, wth acconpanyi ng exhibits,
i ncluding a copy of opposer’s pleaded registration; the

trial testinony deposition, with exhibits, of Janes B

2 Regi stration No. 1,625,784 issued on Decenber 4, 1990,
Section 8 affidavit accepted and Section 15 affidavit

acknow edged; first renewal. The special formdrawing is |ined
for the color gray but color is not clainmed as a feature of the
mar K.
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Cal dwel |, president and owner of Future Thunder
Productions, Inc.; and the trial testinony deposition, with
exhibits, of Leslie S. Wber, applicant’s President and
CEQ.

Initially, we find that based upon the subm ssion into
the record of its federal trademark regi stration, opposer
has denonstrated standing in this case. Further, in view

of that registration, priority is not in issue. King Candy

Conpany v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182

USPQ 108 (CCPA 1974).
Accordingly, we turn our attention to the issue of
I'i keli hood of confusion, the crux of this controversy. In

the course of rendering this decision, we have followed the

guidance of In re E |I. du Pont de Nenours & Co., 476 F.2d

1357, 1362, 177 USPQ 563, 567-68 (CCPA 1973). The du Pont
case sets forth the factors that should be considered, if
rel evant, in determning |likelihood of confusion.

W begin our analysis by turning to the simlarity or
dissimlarity of the marks in their entireties as to sound,
appear ance and neani ng.

As opposer has consistently argued, the aural
differences in the pronunciation of the words “Mtivator”
and “MtivAi der” would be difficult for nost listeners to

di scern. To the extent the host of an infonercial, for
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exanpl e, were repeatedly to pronounce opposer’s
“Moti vAi der” without benefit of a graphic presentation
appearing on the screen, opposer’s mark would |ikely sound
to the listener exactly like “Mtivator.”

As to appearance, while the capital letter “A” in the
m ddl e of opposer’s mark sets apart the word “Aider,” the
evi dence indicates that this novel depiction does not have
a great inmpact on consunmers. Specifically, opposer has
submtted a series of orders and letters in which its
custoners incorrectly use the term*“Mtivator” to refer to
its “MotivAi der” product. Under actual marketing
conditions consunmers do not have the |uxury of naking side-
by-si de conpari sons between marks. Rather, they nust rely
upon hazy, past recollections. See Dassler KGv. Roller

Der by Skate Corporation, 206 USPQ 255 (TTAB 1980). The

evi dence that consuners refer to opposer’s goods as
“Motivator” denonstrates that consuners do not note or
remenber the novel presentation of opposer’s mark, and
therefore they are not likely to distinguish the parties’
marks on the basis of this difference in appearance.

We al so note that applicant’s mark contains the

addi ti onal word PLUS. However, the word “Plus” follows the
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| eading word, “Mbdtivator,” and is lauditorily descriptive®
of applicant’s goods, and is insufficient to distinguish

the marks. See In re National Data Corp., 753 F.2d 1056,

224 USPQ 749 (Fed. Cir. 1985)[in conparing marks, it is
perm ssible to accord nore or less weight to a particul ar
feature of a mark, provided that the marks are consi dered
in their entireties]. Mreover, despite the difference in
spelling, the two marks have the sanme basic connotation of
a device that can help to notivate or change behavi or.
Applicant’s addition of the word “Plus” to the phonetic
equi val ent of opposer’s mark does not alter that
connot ati on.

Wil e both of the marks appear to be sonewhat
suggestive of behavior nodification devices where human
“notivation” plays a key role, there is no probative
evi dence that the term“notivator” is weak for these goods.
Specifically, there is no evidence of third-party use or
registrations for “Mtivator” marks in conjunction with
simlar goods (e.g., the du Pont factor dealing with the
nunber and nature of simlar marks in use on simlar

goods). Further, to whatever extent the marks are

3 Plus: (adj) ...(2) Added or extra ...The American Heritage
Dictionary of the English Language (3'¢ Ed. 1992).
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suggestive, they are both suggestive in the same way, i.e.,
their connotation is the sane.

Accordi ngly, although there are sone differences in
t he appearance of the marks, we find that they are simlar
in their overall comrercial inpressions.

We turn next to the du Pont factor dealing with the
simlarity or dissimlarity and nature of the goods as
described in the application and registration. The record
shows that applicant’s device is to be attached to one’s
tel evision, and that applicant clains based upon the
sci ence of m nd/body communi cations, its device delivers
vi sual sublim nal nessages designed to nodify behavior to,
for exanple, achieve weight |oss. Opposer’s device is a
smal | hand-hel d device that vibrates at intervals set by
the user. It, too, is designed to nodify behaviors in
order to | ose weight, stop snoking, or make other personal
changes.

Hence, both devices are designed to help nodify
behavi ors. Al though applicant’s device is a fairly large
peri pheral attached to one’'s television and opposer’s
device is a small portable device having characteristics
simlar to an egg tiner or stopwatch, these specific
differences are not set forth in the respective

identifications of goods in the application and

-6 -
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registration. Rather, as identified, the goods nust be
deened to be quite simlar if not legally identical.

As to the simlarity or dissimlarity of established,
i kely-to-continue trade channels, the record shows that
bot h applicant and opposer have used infonercials broadcast
over television to tout the benefits of their respective
products.* Both are directed to the same ordinary
purchasers, especially those wanting, for exanple, to |ose
wei ght .

As to any market interface between applicant and
opposer, the record reflects an initiative taken by
applicant in 1995 to acquire opposer’s conpany based upon
its belief that there may be sone synergy between their
respective product lines. Wile applicant drafted a letter
of intent and a letter of non-opposition, the docunents
were never executed and the acquisition did not go forward.®
In his trial testinony deposition, applicant’s President
and CEO Leslie S. Wber stressed that opposer’s device is
conpletely different fromapplicant’s product. On the

other hand, in a letter to Dr. Steve Levinson, opposer’s

4 Al t hough applicant’s instant application is based upon an
intention to use the mark, the evidence of record indicates that
appl i cant has comenced use.

5 The record does not suggest that there was any litigation
between the parties in 1995. Hence, this exchange was a good
faith exploration of a potential business venture and not in any
way part of a proposed settlement of any litigation.
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presi dent, dated Novenber 16, 1995, M. Wber included the

fol |l ow ng paragraph:
| f you choose, for whatever reason, not to
sign the Letter of Intent and the Letter of
Non- opposition, then we will instruct our
mar ket i ng and design people to proceed with
different trademarks, redesign our packagi ng
with the result that the Mtivator Plus wll
be re-nanmed. W would then w thdraw our
letter of Intent and attenpt to reach new
under st andi ngs whi ch woul d hopeful Iy result
in the acquisition ultimtely being
conpl et ed.

Opposer points out that when the acquisition deal fel
t hrough, applicant reneged on its offer to renane its
product and continued to pursue the instant federal
trademar k application.

In an attenpt to denonstrate the extent of actua
confusi on between the respective nmarks, opposer has, as
noted previously, nade of record a series of orders and
letters in which its custoners incorrectly use the term
“Motivator” to refer to its “MtivAi der” product. However
none of these exanpl es appears to be probative of confusion
with applicant’s specific “Mtivator Plus” product.

Rat her, they appear to be m sspellings of opposer’s
trademark on the part of its custonmers who failed to

appreci ate opposer’s choice of a clever spelling when

nam ng its product.
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Accordi ngly, based upon the fact that the respective
marks formsimlar overall conmmercial inpressions, that the
goods are very simlar if not legally identical, that they
will nmove in simlar channels of trade to ordinary
consuners pursuing simlar behavior nodifications, and that
there is no evidence in the record of third-party use or
registrations for related products, we find that
applicant’s MOTI VATOR PLUS trademark for its identified

goods is likely to cause confusion with opposer’s mark.

Deci sion: The opposition is sustained, and

registration to applicant is refused.



