THIS DISPOSITION
IS NOT CITABLE AS PRECEDENT

Mai | ed: OF THET.T.A.B. November 21,2002
Paper No. 9
GDH gdh

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re SYNTHES AG Chur
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Stephen A. Hill of Rankin, HIl, Porter & Oark for SYNTHES AG
Chur .

John D. Rodriguez, Trademark Exam ning Attorney, Law Ofice 112
(Jani ce O Lear, Managi ng Attorney).

Bef ore Hohein, Walters and Rogers, Adm nistrative Tradenark
Judges.

Opi ni on by Hohei n, Adm nistrative Tradenark Judge:

SYNTHES AG Chur has filed an application to register
the mark "AO' for the follow ng goods and services:?

"prerecorded conputer discs, videotapes
and CD ROVE with conputer prograns for
t eachi ng surgical techniques, sorters for
sorting photographic pictures, X-ray
pictures, slide transparencies and vi deos
featuring nedical information, exposed X-ray
films and slides; conputer software for use

! Ser. No. 78/035,255, filed on Novenber 14, 2000, which is based on an
all egation of a bona fide intention to use the mark i n conmerce.
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i n dat abase nanagenent and spreadsheets in
the fields of science and technol ogy; bl ank
magnetic data carriers for conputers;

i ntegrated conmputer software for use in

dat abase managenent and spreadsheets in the
fields of science, technol ogy and educati on”
in International Cass 9;

"surgical, nedical, dental, and
veterinary inplants of biodegradable and
non- bi odegradabl e materials, in particular
for osteosynthesis, muscul oskel etal surgery,
mexi | | of aci al and spine surgery; artificial
linmbs, artificial teeth, bone pins, bone
nail s, bone screws and bone pl ates,
angul ated pl ates, conpression plates, hip
screws and hip plates, pedicle screws and
pedi cl e hooks, intranedullary nails,
splints, cerclage wires, bone clanps and
bone stapl es; endoprosthesis, in particular
endo-joi nt-prosthesis, intranedullary plugs;
prost heses and reinforcenents for |iganments
and tendons; apparatus and instrunents for
stereo-tactical and conputer-ai ded surgery,
in particul ar, gastroscopes, |aryngoscopes,
probes and surgical knives; bone drills,
rasps and saws, distractors, bone forceps,
el evators, retractors, chisels, inpactors,
internal and external fixators, pelvic
cl anps, surgical drills, drill guides,
ai m ng devices; trays and cases for
instrunments and inplants of the aforesaid
ki nd; surgical sutures; artificial bones and
limbs for nedical insertion purposes” in
I nternational Cass 10;

"printed matter, in particular
newspapers, magazi nes and books featuring
medi cal information; teaching material, in
particul ar wor kbooks featuring medica
information” in International C ass 16;

"copyri ght managenment” in Internationa
Cl ass 35;

“publication of books and magazi nes;
el ectronic publication services, in
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particul ar publication of text and graphic
wor ks of others on CD ROMS featuring nedical
information; library services, production of
educati onal video tapes; organizing and
conducting fairs, classes, exhibitions, and
semnars in the field of nmedicine” in

I nternational Cass 41; and

"medi cal research, organizing and

conducting nedical clinical trials, nedical

| aboratory services, nedical services,

provi di ng nmedi cal information, |easing

conputer facilities, |anguage transl ations,

and nedi cal photography” in International

Cl ass 42.

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C. 81052(d), on the ground
t hat applicant's mark, when used in connection with its goods
and services, so resenbles the mark "AO' and design, as shown

bel ow,

P.A,

which is registered for "surgery and nedi cal services, nanely,
ear, nose and throat as well as plastic and cosnetic surgery" in
International Class 42,2 as to be likely to cause confusion,

m st ake or decepti on.

2 Reg. No. 2,332,480, issued on March 21, 2000, which sets forth a date
of first use anywhere of Septenber 30, 1996 and a date of first use in
conmerce of February 5, 1997. The term"P.A " is disclained.



Ser. No. 78/035, 255

Appl i cant has appeal ed. Briefs have been filed, but
an oral hearing was not requested. Inasnmuch as registration
must be refused if use of a mark for any itemin an application
is likely to cause confusion with a mark for any itemin a prior
regi stration, see, e.g., Tuxedo Mnopoly, Inc. v. Ceneral MIlIs
Fun Group, 648 F.2d 1335, 209 USPQ 986, 988 (CCPA 1981), and
because we find a |ikelihood of confusion solely with respect to
applicant's use of its mark for "medical services" in
International C ass 42 and registrant's use of its mark for its
services, we affirmthe refusal to register as to Internationa
Class 42, but reverse the refusal to register as to
| nternational C asses 9, 10, 16, 35 and 41.

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a
i kelihood of confusion. Inre E. |I. du Pont de Nemours & Co.,
476 F.2d 1357, 177 USPQ 563, 568 (CCPA 1973). However, as
indicated in Federated Foods, Inc. v. Fort Howard Paper Co., 544
F.2d 1098, 192 USPQ 24, 29 (CCPA 1976), in any likelihood of
confusion analysis, two key considerations are the simlarity of

the goods and the sinilarity of the marks.3

® The court, in particular, pointed out that: "The fundanental inquiry
mandat ed by 82(d) goes to the cunul ative effect of differences in the
essential characteristics of the goods and differences in the marks."
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Turning first to consideration of the respective goods
and services, applicant argues that (italics in original):

It is very apparent froma review of the
goods and services of applicant that its
goods and services are intended for
physi ci ans, nedi cal personnel and others in
the nmedi cal profession. The services in the
cited registration, on the other hand, are
bei ng of fered by physicians, not to

physi cians. The services in the cited
registration are being offered to patients.
Medi cal patients ordinarily would have no
cause to be exposed to a nark applied to,

for exanple, surgical instruments and
supplies, since such goods woul d be market ed
to the physicians [and] not to the patients.
As such, the two marks ... are not intended
to be seen by the sane class of custoners,
so there would be no Iikelihood of

conf usi on.

However, as the Exami ning Attorney has pointed out (both in his
brief and in the final refusal), applicant's goods and services
i ncl ude "nedical services" in International Cass 42. Such
services plainly enconpass, and hence are identical to,
registrant's "nedi cal services, nanely ear, nose and throat"
services, and are clearly related to registrant's "surgery”
services with respect to the ear, nose and throat, including
"plastic and cosmetic surgery.” The provision of applicant's
"medi cal services" and registrant's "surgery and nedi cal
services, nanely, ear, nose and throat as well as plastic and

cosnetic surgery" services to the general public under the sane
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or simlar marks woul d consequently be likely to cause confusion
as to source or sponsorship.

Wth respect to applicant's other goods and services,
the Exam ning correctly notes that it is well settled that goods
and/ or services need not be identical or even conpetitive in
nature in order to support a finding of likelihood of confusion.
Instead, it is sufficient that the goods and/or services are
related in some manner and/or that the circunstances surroundi ng
their marketing are such that they would be likely to be
encountered by the sane persons under situations that would give
ri se, because of the marks enployed in connection therewith, to
the m staken belief that they originate fromor are in sonme way
associated wth the same entity or provider. See, e.g.,
Monsanto Co. v. Enviro-Chem Corp., 199 USPQ 590, 595-96 (TTAB
1978) and In re International Tel ephone & Tel egraph Corp., 197
USPQ 910, 911 (TTAB 1978). One way, in particular, of
denonstrating such a close relationship is by making of record
copi es of use-based third-party registrations of marks which, in
each instance, are registered for the respective goods and/ or
services at issue. Wiile such third-party registrations are
adm ttedly not evidence that the different narks shown therein
are in use or that the public is famliar with them they
nevert hel ess have sone probative value to the extent that they

serve to suggest that the goods and/or services listed therein
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are of the kinds which nmay emanate froma single source. See,
e.g., Inre A bert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86
(TTAB 1993) and In re Miucky Duck Mustard Co. Inc., 6 USPQRd
1467, 1470 (TTAB 1988) at n. 6.

In this case, the Exam ning Attorney nmaintains that:

[1]t is well recognized that confusion
is likely to occur fromthe use of the sane
or simlar marks for goods, on the one hand,
and for services involving those goods, on
the other. TMEP Section 1207.01(a)(ii). It
is conmon for parties that perform nedica
services to also use the same mark in
relation to nmedical instrunents, goods,
products, equipnment devices and software.

As evidenced by third[-]party registrations
taken fromthe X Search database and
attached to the Final Ofice Action dated
August 24, 2001, it is common in the nedica
field for conpanies to use the sane mark for
medi cal instruments and devices along with
nmedi cal services. As a result, the source
of the goods and services is likely to be
conf used.

A review of the seven use-based third-party registrati ons nade
of record by the Exam ning Attorney reveals, however, that while
such regi strations, broadly speaking, cover on the one hand a
variety of nedical instrunents and devi ces, various conputer
prograns with application to the nedical field, or nedical
training services, and list on the other hand certain nedical
services, none sets forth or enconpasses both one or nore of

applicant's particul ar goods and/or services and registrant's
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specific "surgery and nedi cal services, nanely, ear, nose and
throat as well as plastic and cosnetic surgery"” services.

Thus, and aside from applicant's "nedi cal services,"
there is sinply no evidence that any of its diverse goods and
services, which as applicant points out "share the commobn thene
of nmedicine and surgery, but are otherwise quite different” on
their face fromregistrant's particul ar services, are indeed
sufficiently related to the latter as to be likely, if provided
under the same or simlar marks, to cause confusion as to the
origin or affiliation of the goods and services at issue. As
applicant stresses in its brief, there has been no show ng by
t he Exami ning Attorney of any comon channel s of trade and
cl asses of purchasers for the respective goods and servi ces;
instead, it is apparent that, in essence, applicant "is offering
medi cal supplies and information to the nmedical comunity” while
"[t] he owner of the cited registration is offering nedical
services to interested patients.”

Turning, therefore, to consideration of whether
applicant's "AO'" mark for its "nedical services" so resenbles
regi strant's "AO' and design mark for its identical in part and
otherwi se closely related "surgery and nedi cal services, nanely,
ear, nose and throat as well as plastic and cosnetic surgery" as

to be likely to cause confusion, applicant argues that:



Ser. No. 78/035, 255

When considered in their entireties, the

marks are quite different. Applicant's mark

is the sinple conbination of letters AQ

The mark in the cited registration is for

the entire term AO P. A, and includes a

dom nati ng design feature.

Wil e marks nmust be considered in their entireties, including
any descriptive or generic matter, our principal review ng court
has indicated that, in articulating reasons for reaching a
conclusion on the issue of likelihood of confusion, "there is
not hing inmproper in stating that, for rational reasons, nore or
| ess wei ght has been given to a particular feature of a mark,
provided [that] the ultimate conclusion rests on consideration
of the marks in their entireties.”" |In re National Data Corp.
753 F.2d 1056, 224 USPQ 749, 751 (Fed. Cir. 1985). For

i nstance, according to the court, "that a particular feature is
descriptive or generic with respect to the invol ved goods or
services is one commonly accepted rationale for giving |ess
weight to a portion of a mark ...." Id.

In the present case, when the respective narks are
considered in their entireties, it is plain that they are
substantially the same in appearance, sound, connotation and
comercial inpression. |In particular, we concur with the
Exam ni ng Attorney that the dom nant and di stingui shing portion

of registrant's "AO' and design mark is the letters "AQ " which

are identical in all respects to applicant's "AO'" mark
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Clearly, because of their large size and bold stylization, the
letters "AO'" formthe nost prom nent portion of registrant's
mark,* especially since, as noted by the Exanining Attorney, the
much smaller and disclained "letters "P.A[,]" like 'Co.,

"Corp.," and 'Inc.,' are nerely generic entity designations”
whi ch provide very little in terns of functioning as a source
identifier.

Moreover, while registrant's mark contains a design
feature, consisting basically of an outline of a human head wth
a representation of an ear, nose and throat, such feature is
over shadowed by not only the visual prom nence of the letters
"AO' but the descriptiveness inherent in such a feature when
used as part of a mark for surgical and nedical services focused
on treatnent of the ear, nose and throat. The nobst prom nent
element in registrant's "AO' and design mark, and the el enent
which would be utilized by patients in asking about and
referring to registrant's services, consequently consists of the
letters "AQ, " which formthe dom nant and di stingui shing portion
of registrant's mark when consi dered as a whol e.

In addition, it nmust be kept in mnd that because
applicant seeks registration of its "AO" mark in typed form the

di splay thereof could include the sanme stylized manner of

“ The cited registration, we observe, issued to and is owned by
"Affiliated ol aryngol ogi sts, P. A"

10
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lettering as that utilized by registrant for the letters "AO" in
its "AO'" and design mark. See, e.g., Phillips Petroleum Co. v.
C. J. Webb, Inc. 442 F.2d 1376, 170 USPQ 35, 36 (CCPA 1971) [a
mark registered in typed format is not limted to the depiction
thereof in any special forn]; and INB National Bank v. Metrohost
Inc., 22 USPQ2d 1585, 1588 (TTAB 1992) ["[a]s the Phillips
Petrol eum case nakes cl ear, when [an] applicant seeks a typed or
bl ock letter registration of its word mark, then the Board mnust
consider all reasonable manners in which ... [the word] coul d be
depicted"].

Accordingly, we find that patients and ot her nmenbers
of the general public, who are fam liar or acquainted with
registrant's "AO' and design mark for its "surgery and nedi cal
services, nanely, ear, nose and throat as well as plastic and
cosnetic surgery" services, would be likely to believe, upon
encountering applicant's substantially identical "AO mark for
its "medical services" in International C ass 42, that such
identical in part and otherwi se closely related services enanate
from or are sponsored by or associated with, the sane source.

Decision: In view of our finding of a Iikelihood of
confusion solely with respect to applicant's "nedi cal services”

in International Cass 42, the refusal under Section 2(d) is

11
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affirmed as to International C ass 42, but is reversed as to

I nternational dasses 9, 10, 16, 35 and 41.°

> I n consequence thereof, it is pointed out that unless on a possible
appeal applicant ultimately prevails with respect to the finding of a
i kelihood of confusion as to its "medical services" in Internationa
Class 42, the application will in due course go forward to publication
of applicant's "AO" mark for the goods and services in International

C asses 9, 10, 16, 35 and 41, but will stand abandoned as to the
services in International dass 42.
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