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Opi ni on by Seeherman, Admi nistrative Trademark Judge:
Anerican Library Association has appealed fromthe

final refusal of the Trademark Exam ning Attorney to

regi ster ALA EDITIONS, with the work EDI TI ONS di scl ai ned,

as a trademark for “a series of fiction and nonfiction

nl

books on a variety of topics. Regi stration has been

refused pursuant to Section 2(d) of the Trademark Act, 15

! Application Serial No. 76/082,645, filed July 3, 2000, and
asserting first use and first use in commerce in January 1994,
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U.S.C 1052(d), on the ground that applicant’s mark so
resenbl es the mark ALA, previously registered for
“educational services—anely, providing instruction by
cl asses, residential school prograns and the like, to
ot hers for devel opnent of English | anguage skills and
cul tural background, and the training of teachers and
devel opment of nulti-nedia materials for such instruction,”?
as to be likely, when used on applicant’s identified goods,
to cause confusion or m stake or to deceive.

Applicant and the Exam ning Attorney have filed appea
briefs, but an oral hearing was not requested.

We affirmthe refusal of registration

Qur determ nation is based on an analysis of all of
the probative facts in evidence that are relevant to the
factors set forth inlnre E I. du Pont de Nenours & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any likelihood
of confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between
t he goods and/or services. Federated Foods, Inc. v. Fort

Howar d Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

2 Registration No. 1,286,516, issued July 17, 1984; Section 8
affidavit accepted; Section 15 affidavit received. Registration
had al so been finally refused in view of another registration
owned by the sane entity for a stylized formof ALA  The

Exam ning Attorney withdrew this refusal in her appeal brief.
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Applicant’s mark ALA EDI TIONS i ncorporates the cited
mark ALAin its entirety, and nerely adds the descriptive
and disclained word EDITIONS to it. A subsequent user nay
not appropriate the mark of another and by addi ng
subordi nate or descriptive matter thereto avoid a
i kel'i hood of confusion. The Wella Corp. v. California
Concept Corp., 558 F.2d 1019, 194 USPQ 419 (CCPA 1977); In
re Equitabl e Bancorporation, 229 USPQ 709 (TTAB 1986);
Henry I. Siegel Co., Inc. v. A& F Oiginals, Inc., 225
USPQ 626 (TTAB 1985); CGunpert Co., Inc. v. ITT Continental
Baki ng Co., 191 USPQ 409 (TTAB 1976); Al berto-Culver Co. v.
Hel ene Curtis Industries, Inc., 167 USPQ 365 (TTAB 1970).

Al t hough we have considered the marks in their
entireties, because the word descriptive word EDI TIONS in
applicant’s mark has | ess source-identifying value than the
arbitrary termALA, it is ALA which is entitled to greater
wei ght in our assessnent of the |ikelihood for confusion.
See In re National Data Corp., 753 F.2d 1056, 224 USPQ 749
(Fed. GCir. 1985). Accordingly, we find that the marks are
nearly identical in appearance, pronunciation and
connotation, and that they are identical in commercia
I npr essi on.

This brings us to a consideration of the goods and

services. It is not necessary that the goods or services
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of the parties be simlar or conpetitive, or even that they
nove in the same channels of trade to support a hol di ng of
i kelihood of confusion. It is sufficient if the
respective goods or services of the parties are related in
some manner, and/or that the conditions and activities
surroundi ng the marketing of the goods or services are such
that they would or could be encountered by the sane persons
under circunstances that could, because of the simlarity
of the marks, give rise to the m staken belief that they
originate fromthe sane producer. See In re Internationa
Tel ephone & Tel egraph Corp., 197 USPQ 910, 911 (TTAB 1978).
Applicant’s identification describes its goods broadly
as a series of fiction and nonfiction books on a variety of
topics; the cited registration is for educational services
whi ch include providing instruction by classes for the
devel opnment of English |anguage skills and cultura
background, as well as the training of teachers for such
instruction. Because applicant’s books are not limted as
to topic, they nust be deemed to include books which could
be used in classes for the devel opnent of English | anguage
skills (e.g., ESL classes) and cultural background, and
al so books for the training of teachers. Thus, the
conpl enentary nature of applicant’s goods and the

registrant’s services is clear. Mreover, the Exam ning
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Attorney has made of record third-party registrations which
show that a party has registered a single mark for both
educational services such as conducting workshops and
semnars in a particular field and for books in that field.
Third-party registrations which individually cover a nunber
of different itenms and which are based on use in conmerce
serve to suggest that the |listed goods and/or services are
of a type which may emanate froma single source. See In
re Albert Trostel & Sons Co., 29 USPQ@d 1783 (TTAB 1993).
Appl i cant argues that the channels of trade for its
goods and the registrant’s services are different, and
specifically that applicant’s books are sold to librarians
via |ibraries, while, according to applicant, the
registrant’s services are offered to non-English speaking
students enrolled in universities, colleges, and boardi ng
schools. Aside fromthe fact that applicant has not
subm tted any evidence to support its contentions as to the
registrant’s activities,® even if such evidence were
properly of record it would not affect our decision herein.
The question of |ikelihood of confusion nust be determ ned

on the basis of the identification of goods set forth in

® Applicant refers for the first time inits appeal brief to a
description it found for registrant in registrant’s website.
Applicant did not tinely nake this evidence of record during the
prosecution of its application, and we will not consider
applicant’s report of what the website contains to be of record.
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the subject application and the cited registration. 1In re
W liam Hodges & Co, Inc., 190 USPQ 47 (TTAB 1976).
Applicant’s identification is not limted to books sold
only to librarians through libraries; there are no
restrictions on the channels of trade at all, and therefore
we must deemthe goods to nove through all appropriate
channels of trade, and to all relevant purchasers. These
channel s woul d include all places where books are sold,

i ncl udi ng bookstores and schools; the consuners woul d

i nclude the public at large. These sane cl asses of
consuners woul d enconpass those nmenbers of the public who
woul d purchase the registrant’s educational services for

t he devel opnent of English | anguage skills, and the

t eachers who woul d purchase the registrant’s training
servi ces.

Applicant al so contends that the buying public is
sophi sticated, but this assertion is based on the fact that
applicant has pronoted its books to librarians via
libraries. As noted above, applicant’s identification is
not restricted to such purchasers through such trade
channel s, and must be deened to include the public at
| arge, who woul d not have the sophistication of |ibrarians.
Nor can we accept applicant’s argunent that consuners of

the registrant’s services “are likely to ascertain easily
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that the source of those educational services is the
Ameri can Language Acadeny and not the Anerican Library
Association.” Brief, p. 4. By suggesting that consuners
woul d have to | ook behind the respective tradenmarks to the
actual sources of the goods and services, applicant would
essentially have us ignore the determ nation of |ikelihood
of confusion between the applied-for mark and the cited
mark, and instead determ ne the issue of |ikelihood of
confusi on based on the respective conpanies’ trade nanes.
W will touch briefly on the other du Pont factors
di scussed in applicant’s brief. W agree with applicant
that there is no evidence of fane of the registrant’s nmark
This factor nmust therefore be regarded as neutral in our
anal ysis. Applicant also states that there are no ot her
simlar marks in use on simlar goods or services. This
factor must be deenmed to favor the registrant, as
indicating that ALAis a strong mark. Applicant clains in
its appeal brief that it owmns a famly of ALA nmarks, and
references two applications and one registration for marks
whi ch include ALA. Aside fromthe fact that these
applications and registration were not nmade of record, and
that an application is not proof of use of a mark, an
applicant cannot register a mark which is likely to cause

confusion with a previously registered mark nmerely because
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it owmms a registration for a different nmark which includes
a conmmon el ement or because it has filed applications for
other marks. In this case, because of the cunul ative
differences in the marks and goods/servi ces between
applicant’s regi stered mark ALANET for electronic mai
services and both the cited registration and its applied-
for mark, the existence of this registration is not
persuasive that there is no likelihood of confusion between
ALA EDI TIONS and ALA for the respective identified goods
and servi ces.

Finally, applicant points to the | ack of evidence of
any actual confusion despite applicant’s use of its nmark
since 1994 and the registrant’s clained use since 1970.
Wil e the absence of any instances of actual confusion over
a significant period of tinme is indeed a du Pont factor
which is indicative of no likelihood of confusion, it is a
meani ngful factor only where the record denonstrates
appreci abl e and conti nuous use by the applicant of its mark
in the sane markets as those served by registrant under its
mark. See, e.g., Gllette Canada Inc. v. Ranir Corp., 23
UsP@2d 1768, 1774 (TTAB 1992). In particular, there nust
be evidence showi ng that there has been an opportunity for
i ncidents of actual confusion to occur. See, e.g.,

Cunni ngham v. Laser Golf Corp., 222 F.3d 943, 55 USPQd
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1842, 1847 (Fed. Cir. 2000). In this case, we do not find
the | ack of such evidence persuasive that confusion is not
likely. As applicant has stated, it has marketed its goods
exclusively to librarians through libraries. It is
possi bl e that confusion has not occurred because of this
[imtation in applicant’s actual channels of trade and
custonmers. However, as noted above, applicant’s
identification does not include such a restriction, and
therefore we cannot assune that confusion is not likely to
occur if applicant were to sell its goods through other
channel s of trade. Moreover, we have not had an
opportunity to hear fromthe registrant in this ex parte
proceedi ng as to what have been its experiences regarding
conf usi on.

Deci sion: The refusal of registration is affirned.



