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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Charter Conmunications Hol di ng Conmpany, LLC

Serial No. 76/044, 706

Bi ngham B. Leverich and Kathleen T. Gall agher-Duff of
Covington & Burling for Charter Conmuni cations Hol di ng
Conpany, LLC

Ronal d McMorrow, Trademark Exam ning Attorney, Law O fice
105 (Thomas G Howel |, Managi ng Attorney).

Before Cissel, Quinn and Walters, Adninistrative
Trademar k Judges.

Opi nion by Walters, Adm nistrative Trademark Judge:
Charter Comruni cati ons Hol di ng Conpany, LLC has
filed an application to register the mark CHARTER MEDI A

on the Principal Register for “providing and placing
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tel evision advertising for others, and producing
inforercials, on cable television stations.”?!

The trademark exam ning attorney has issued a final
refusal to register under Section 2(d) of the Trademark
Act, 15 U. S.C. 1052(d), on the ground that applicant’s
mark so resenbles the mark shown bel ow, previously
regi stered for “preparing and placing advertising for
ot hers; business managenent; business information,” in
| nternational Class 35, and “publication of panphlets,
bookl ets, newsletters, etc.” in International Class 41,7
that, when applicant’s mark is used on or in connection
with applicant’s goods, it would be |likely to cause

confusion or m stake or to deceive.

1'Serial No. 76/044,706, in International Class 35, filed May 9, 2000,
based on use in comerce, alleging first use and first use in comerce
as of July 1, 1999. The application includes a disclainmer of “MDIA"
apart fromthe mark as a whole. The original identification of services
in the application was “preparing advertisements for others; providing
and placing television advertising for others; and produci ng
infomercials.” This was anended, following the initial refusal under
Section 2(d), by deleting “preparing advertisenents for others.” Along
with its brief in this appeal, applicant requested a remand to the

exam ning attorney to consider a further amendment to the identification
of services, as noted above, which was accepted by the exam ning
attorney.

2 Regi stration No. 2,078,733 issued July 15, 1997, to Charter Management
Services, Inc. The registration includes a disclainer of “GROUP" apart
fromthe mark as a whole.
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ZCHARTER
GROUP

Appl i cant has appeal ed. Both applicant and the
exam ning attorney have filed briefs, but an oral hearing
was not requested. We reverse the refusal to register.

Qur determ nation under Section 2(d) is based on an
analysis of all of the probative facts in evidence that
are relevant to the factors bearing on the likelihood of
confusion issue. See Inre E. |I. du Pont de Nenmours and
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In
consi dering the evidence of record on these factors, we
keep in mnd that “[t] he fundanental inquiry nmandated by
Section 2(d) goes to the cumul ative effect of differences
in the essential characteristics of the goods and
differences in the marks.” Federated Foods, Inc. v. Fort
Howar d Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA
1976); and In re Azteca Restaurant Enterprises, Inc., 50
USPQ2d 1209 (TTAB 1999) and the cases cited therein.

I n determ ni ng whether applicant’s mark and the
regi stered mark, when viewed in their entireties, are

simlar in terns of appearance, sound, connotation and
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commercial inpression, the test is not whether the nmarks
can be distingui shed when subjected to a side-by-side
conpari son, but rather whether the marks are sufficiently
simlar in ternms of their overall commercial inpressions
that confusion as to the source of the goods or services
of fered under the respective marks is likely to result.

Al t hough the marks at issue nmust be considered in their
entireties, it is well settled that one feature of a mark
may be nore significant than another, and it is not

i nproper to give nore weight to this dom nant feature in
determ ning the commercial inpression created by the
mark. See In re National Data Corp., 753 F.2d 1056, 224
USPQ 749 (Fed. Cir. 1985).

Regardi ng the services involved in this case, we
note that the question of likelihood of confusion nust be
det erm ned based on an anal ysis of the goods or services
recited in applicant’s application vis-a-vis the goods or
services recited in the registration, rather than what
t he evidence shows the goods or services actually are.
Canadi an I nperial Bank v. Wells Fargo Bank, 811 F.2d
1490, 1 USPQ2d 1813, 1815 (Fed. Cir. 1987). See al so,

Oct ocom Systens, Inc. v. Houston Conputer Services, Inc.,

918 F.2d 937, 16 USPQ2d 1783 (Fed. Cir. 1992); and The
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Chi cago Corp. v. North Anerican Chicago Corp., 20 USPQd

1715 (TTAB 1991).

The exam ning attorney contends that confusion is
i kely because the marks are simlar; the word portion of
the registered mark is dom nant; the term*“charter” is
t he dom nant word portion of both marks; the term “group”
in the registered mark is “a generic entity designator
that has no source identifying significance”; and the
term“nmedia” is “generic when used in connection with
applicant’s services.” Regarding the respective
services, the exam ning attorney contends that while
applicant’s services are quite specific, its services are
entirely enconpassed within registrant’s broadly
identified services. The exam ning attorney did not
submt any evidence in connection with the Section 2(d)
ref usal

Applicant contends that the marks, considered in
their entireties, are sufficiently different to avoid
i kel i hood of confusion; that applicant’s mark is a
menber of applicant’s “famly of ‘charter’ marks that
identifies cable television, communications and rel ated
services”; and that its “charter” marks are frequently
used together and in connection with its corporate design

mar k. Applicant states that it is the nation’s fourth
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| argest provider of broadband services, providing
services to over seven mllion custoners in forty states;
and that cable television advertising is expensive and is
purchased by know edgeabl e purchasers after carefu
consideration. Finally, applicant argues that the
registered mark is a weak mark entitled to only a narrow
scope of protection.

I n support of its position, applicant submtted,
inter alia, copies of several other registered “charter”
mar ks owned by applicant; nunerous excerpts from what
appear to be third-party Internet web sites that use the
phrase “charter advertising” or “charter advertiser” to
refer to a certain level of advertising service bought or
offered, or use the term*“charter” as part of a trade
name in relation to advertising; copies of third-party
pendi ng applications to register marks that include the
term*“charter” for various services; and the declaration
of Marcy A. Lifton, applicant’s vice president,
descri bing applicant and its services.

We agree with the exam ning attorney that, while
applicant has narrowmy specified its services as
“provi ding and placing tel evision advertising for others,
and producing infonmercials, on cable television

stations,” these services are enconpassed by registrant’s
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very broadly identified services of “preparing and

pl aci ng advertising for others.” Thus, we nust assune
that applicant’s services and the sane services
enconpassed within registrant’s recitation of services
are the same and that these services are offered through
t he same channels of trade to the sanme class of

pur chasers.

However, we nmust al so consider the facts,
established in the record, that such services are
expensive; and that the relevant purchasers are likely to
be know edgeabl e about such services and will take care
in their purchase thereof. These factors wei gh agai nst
any |ikelihood of confusion.

Further, applicant has subm tted significant
evi dence of third-party use of the term*“charter” in the
field of advertising, indicating that “charter” is a
weak, and not entirely arbitrary, termin this field.

Finally, we consider the marks and note that, while

both marks contain the identical term“charter,” there
are obvious differences between the marks, considered in

their entireties.® Mreover, the evidence indicates that

5 W nake no finding regarding the renown of applicant’s mark, its

possi bl e use in connection with applicant’s corporate mark, or whether
applicant has denobnstrated that it has a famly of “charter” marks.
These points are not relevant to our consideration of the differences or
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“charter” is relatively weak and the exam ning attorney
has provided no evidence in support of his contentions
that it is the dom nant portion of both marks. Because
of the established weakness in the term“charter,” and

t he ot her obvious differences between the marks, we find
that the overall commercial inpressions of the marks are
not simlar.

Therefore, even though the services set forth in the
application are enconpassed within those recited in the
registration, the marks have different comrercia
i npressions and the services are expensive and purchased
with care by know edgeabl e purchasers. On bal ance, we
find insufficient support for the exam ning attorney’s
finding that confusion is |ikely.

Deci sion: The refusal under Section 2(d) of the Act

is reversed.

simlarities between the specific marks and services involved in this
appeal



