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I nc.

Steven W Jackson, Trademark Exam ning Attorney, Law Ofice
114 (K. WMargaret Lee, Managing Attorney).

Before Ci ssel, Seeherman and Hairston, Adm nistrative
Trademar k Judges.

Opi ni on by Hai rston, Adm nistrative Trademark Judge:

An application has been filed by 1travel.com Inc. to
regi ster ONETRAVEL. COM as a service mark for the foll ow ng
servi ces:

Travel agency services, nanely making reservations

and bookings for transportation on an interactive

web site, including providing and rel aying

i nformation, and securing paynent in connection

wi th such bookings by electronic nmeans in

in Class 39; and

Maki ng reservati ons and bookings for tenporary
| odgi ng on an interactive web site, including
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provi ding and relaying informati on, and securing

paynment in connection with such booki ngs by

el ectronic neans in Oass 42.°

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U S.C 81052(d), on the
ground that applicant’s mark, if used in connection with
the identified services, so resenbles the foll ow ng narks,

whi ch are registered to the sane entity, as to be likely to

cause confusion, nistake or deception:

(1)

71%!/&/0;'?9

"2 and

for “travel agency services;
(2) TRAVEL ONE for “travel agency services, nanely,
meki ng reservati ons and booki ngs for
transportation, and travel agency services,

nanmel y, making reservations and booki ngs for
tenporary | odgi ng”.?3

! Application Serial No. 76/016,399, filed April 3, 2000, based
on the assertion of applicant’s bona fide intent to use the mark
in commerce

2 Registration No. 1,573,888 issued Decenber 26, 1989 on the
Princi pal Register; renewed.

® Registration No. 2,120,877 issued Decenber 16, 1997 on the
Principal Register. The word “TRAVEL” is disclainmed apart from
the mark as shown.
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Appl i cant has appeal ed. Briefs have been filed, but
an oral hearing was not requested.

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the probative facts in evidence that are
relevant to the factors bearing on the Iikelihood of
confusion issue. Inre E. |. du Pont de Nenours & Co., 476
F.2d 1357, 177 USPQ 563 (CCPA 1973). In any |likelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between
t he goods/services. Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

Turning first to the services, applicant argues that
the services are different because its travel agency and
associ ated services will be offered through an interactive
web site on the Internet, whereas registrant’s travel
agency services are provided through “conventional” neans,
i.e., aretail establishment. One problemwth this
argurment is that the question of Iikelihood of confusion
nmust be determ ned on the basis of the goods and/or
services as they are identified in the subject application
and registration, not on what the evidence shows the goods
and/ or services to be. See Canadi an I nperial Bank of
Commerce v. Wells Fargo Bank, NA, 811 F.2d 1490, 1 USPQd

1813 (Fed. Cr. 1987); Inre WIIliam Hodges & Co., Inc.,
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190 USPQ 47 (TTAB 1976). Although applicant’s recitation
of services indicates that its travel agency and associ ated
services will be provided on an interactive web site, the
recitation of services in the cited registration contains
no restrictions as to channels of trade. Thus, for

pur poses of our analysis, we nust assunme that registrant’s
travel agency services are rendered through all the norma
channel s of trade, which would include on an interactive
web site. In short, applicant and registrant’s services
are legally identical. Further, in the absence of any
restrictions in either applicant’s application or the cited
registrations as to classes of purchasers, we mnmust assune

t hat applicant and registrant’s services may be offered to
all of the usual purchasers of these kinds of services,

whi ch woul d i nclude ordinary consuners. Thus, even if we
were to accept applicant’s position that its travel agency
services and those of the registrant will be offered in

di fferent channels of trade, they could still be
encountered by the sane consuners.

This brings us to consideration of the marks.
Applicant contends that the marks have different comerci al
inpressions, with its mark connoting “the first or forenost
in the online travel business” and registrant’s mark

connoting “a person or entity engaging in travel, e.g., the
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traveling one.” (Brief, p. 5). Further, applicant argues

that the cited marks are weak because the word “travel” is

generic for registrant’s services and the nunber “one” is
| audatory. Thus, applicant argues that the cited marks are
not entitled to a broad scope of protection.?

The Exami ning Attorney argues that the generic domain
name “.COM in applicant’s mark has no source-indicating
function, and thus the dom nant portion of applicant’s nark
is ONETRAVEL which is essentially a transposition of TRAVEL
ONE, which is the entirety of one of registrant’s marks and
t he dom nant portion of the other.

After careful consideration of the argunents of
applicant and the Exam ning Attorney, we find that the

mar ks, when considered in their entireties, are

sufficiently simlar in overall commercial inpression that

“In support of this contention, applicant submtted, for the
first time with its brief on the case, three lists of third-party
regi strations and applications for marks that include the word
“travel”, or the nunber “one.” Under Trademark Rule 2.142(d),
“evidence” submitted for the first tine with a brief on appeal is
consi dered by the Board to be untinely and therefore given no
consideration. In view thereof, we have not considered the lists
of third-party registrations and applications submtted with
applicant’s brief in reaching our decision herein. Even though
we have not considered this untinely evidence, we recogni ze, as
di scussed herein, that “travel” and “one” are descriptive and/or

| audat ory ternms.
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if applicant’s mark were used in connection with the
identified services, confusion would be likely. As our
principal reviewing court, the Court of Appeals for the
Federal Circuit, has pointed out, “[w hen marks woul d
appear on virtually identical goods or services, the degree
of simlarity necessary to support a conclusion of
i kel i hood of confusion declines.” Century 21 Real Estate
Corp. v. Century Life of Anerica, 970 F.2d 874, 23 USPQd
1698, 1700 (Fed. Gir. 1992).

As correctly noted by the Exam ning Attorney, the
dom nant portion of applicant’s mark i s ONETRAVEL; the
“.COM portion of the mark is nmerely a generic donain nane
and serves no source-identifying function. Further, TRAVEL
ONE is the entirety of one of registrant’s marks and it is
t he dom nant portion of the other. Thus, we agree with the
Exam ning Attorney that applicant’s mark is essentially a
transposition of registrant’s marks.

As to applicant’s argunent that the marks have
di fferent connotations, we cannot agree that consunmers wl |
ascri be the connotations suggested by applicant to these
mar ks. Consuners nmay well see applicant’s mark
ONETRAVEL. COM and regi strant’s marks TRAVEL ONE and TRAVEL
ONE and design as suggesting the first or nunber one in

travel .
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Further, it nust be renmenbered that in determ ning
whet her marks are simlar, a side-by-side conparison of the
marks is not the proper test. Rather, it is the overal
commerci al inpression of the marks, which will be recalled
over a period of tinme by the average consuner, that nust be
t aken i nto account.

Finally, although we did not consider the lists of
regi strations/applications submtted by applicant, we have
not overl ooked the obviously descriptive/generic nature of
the word “travel” for travel agency services and the
| audatory nature of the nunber “one”. However, even weak
marks are entitled to protection agai nst confusingly
simlar marks. In this case, applicant and registrant’s
mar ks are substantially simlar and the services are
i denti cal

In sum based on the substantial simlarity in the
mar ks, the identity of the services, trade channels and
purchasers, we find that there is a |ikelihood that
consuners woul d be confused if applicant were to use the
mar k ONETRAVEL. COM i n connection with travel agency and
associ ated services offered on an interactive web site in
view of the previously registered marks TRAVEL ONE and

TRAVEL ONE and design for travel agency services.
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Deci sion: The refusal to register under Section 2(d)

of the Trademark Act is affirned in both C asses 39 and 42.



