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Opi nion by Drost, Adm nistrative Tradenmark Judge:
On August 30, 1999, Sterling Software, Inc.
(applicant) filed six intent-to-use applications to
regi ster the followng marks (in typed forn) on the
Principal Register for the follow ng goods, all in

| nternational C ass 9:

(1) EUREKA: | NTELLI GENCE



Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

For: Conputer software for use in connection with
enterprise information portals, nanely, software for
personal i zed, browser-based, integrated searching,

anal yzing and creating a wide variety of reports using
an organi zation's internal information and
intelligence over conputer networks. (Ser. No.

75/ 788, 509)

(2) EUREKA: STRATEGY

For: Conputer software for use in connection with
enterprise information portals, nanely, software for
creating and managi ng | arge dat abases and perform ng
cal cul ati ons on, and generating a w de variety of
reports from such databases, using an organization's
internal information over conmputer networks. (Ser.
No. 75/788,510)

(3) EUREKA: ANALYST

For: Conputer software for use in connection with
enterprise information portals, nanely, software that
performs high-speed nultidinmensional analysis on an
organi zation's internal information over conput er
networks. (Ser. No. 75/788, 855)

(4) EUREKA: PORTAL

For: Conputer software for use in connection with
enterprise information portals, nanely, software for
providing a single point of network entry for
accessing and view ng an organi zation's internal
information and intelligence over conputer networks.
(Ser. No. 75/788, 856).

(5) EUREKA: SUl TE

For: Conputer software for use in connection with
enterprise information portals, nanely, software that
enabl es organi zations to organi ze, nmanage and
distribute internally and externally stored
information via a global conmunication network. (Ser.
No. 75/788, 860)

(6) EUREKA: REPORTER



Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

For: Conputer software for use in connection with

enterprise information portals, nanely, software for

produci ng production reports based on an

organi zation's internal information over conputer

networks. (App. No. 75/788, 861).

I n each case, the Examining Attorney' ultimately
refused to register the marks because of the follow ng
regi stration of the mark shown bel ow for “software

devel opnment and consulting services” in International C ass

42:

Eureka Software

The registration contains a disclainmer of the word
"software” and a statenent that the stippling is a feature
of the mark and does not represent color. Additionally, we
note that affidavits under Section 8 and 15 pertaining to
this registration have been accepted and acknow edged,
respectively, by the Office. 15 U.S.C. §§ 1058 and 1065.7

After the Exam ning Attorney nmade the refusals final
t hese appeals followed. Both applicant and the Exam ning

Attorney filed briefs. Oal hearings were not requested.

! The present Exanmining Attorney was not the original Exam ning
Attorney in these cases.
2 Regi stration No. 1,913,902, issued August 22, 1995.



Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

| nasmuch as the records and the issue in all six
applications are simlar, we will consolidate the appeal s
and issue a single opinion for all marks on appeal. In
this opinion, when we refer to portions of the record that
are comon to all the applications, we will refer to
Application No. 75/788, 509.

According to the Exam ning Attorney, “eureka” is a
“unique/arbitrary terni (Exam ning Attorney’'s Br. at 9).
The Exam ning Attorney argues that it is the dom nant
portion of applicant’s mark, which is identical to the
dom nant portion of the registered mark. The Exam ni ng
Attorney points out that the word “software” is disclained.
He al so maintains that the words in applicant’s mark are
suggestive of an ingredient, quality, characteristic,
function, feature, purpose, or use of the rel evant goods,
and these words do not distinguish the marks in those
applications fromthe cited registration.

The Exami ning Attorney also found that the goods and
services are “highly related.” Exam ning Attorney’s Br. at
9. As evidence of this rel atedness, the Exam ning Attorney
made of record numerous copies of registrations for the
pur pose of show ng that “one mark [was] used for both the

goods of conputer software/conputer prograns and the



Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

servi ces of devel opnent and/or consulting of conputer
software.” Office Action dated Decenber 6, 2000, p. 3 n.1.
The Exam ning Attorney concluded that there would be a

i keli hood of confusion.

On the other hand, applicant argues that “there are no
visual or aural simlarities whatsoever between the marks,
and the conmercial inpression engendered by each mark is
substantially different.” Applicant’s Br. at 5. Applicant
al so maintains that the Exam ning Attorney “is straining to
create a relationship between the Registrant’s services and
Applicant’s goods, while the record (and comobn sense)
dictate otherwise.” Applicant’s Br. at 7. Applicant
concludes that its services “sinply do not nove in the sane
channel s of trade as Applicant’s goods, and they are not
offered or sold to the sanme classes of purchasers,” and it
submits that the refusal should be reversed. Applicant’s
Br. at 11.

After considering the records and the argunments of the
applicant and the Exam ning Attorney, the Exam ning
Attorney’s refusals to register applicant’s narks for the
i dentified goods because they would be likely to cause
confusion with registrant’s nmark for its services are

af firned.



Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

Evidentiary |ssues

Bef ore we consider the likelihood of confusion issue,
we nust first address several evidentiary issues that have
been rai sed on appeal. Wen the Exam ni ng Attorney
initially refused to register applicant’s marks, the
Exam ning Attorney relied on 76 third-party registrations
to denonstrate that registrant’s services were related to
applicant’s goods. 1In its Appeal Brief, applicant points
out that there are only 73 registrations at issue because
two copies of the sane registrations were included and two
registrations were issued to the sane entity. The
Exam ni ng Attorney now apparently accepts this nunber
because, in his Appeal Brief, he refers to “a
representative sanpling of seventy-three (73)
registrations.” Examning Attorney’s Br. at 7 n.3.

However, applicant further requests that we disregard
23 of these registrations because they were issued under
Section 44(e) of the Trademark Act and were not based on
use. Applicant’s Brief at 3. Surprisingly, the Exam ning
Attorney persists in arguing that all 73 registrations have
probative value. Exam ning Attorney’s Br. at 7 n.3 (“The
applicant’s request that any of the previously attached

evi dence be disregarded is without nmerit”). Wile the



Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

Exam ning Attorney cites In re Micky Duck Mustard Co. Inc.

for support, we note that this case stands for exactly the
opposi te point.

In the instant case, however, 11 of the 15 third-party
applications and regi strations which cover both
restaurant services and nustard were filed under the
provi sions of Section 44 of the Act, that is, they are
based on foreign registration rather than on use in
commerce, and nost of their owners appear to have
sinply copied large parts of the title (including, in
sone cases, even the punctuation used therein) of

I nternational Cass 30. Such registrations and
applications are not even necessarily evidence of a
serious intent to use the marks shown therein in the
United States on all of the |isted goods and services,
and they have very little, if any, persuasive value on
the point for which they were offered.

In re Mucky Duck Mustard Co. Inc., 6 USPQR2d 1467, 1470

n.6 (TTAB 1988).
Therefore, we agree with applicant, and we will not
consider the registrations based on Section 44(e) as
evi dence of the rel atedness of the goods and services.
The Exami ning Attorney then goes on to attenpt to
submt additional evidence in the same footnote in its
brief. 1d. at 7-8 n.3 (“Furthernore, as of the date of
this brief, there are 448 registrations of the type
attached by the original exam ning attorney —284 of which
did not claima priority filing date via Section 44(e) of
the Trademark Act”). Not unexpectedly, applicant submts

that this "’ evidence cannot be considered by the Board.”



Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

Reply Br. at 2. The Exam ning Attorney has not provided
any argunent as to how we can consider this evidence on
appeal. The record should be conplete prior to appeal. 37
CFR § 2.142(d). O course, we do not take judicial notice
of registrations in the Ofice nor, even if tinely
submtted, is it sufficient to sinply include a list of

marks with registration nunbers. In re Hub Distributing,

Inc., 218 USPQ 284, 285 (TTAB 1983) (“[We do not consider
a copy of a search report to be credi ble evidence of the
exi stence of the registrations and the uses |isted

therein”); See also Inre Smth and Mehaffey, 31 USPQd

1531, 1532 (TTAB 1994); In re Duofold, Inc., 184 USPQ 638,

640 (TTAB 1974). Wirse yet is to sinply reference a |arge
nunber of registrations w thout providing any other
details. Therefore, we agree with applicant, and we w ||
not consi der this “evidence” in our decision.

Li kel i hood of Conf usi on

Now, we address the nmain issue in this appeal:
whet her applicant’s marks for its goods woul d be
confusingly simlar to the registered mark for the
identified services. Determning whether there is a
i keli hood of confusion requires consideration of the

factors set forth inInre E. |I. du Pont de Nemours & Co.,

476 F.2d 1357, 1361, 177 USPQ 563, 567 (CCPA 1973). In



Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

considering the evidence of record on these factors, we
must keep in mnd that “[t] he fundanental inquiry mandated
by 8 2(d) goes to the cunulative effect of differences in
the essential characteristics of the goods and differences

in the marks.” Federated Foods, Inc. v. Fort Howard Paper

Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).

The first factor we consider is whether the marks are
simlar in sound, appearance, neaning or conmercia
i npression. du Pont, 476 F.2d at 1361, 177 USPQ at 567.
Applicant seeks to register the marks EUREKA: | NTELLI GENCE;
EUREKA: STRATEGY; EUREKA: ANALYST; EUREKA: PORTAL,;
EUREKA: SUl TE; and EUREKA: REPORTER in typed form The cited

registration is for the mark

%) Eureka Software

Bot h marks contain the common term “eureka.” The
Exam ning Attorney submts that the termis unique and
arbitrary. Applicant, on the other hand, agrees that both
mar ks contain the sane word “eureka,” but it maintains that
because “eureka” is defined as “used to express triunph

upon finding or discovering sonething,” it is highly



Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

suggesti ve when used in connection with conputer-rel ated
goods or services because these prograns are often used
“for location and/or discovery of sonething.” Request for
Reconsi deration, p. 3. W do not agree with applicant that
the term “eureka” is highly suggestive when used in
connection with conputer-rel ated goods or services nor is
there any evidence that the termis widely used in this
field. Therefore, we agree with the Exam ning Attorney
that the word woul d not be highly suggestive of applicant’s
or registrant’s goods or services.

Next, we must conpare the marks in their entireties to
see if the marks are simlar. W agree that the word
“eureka” is the only termcomon to both applicant’s nmarks
and the registered mark. Applicant correctly notes that
the cited registration is a conposite mark containing a
design el enent, applicant’s marks contain a colon, and the
other wording in the marks is different.

We acknow edge that the marks are certainly not
i dentical although that, of course, does not end the
i keli hood of confusion analysis. It is well settled that

it is inproper to dissect a mark. In re Shell Ol Co., 992

F.2d 1204, 1206, 26 USPQd 1687, 1688 (Fed. Cir. 1993).
However, nore or |ess weight may be given to a particular

feature of a mark for rational reasons. |In re Nationa

10



Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

Dat a Corporation, 753 F.2d 1056, 224 USPQ 749, 751 (Fed.

Cir. 1985).

The differences in type styles between registrant’s
design mark and applicant’s marks are not significant here
because applicant’s marks are in typed form and, thus, not

limted to any special depiction. Squirtco v. Tony Corp.

697 F.2d 1038, 1041, 216 USPQ 937, 939 (Fed. Cir. 1983);

Cunni ngham v. Laser Golf Corp., 222 F.3d 943, 55 USPQd

1842, 1847-48 (Fed. Cir. 2000). Nor is the fact that the
registrant also has a design inits mark sufficient to

di stinguish the marks. The design consists sinply of the
stylized letters “ES.” These letters reinforce the
connection with EUREKA SOFTWARE, the first letters of the

two words in the nark. See In re Dixie Restaurants |Inc.,

105 F. 3d 1405, 41 USPd 1531, 1533-34 (Fed. Cr. 1997)
(DELTA, the dom nant portion of applicant’s THE DELTA CAFE
and design mark, held simlar in sound, appearance, and
meaning to registrant’s DELTA nmarKk).

As for the colon in applicant’s mark, we find that the
col on does not serve to distinguish applicant’s marks from
the registrant’s. The CCPA held that the addition of a
hyphen and another digit did not elimnate the simlarity

of the marks. See Phillips Petroleum Co. v. C. J. Wbb,

|nc., 442 F.2d 1376, 170 USPQ 35, 36 (CCPA 1971)(“The

11



Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

addition of the extra 6 and the hyphen has al ready been
held not to avoid |ikelihood of confusion, and in the
absence of sone other apparent significance for the term6-
66 we find this conclusion inescapable”). Punctuation

of ten does not significantly change the conmerci al

i npression of marks. In re Burlington Industries, Inc.,

196 USPQ 718, 719 (TTAB 1977) (“[A]l n excl amation poi nt does
not serve to identify the source of the goods”). Here, the
col on seens to enphasi ze the significance of the word
“eureka” and to indicate that the next word is a
subcat egory of goods avail abl e under the EUREKA tradenarK.
The only truly significant difference between the
marks is the fact that the word foll owi ng EUREKA in each
mark is different: “software” in the registered nark and
“intelligence,” “strategy,” “analyst,” “portal,” “suite,”
and “reporter” in applicant’s marks. The term “software”
is disclained in the registered mark and it does not
significantly change the comrercial inpression of the
registrant’s mark. Disclainmed matter is often given |ess

wei ght than other elenments of a mark. Hilson Research Inc.

v. Society for Hunan Resource Managenent, 27 USPQR2d 1423

(TTAB 1993). Here, when applicant’s goods are software and
registrant’s services are “software devel opnent and

”

consulting services,” the word “software” woul d not

12



Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

significantly distinguish the marks because both
applicant’s goods and registrant’s services involve
sof t war e.

The words in applicant’s marks also do not serve to
di stinguish the marks. These words, “intelligence,”
“strategy,” “analyst,” “portal,” “suite,” and “reporter,”
are highly suggestive of software prograns that: use “an

organi zation’s information and intelligence;” perform

“mul tidi nensional analysis;” are “used in connection with
enterprise information portals;” or produce “production
reports.” The Exam ning Attorney al so pointed out that
“suite” is a descriptive term and comonly disclainmed, for
conputer software. Application No. 75/788,860, Ofice
Action dated Decenber 6, 2000, p.2 and att ached

regi strations. The Exam ning Attorney also argues that
“strategy does little to distinguish these marks. Strategy
IS a suggestive termwhen used in relation to the
applicant’s goods [‘software for perform ng cal cul ations ...
generating reports’]”. Application No. 75/788,510, Ofice
Action dated Decenber 6, 2000, p. 2 (enphasis omtted).

“Strategy” is defined as “[t]he art or skill of using

13



Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

stratagens esp. in politics and business.” Wbster’s II
New Ri verside University Dictionary (1984).3

When we conpare the nmarks in their entireties, we find
that they are simlar. As we previously discussed, we find
that the presence of the colon seens to accentuate the
common word “eureka.” The suggestive neaning of the
addi tional words in applicant’s marks would sinply indicate
di fferent subspecialties of the software.

Next, we turn to the issue of whether applicant’s
goods and registrant’s services are related. “[I]t is well
establ i shed that a “rel atedness” which speaks to a
I'i kelihood of confusion may occur not only where goods are
i nvol ved but can exist between products on one hand and
services dealing with or related to those products on the

other hand.” WMSI Data Corp. v. M croprocessor Systens,

Inc., 220 USPQ 655, 658 (TTAB 1983) (Conputer hardware
manuf acturing services to the order of or specification of
others held related to el ectronic ordering system for
gathering and transmtting data conprising a recorder-

transmtter and data receiver). See also Safety-Kleen

Corp. v. Dresser Industries, 518 F.2d 1399, 186 USPQ 476

® W take judicial notice of this dictionary definition.

Uni versity of Notre Danme du Lac v. J.C. Gournet Food Inports Co.,
213 USPQ 594, 596 (TTAB 1982), aff'd, 703 F.2d 1372, 217 USPQ 505
(Fed. Cr. 1983).

14



Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

(CCPA 1975) (Maintenance services found related to parts
for cleaning units). Relatedness may exist even if the
products and services are not conpetitive “if they could
cone to the attention of the same types of custoners
suggesting a conmon origin.” Ml Data, 220 USPQ at 658.
To determ ne whether the goods and services are
rel ated, we nust consider the goods and services as they
are described in the identification of goods and services
in the applications and registration.* “'Likelihood of
confusi on nust be determ ned based on an analysis of the
mark applied to the ...services recited in applicant’s
application vis-a-vis the ...services recited in [a]
registration, rather than what the evidence shows the ...

services to be.’” Dixie Restaurant, 41 USPQRd at 1534

(punctuation in original), quoting, Canadian |nperial Bank

of Conmerce v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQd

1813, 1816 (Fed. Cir. 1987). See al so Octocom Systens | nc.

v. Houston Conputer Services, 918 F.2d 937, 942, 16 USPQd

1783, 1787 (Fed. Cr. 1990). Here, the services in the
registration are identified broadly as “software

devel opment and consul tation services.” Contrary to

* Applicant’s evidence regarding registrant’s actual services,
submtted with applicant’s request for reconsideration, does not
[imt the scope of the registration

15



Ser Nos. 75/788,509; 75/788,510; 75/788,855; 75/788, 856;
75/ 788, 860; and 75/ 788, 861

applicant’s argunment, the Exam ning Attorney is not
“straining to create a rel ati onship” between applicant’s
goods and registrant’s services. Applicant’s Br. at 7.
Qobvi ously, these services can invol ve devel opi ng software
and providing consulting services for software involving

enterprise information portals. Canadian Inperial Bank, 1

USPQ2d at 1816 (Board properly considered “whether, in the
entire market for that service (banking services), there
was a |ikelihood of confusion”).

While the identifications of applicant’s goods in its
six applications are different, they are all for “conputer
software for use in connection with enterprise information
portals, nanely, software for ...on an organization's
internal information over conputer networks.”® In this
case, the Exam ning Attorney has nmade of record dozens of
third-party registrations based on use in comerce to show
that the goods of the applicant and the services of
regi strant often are marketed under the same marks. See

Mucky Duck Mustard, 6 USPQRd at 1470 n.6 (Al though third-

party registrations “are not evidence that the marks shown

> Application No. 75/788,860 does not use the | anguage “over
conputer networks.” Instead it contains the | anguage “via a
gl obal comuni cations network” in the identification of goods.
W do not view this difference to have a significant effect on
the issue of the rel atedness of the goods and services.

16
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therein are in use on a comercial scale or that the public
is famliar with them [they] may have sone probative val ue
to the extent that they may serve to suggest that such
goods or services are the type which may enmanate from a
single source”). These registrations support the Exam ning
Attorney’'s position that the goods and services are
related. See, e.g., Reg. No. 2,306,921 (“conputer software
for use in the field of engineering.” and “consultation
services and conputer software devel opnent for others in
the field of engineering.”); No. 2,305,105 (“conputer
software, nanely, inventory tracking software..” and
“conputer consultation services, nanely, custonmer software
and devel opnent..”); No. 2,303,524 (“conputer software for
devel opi ng cust om based software applications..” and “design
devel opnent installation and mai nt enance of conputer
software..”); and No. 2,302,680 (“conputer software, nanely,
i ntegrated human resources, payroll, benefits, and job
requi sition software packages” and “conputer consultation,
nanmel y, consulting services ...invol ving business managenent
software systens”). Even sophisticated purchasers woul d be
likely to be confused if applicant’s and registrant’s
services were used on such closely rel ated goods and

services. (QOctocom Systens, 16 USPQ2d at 1787.

17
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Applicant cites Reynolds and Reynolds Co. v. |I.E

Systens, Inc., 5 USPQd 1749 (TTAB 1987), and argues that

“In]ot everything involving the use of conputers is
necessarily related.” Applicant’s Br. at 7. W agree. 1In
that case, the very specific and different software of the
applicant and the opposer were not so closely related that
confusion was |likely. Unlike the cited case, the goods and
services here are nmuch nore closely rel ated.

In this case, we find that EUREKA is a strong term
that dom nates applicant’s and registrant’s marks. There
is no basis to find that the word is weak or highly
suggestive of the goods and services. Wiile there are
differences in the marks, these differences are eclipsed by
the comon feature “EUREKA.” The goods and services are
rel ated such that purchasers famliar with registrant’s ES
EUREKA SOFTWARE and desi gn software devel opnent and
consultation services would likely believe that there is a
comon source for conputer software for use in connection
with enterprise information portals offered under the marks
EUREKA: | NTELLI GENCE, EUREKA: STRATEGY, EUREKA: ANALYST,
EUREKA: PORTAL, EUREKA: SU TE, and EUREKA: REPORTER

Decision: The refusals to register applicant’s narks

under Section 2(d) of the Trademark Act are affirned.
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