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Bef ore Simms, Hohei n and Rogers,
Adm ni strative Trademark Judges.

Opi ni on by Rogers, Adm nistrative Trademark Judge:

Mark C. Andrews has filed an application to register
the mark shown below in International Cass 25 for goods
identified as "wearing apparel, nanely, T-shirts, pants,

shirts, hats, caps, coats, vests, socks and shoes."!?

! Serial No. 75/781,752, filed August 20, 1999, based on
applicant's allegation of a bona fide intention to use the nmark
i n commerce.
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The application includes a disclainer of QUTWEAR. The
design el enent, which may not be particularly clear in the
reproduction above, is an illustration of a pine tree.

The exam ning attorney has refused registration of
applicant's mark under Section 2(d) of the Trademark Act,
15 U.S.C. § 1052(d), because of the prior registration,
also in Cass 25, of the mark NORTHERN APPAREL for goods
identified as “nen’s, wonen’s and children’s cl ot hing,
namel y, outerwear, coats, jackets, anoraks, suits, blazers,

sport jackets."?

The registration includes a disclainer of
APPAREL.

When the exam ning attorney nmade the refusal of
registration final, applicant appeal ed. Both applicant and

the exam ning attorney have filed briefs, but an oral

argunment was not requested. W affirmthe refusal.

2 Regi stration No. 2,403,327, issued Novenber 14, 2000, based on
an application filed Decenber 8, 1998, and lists a date of first
use and first use in commerce of Septenber 30, 1996.
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Qur determ nation under Section 2(d) is based on an
anal ysis of all of the probative facts in evidence that are
relevant to the factors bearing on the Iikelihood of
confusion issue. See Inre E. 1. du Pont de Nenours and
Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA 1973). In the
anal ysis of |ikelihood of confusion presented by this case,
key considerations are the simlarities of the marks, the
overlap in the goods, i.e., both identifications I|ist
“coats,” and the rel atedness of the remaining itens.
Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24, 29 (CCPA 1976).

The NORTHERN APPAREL mark is registered in typed form
Thus, we nust allow for the possibility that registrant
could display its mark in any reasonabl e manner or form of
lettering, including the typeface enployed by applicant.
See Phillips Petroleum Co. v. C. J. Wbb, Inc., 442 F. 2d
1376, 170 USPQ 35, 36 (CCPA 1971); Jockey Internationa
Inc. v. Mallory & Church Corp., 25 USP@d 1233, 1235 (TTAB
1992); and I NB National Bank v. Metrohost Inc., 22 USPQd
1585, 1588 (TTAB 1992). Applicant argues that the design
el ement that is included in his mark “adds a very
distinctive and unique flavor.” Applicant |ikens the
significance of the design elenment in his nmark to the

significance of the portrait of Ernest Hem ngway i ncl uded
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in the mark at issue inIn re Sloppy Joe’ s Internationa

I nc., 43 USPQ2d 1350 (TTAB 1997). We agree with the
exam ni ng attorney, however, that the circunstances of that
case are distinguishable. There the design was |arge and a
prom nent el enent of the mark; and the notoriety of Ernest
Hem ngway added significantly to the connotation of the
mark. In contrast, the design elenent in applicant’s nmark
is relatively small, less distinctive® and, consequently,
does not contribute as nmuch to the overall comerci al

i npression of the mark as did the portrait of Ernest

Hem ngway to the commercial inpression of the SLOPPY JOE S
mar k.

Gven the relatively small size of the design el ement
in applicant’s mark, we consider this a case where it is
appropriate to follow the general rule that words are
normal |y accorded greater weight when assessing the
significance of a mark, because the words are likely to
make an i npressi on upon purchasers that woul d be renenbered
by them and woul d be used by themto request the goods
and/or services. In re Appetito Provisions Co., 3 USPQd

1553, 1554 (TTAB 1987); and Kabushi ki Kai sha Hattori

® W add that, insofar as applicant’s mark includes the term
QUTVEAR and applicant admits, brief p. 5 that applicant’s goods
are “specifically directed to hunting and [a] hunting thenme” the
tree design would be viewed as tending to suggest that the goods
are appropriate for use in the woods or forest.
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Tokeiten v. Scuotto, 228 USPQ 461, 462 (TTAB 1985). See
also: Gant Food, Inc. v. Nation's Food Service, Inc., 710
F.2d 1565, 218 USPQ 390, 395 (Fed. G r. 1983).

Finally, we note that each mark includes the term
NORTHERN and a second, disclained term D sclainmed or
descriptive terns, though they nust be consi dered when
conparing marks, typically are less significant. Hewlett-
Packard Co. v. Packard Press Inc., 62 USPQ2d 1001, 1003-04
(Fed. Gir. 2002).

The principle is well established that, in
articul ating reasons for reaching a conclusion on the issue
of |ikelihood of confusion, while the narks are conpared in
their entireties, including descriptive or disclained
portions thereof, “there is nothing inproper in stating
that, for rational reasons, nore or |ess weight has been
given to a particular feature of a mark, provided the
ul timate conclusion rests on consideration of the marks in
their entireties.” 1In re National Data Corp., 732 F.2d
1056, 224 USPQ 749, 751 (Fed. Cir. 1985).

In the case at hand, both marks derive the greatest
share of their distinctiveness fromthe use of the term
NORTHERN. Moreover, the connotations of the marks,
considered in their entireties, are quite simlar, insofar

as the disclainmed ternms do not change the connotation of
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each mark as indicative of clothing from or for use in,
Northern climes. The minor design elenent in applicant’s
mar k does not change this connotation and may i ndeed
reinforce it.

In sum the overall commercial inpressions created by
the marks are simlar and consuners are not likely to
differentiate the marks based on the different disclained
words or applicant’s inclusion of a small design el enent.
Moreover, in reaching this conclusion, we are m ndful that
the test, when conparing marks, is not a side-by-side
conpari son, which consuners may not have the opportunity to
make, see Puma- Sportschuhfabri ken Rudol f Dassler KGv.
Rol | er Derby Skate Corporation, 206 USPQ 255, 259 (TTAB
1980), and that consuners’ recollection of marks used on or
in connection with general nerchandi se or services is
somewhat fallible. Spoons Restaurants, Inc. v. Mrrison,
Inc., 23 USPQd 1735, 1740 (TTAB 1991), aff’'d. (No. 92-1086
Fed. GCr. June 5, 1992); and In re Steury Corporation, 189
USPQ 353, 355 (TTAB 1975).

Turning to the respective goods, we reiterate that the
identifications of applicant’s and regi strant’s goods

i ncl ude coats, so the goods are, in part, the sane.?

* Wien the goods of the parties are directly conpetitive, the
degree of simlarity in the marks necessary to concl ude that
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Mor eover, the exam ning attorney has made of record
nunerous use-based third party regi strations show ng that
the various other clothing itens listed by applicant and
regi strant are products that nmay emanate fromthe sane
source under a single mark. The probative val ue of such
evidence is settled. See In re Azteca Restaurant
Enterprises, Inc., 50 USPQ2d 1209, 1211 (TTAB 1999), In re
Al bert Trostel & Sons Co., 29 USPQd 1783, 1785-86 (TTAB
1993), In re Mucky Duck Mustard Co. Inc., 6 USPQRd 1467,
1470 n.6 (TTAB 1988). Thus, applicant’s argunent that nost
of his clothing itens are different from nost of
registrant’s clothing itens is not persuasive support for
finding no likelihood of confusion. The itens are of a
general type and consuners would think that they had the
same source or sponsorship if marketed under the same or
simlar marks.

Applicant, in regard to channels of trade for the
i nvol ved goods, admits that the identifications “speak for
t hensel ves” but notes that his goods are directed to

hunting and a hunting thenme.® Brief p. 5. W agree, to the

confusi on anong consuners is likely is not as great as when there
are differences in the goods. See Gllette Canada Inc. v. Ranir

Corp., 23 USPQd 1768, 1773 (TTAB 1992).

®>In aresponse to an earlier Office action, applicant stated
“reference is again nmade to the statenents in the Declaration of
M. Su which establish that the narks are applied to indeed
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extent that the focus is on the identifications and not any
restrictions that are not included therein. GCctocom
Systens Inc. v. Houston Conputers Services Inc., 918 F.2d
937, 16 USP2d 1783, 1787 (Fed. Cir. 1990); Interstate
Brand Corp. v. MKee Foods Corp., 53 USPQ@2d 1910, 1913
(TTAB 2000). Thus, for the purpose of our analysis, the
goods nmust be deened to include the listed itens of apparel
Wi thout restrictions as to types or channels of trade.
Therefore, the involved goods are considered to be marketed
to the sanme class of consuners through the same channel s of
trade.

Applicant argues that his mark is now in use and there
have been no instances of actual confusion in approxi mately
one year of continuous use. W have no evi dence regarding
t he extent of use or sales by either applicant or
regi strant and di scount the mere argunment presented by
applicant. See Ranir, supra n.4, 23 USPQ2d at 1774.

Mor eover, even if we presuned that the goods have been sold
in the sane outlets, so that there would have been an

opportunity for confusion to arise, we have not heard from

different (wholesaler/retailer v. retail customer) channels of
trade.” There was, however, no reference in the earlier
response, or earlier in the response fromwhich we quote this
statement, to any such declaration; and no such declaration is of
record. W consider the statenment to have been included in
error.
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regi strant, whose experience may be different than
applicant’s.

There is one final point nmade by applicant that we now
address. That is, applicant argues that his “devel opnent
of comercial rights inits mark, while relatively m nor at
present, is believed to have conferred upon it sone degree
of rights to exclude others fromuse of its mark on simlar
goods, and in particular those in close geographic
proximty.” Brief pgs. 5-6. [Insofar as applicant nmay be
alluding to a claimthat he has sone concurrent use rights
Vis a vis registrant, that question is not now before us.
W note, in any event, that a jurisdictional requirenent
for a concurrent use application is that an applicant woul d
have to be able to claimuse of its mark in comrerce prior
to the filing date of the application that matured into the
cited registration. See TBMP § 1102.02(a)(2). Insofar as
applicant’s argunents suggest that he has only made use of
his mark for approxinmately one year prior to briefing the
appeal, such use having begun after the filing of his
application, applicant does not appear able to neet this
jurisdictional requirenment for a concurrent use
appl i cation.

In view of the simlarity of the involved marks

comrerci al inpressions, the overlap in the goods and
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rel at edness of others, the presunptively simlar channels
of trade and cl asses of consuners, we find there to exist a
I'i kel i hood of confusion or m stake by consuners.

Deci sion: The refusal of registration under Section

2(d) is affirned.
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