THIS DISPOSITION
IS NOT CITABLE AS PRECEDENT

5/ 14/ 02 OF THE T.T.A.B.

Paper No. 12
RFC

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Advanced Cardi ovascul ar Systens, Inc.

Serial No. 75/707, 361

Lori N. Boatright of Blakely, Sokoloff, Taylor & Zafman for
Advanced Cardi ovascul ar Systens, Inc.

Jani ce A. Mooneyham Trademark Exam ning Attorney, Law
O fice 115 (Tomas VI cek, Managi ng Attorney).

Bef ore Cissel, Chapnan and Bottorff, Adm nistrative
Trademar k Judges.

Opi nion by Cissel, Admi nistrative Trademark Judge:

On May 17, 1999, applicant filed the above-identified
application to register the mark “VERSASAIL” on the
Principal Register for “dilation catheters,” in Cass 10.
The application was based on applicant’s assertion that it
possessed a bona fide intention to use the mark in commerce
in connection with these goods.

The Exam ning Attorney refused registration under

Section 2(d) of the Lanham Act, 15 U.S.C. Section 1052(d),
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on the ground that if applicant were to use the mark it
seeks to register in connection with dilation catheters, it
woul d so resembl e the mark “VERSASEAL,” which is registered!
for “trocar seal conponents,” in Cass 10, that confusion
woul d be Iikely.

Applicant responded to the refusal to register by
argui ng that confusion would not be |ikely between the mark
it intends to use and the cited registered trademarKk.
Appl i cant contended that the marks do not create simlar
comrer ci al inpressions because their connotations differ,
based on the differences in the nmeanings of the respective
suffix terns “SAIL” and “SEAL.”

Applicant also argued that because a nunber of
regi stered trademarks for nedical devices include the term
“VERSA,” the cited registered mark is “less than a strong
mark and, as a result, its scope of protection is limted.”
Applicant provided a list of nine such marks, along with
copies of the registrations taken fromthe Trademark Text
and | mage Dat abase of the United States Patent and
Trademark O fice. These registrations, all owned by

different entities, are for the marks “VERSA- TRAC," “VERSA

! Reg. No. 2,153,983, issued on the Principal Register to United
States Surgical Corp. on April 28, 1998, based on a clai mof use
i n comrerce since Cctober 28, 1994.
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VAC,” “VERSA LOK,” “VERSA SAFE,” “VERSA PULSE,” “VERSA FX, "
“VERSA PEG " “VERSA TAPER,” and “VERSA TONE.” The goods
listed in these regi strations include a retractor used for
surgery of the spine, a surgical snoke filtration

appar atus, a connecting device for intravenous |ines, an
ort hopedi ¢ spinal fixation device, surgical |asers, a
gastronony kit, intravenous infusion punps and a di agnostic
Doppl er ultrasound instrunent for use in surgical
applications.

The Exami ning Attorney was not persuaded by
applicant’s argunents, however, and the refusal to register
was nmade final in the second Ofice Action. She cited a
dictionary definition of the word “catheter” as “a holl ow,
flexible tube for insertion into a body cavity, duct, or
vessel to allow the passage of fluids or distend a

passageway.” The same dictionary defines “trocar” as “a

shar p-poi nted surgical instrunent, used with a cannula to

puncture a body cavity for fluid aspiration.” She

concl uded that catheters and trocars are used for simlar

pur poses, noting that the goods specified in applicant’s

application are catheters which would be used with trocars.
Wth respect to applicant’s argunents regarding the

weakness of the cited registered mark, the Exami ning

Attorney noted that the third-party registrations submtted
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by applicant are not evidence of use; that they are not
evi dence of what happens in the marketplace or that the
public is famliar with the use of any of these nmarks.
Additionally, she pointed out that these third-party marks
each conbine the suggestive term“VERSA” with terns that
are very different fromeither “SEAL” or “SAIL,” as well as
from each ot her

I n support of her contention that the goods wi th which
applicant intends to use the mark it seeks to register are
related to the products identified in the cited
regi stration, the Exami ning Attorney submtted copies of
third-party registrations wherein the goods listed include
both trocars and catheters. Several such registrations
were submtted, including one in which the goods are
identified as “nedical catheter tips and catheters...trocar
handl ers; trocar systens consisting of trocars, trocar
ti ps, obdurators, cannulas, and seals; trocar accessories,
nanmel y, universal seals.; another wherein the |isted goods
i ncl ude “medi cal catheters and catheter tips, trocar tips,
sl eeves and seal s”; and anot her which identifies the goods
in connection with which the registered mark is used as
“medi cal and surgical catheters-particularly trocar

catheters.”
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Al so submtted with the final refusal to register were
copies of excerpts fromarticles retrieved fromthe Nexis
dat abase. These articles appear to show that trocars and
cat heters are used together. For exanple, the Online
Laproscopi ¢ Techni cal Manual, in explaining |aproscopic
pl acenent of a peritoneal dialysis catheter, instructs the
reader to use a pair of trocars inserted to properly
position the catheter. Another article notes that a trocar
is used to guide the catheter systemwhich is used to
deposit fertilized eggs into fallopian tubes. Athird
article discusses insertion of the catheter by two nethods,
one using a trocar and the other w thout using a trocar.
The final article submtted by the Exam ning Attorney
di scusses insertion of a catheter by means of using a
trocar. It states that “[a]fter incising down, the surgeon
exposes and punctures the peritoneumw th a trocar -enforced
di al ysis catheter, he then renoves the trocar and advances
t he cat heter downward toward the pelvis.”

Applicant responded to the final refusal to register
wth a request for reconsideration, filed the day after
applicant had filed a tinely Notice of Appeal. The Board
instituted the appeal, but suspended action on it and
remanded the application to the Exam ning Attorney for

consideration of applicant’s reconsideration request.
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The request for reconsideration sunmarized applicant’s
argunents on the issue of |ikelihood of confusion.
Appl i cant contended that the refusal to register should be
wi t hdrawn because the marks in issue create different
commerci al inpressions; because the registered nmark is
diluted and therefore is not entitled to wi de scope of
protection; and because the Exam ning Attorney has not net
her burden of establishing that the goods identified in the
cited registration are related to the goods specified in
the application in such a way that consumers woul d expect
t hese goods to emanate froma single source. Additionally,
t he Exam ning Attorney was “requested to consider that
applicant has a famly of *SAIL’ marks used in connection
with dilation catheters.”

Submitted in support of applicant’s argunents were
copies of printouts of several pages from applicant’s
WebSite, show ng that applicant pronotes the sale of its
coronary dilation catheters under the marks “CrossSail,”
“OpenSail,” “PowerSail” and “H ghSail.”

Addi tional ly, applicant submtted web page entries
from ot her busi nesses show the pronotion of various
products under several of the previously cited marks
registered by third parties. Included in this group were

the “Versa Pul se Laser,” the “Versa-Stinf neuronuscul ar
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stinulation electrodes, the “Versa FX fenoral hip fixation
systeni and the “Versa-|ok” connecting device for
intravenous lines. Applicant argued that these entries
show use of “VERSA” marks by third parties in connection

wi th nmedi cal devices, and that they therefore establish the
weakness of the cited registered mark.

Applicant’s reconsideration request did not persuade
the Exami ning Attorney to withdraw the refusal to register.
Submtted with her response to applicant’s request were
copies of additional Internet Wb pages which use the terns
“trocar” and “catheter” together in connection wth nedical
devices. Several use the term*“trocar catheter.” 1In
addition to this evidence, the Exam ning Attorney submtted
copi es of seven nore third-party registrations wherein the
i sted goods include both catheters and trocars.

The application file was returned to the Board, which
resunmed action on the appeal. Applicant filed an appeal
brief and the Exam ning Attorney filed her responsive
brief, but applicant did not request an oral hearing before
t he Board.

Accordi ngly, we have resol ved this appeal based on the
written record and argunents of applicant and the Exam ni ng

Attorney in light of relevant |egal authority on this
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issue. After careful consideration, we hold that the
refusal to register nust be affirned.

The predecessor to our primary review ng Court |isted
the principal factors to be considered in determning
whet her confusion is likely in the case of Inre E |
DuPont de Nernmours & Co., 4F.2d 1357, 177 USPQ 563 (CCPA
1973). Chief anpbng these factors are the simlarity of the
mar ks as to appearance, sound, neaning and comrerci al
inpression and the simlarity of the goods. Confusion is
likely in the case at hand because the marks create simlar
commerci al inpressions and the goods with which applicant
intends to use the mark it seeks to register are related to
t he goods set forth in the cited registration.

Appl i cant argues strenuously that the marks “convey
dramatical ly distinguishable comercial inpressions.”
(Brief, p. 3). Distinctions in appearance, pronunciation
and neaning are argued at length. W agree with the
Exam ni ng Attorney, however, that when these marks are
considered in their entireties, they create simlar
conmer ci al i npressions.

Al t hough we nust conpare the marks “VERSASAIL” and
“VERSASEAL” in their entireties, we nmay neverthel ess
recogni ze that the common, suggestive conponent term

“VERSA” has nore significance in creating the comerci al
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i npressi on of each mark. Geater weight may be given to a
dom nant feature in determ ning whether there is a
I'i kel i hood of confusion. In re National Data Corp., 224
USPQ 749 (Fed. Cir. 1985). As in many instances, the first
termor syllable in each of these marks dom nates. Presto
Products v. Nice-Pak Products, Inc. 9 USPQd 1895 (TTAB
1988). The dom nant el enent of each mark is the sane.

Additionally, “SEAL” and “SAIL,” the second conponents
of these marks, respectively, are quite simlar, even
t hough di stinctions between them can be nmade. The marks in
their entireties are “VERSASAIL” and “VERSASEAL,” which
sound very much ali ke when they are pronounced, and are
simlar in appearance. Although we have conpared these
marks for simlarity in sound, appearance and connotati on,
simlarity in any one of these elenments is a sufficient
basis for holding that confusion would be likely. 1Inre
Mack, 197 USPQ 755 (TTAB 1977). The differences between
“SALE” and “SEAL” are insufficient to elimnate the
l'i kel i hood of confusion which would arise if the marks were
used on cl osely rel ated goods.

As noted above, applicant argues that in view of the
use and registration of third-party marks which include the
term “VERSA” as a prefix, the cited registered mark i s not

entitled to a broad scope of protection. It is well
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settled that third-party registrations are not evidence of
use, and as such do not show that the public is famliar
with the use of such marks and is therefore accustoned to
di stingui shing anong the them based all on other elenents
besi des the commonly adopted conponent. Nati onal
Aeronautics and Space Administration v. Record Chem ca
Co., 185 USPQ 563 (TTAB 1975). In addition to the

regi strations, however, applicant has provided evidence
that four of the marks shown in the third-party
registrations are actually used in connection with the
pronoti on of the goods specified in the registrations.

Nei ther the registrations nor the Internet evidence
show ng pronotion of products under four of the third-party
mar ks persuades us that “VERSASAIL” is not likely to be
confused with “VERSASEAL” when both are used in connection
with rel ated nedi cal devices. Sinply put, none of the
cited third-party marks is likely to cause confusion with
any of the other cited third-party regi stered marks because
of obvious differences anong the marks and the products
specified in the registrations. |In the case at hand,
however, as di scussed above, the marks do create simlar
commercial inpressions, such that if applicant were to use

its mark in connection with goods which are related to

10
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those set forth in the cited registration, confusion would
be Iikely.

We therefore turn to consideration of the relationship
bet ween the goods specified in the application and the
cited registration, respectively, dilation catheters and
trocar seal conponents. The materials submtted by the
Exam ning Attorney in support of the refusal to register
establish that these products are related. It is inportant
to remenber that in order to find that confusion would be
likely, they need only be related in sonme nanner, or the
condi tions surrounding their marketing nust be such that
t hey coul d be encountered by the sane purchasers under
ci rcunstances that could give rise to the m staken belief
that they emanate froma single source. In re Martin's
Fanous Pastry Shoppe Inc., 748 F.2d 1565, 223 USPQ 1289
(Fed. Cir. 1984).

The evi dence of record establishes that catheters and
trocars are closely related nedical devices that are even
used together in some surgical procedures. As noted above,
there are types of catheters known as “trocar catheters.”
Third parties have registered their marks for both
catheters and trocars. Significantly, two of these
registrations list trocar seals as well as catheters.

Third-party registrations tend to show that the goods

11
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listed therein may emanate froma common source. In re
Al bert Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993); In
re Mucky Duck Mustard Co. Inc., 6 USPQR2d 1467 (TTAB 1988).
We are not persuaded to the contrary by applicant’s
argunent that the purchasers of these nedical devices are
sophi sticated, and would therefore not be likely to be
confused. It is well settled that the fact that purchasers
are sophi sticated and know edgeable in a particular field
does not necessarily mean that they are sophisticated or
know edgeabl e enough about tradenmarks that they are inmune
from source confusion caused by the use of simlar marks on
related products. In re Deconbe, 9 USPQ 2d 1812 (TTAB
1988). This record shows that manufacturers have
regi stered their marks for catheters and trocar seals and
that catheters and trocars are used together in the sanme
surgi cal procedures. Under the circunstances, even the
sophi sti cated individuals who nmake the decisions to
pur chase such nedi cal devices would be likely to assune
that the use of these simlar marks on such rel ated goods
i ndi cates that they emanate froma single source.
Applicant argues that the mark it seeks to register
woul d becone a nenber of a famly of marks for catheters
whi ch conbine the term“SAIL” with different prefixes.

This argunent is irrelevant in this appeal proceeding, in

12
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which our task is to determ ne whether confusion is likely
bet ween the mark applicant seeks to register by neans of

t he above-identified application and the mark cited by the
Exam ning Attorney as a bar to registration. Wether or
not applicant uses or intends to use other marks which are
also likely to cause confusion wth registered trademarks
is not before the Board in this appeal proceeding.

Wien the entire record before us is considered, we
cannot reach the conclusion that confusion would be |ikely
if applicant were to use the mark it here seeks to register
W thout admtting that this is a close case. Any doubts
whi ch we may have, however, must be resolved in favor of
the registrant and prior user, and agai nst applicant, who,
as the second coner, has a duty to select a mark which is
not likely to cause confusion with the mark of another
entity already in the market in this field. J & J Snhack
Foods v. McDonald’ s Corp., 932 F.2d 1460, 18 USPQ@d 1889
(Fed. Cir. 1991).

DECI SION: the refusal to register under Section 2(d)

of the Lanham Act is affirned.
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