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Opi nion by Cissel, Adm nistrative Trademark Judge:

On Novenber 30, 1998, the above-referenced
application was filed to register the mark “DUET” on the
Principal Register for services which were subsequently
identified by amendnment as "tel ecommuni cati ons servi ces,
namel y, personal and busi ness comruni cati ons servi ces;

t el ephone and tel egraph communi cati ons servi ces;
comuni cations services, nanely, cellular tel ephone

services, facsimle transm ssions, radio and TV

broadcasting, including through cable television,
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broadcasti ng prograns via a gl obal conputer network
delivery of nessages and pages by el ectronic transm ssion;

| easi ng of tel econmuni cati ons apparatus, including

t el ephony apparatus,” in Cass 38. The basis for filing
this application was applicant's assertion that it
possessed a bona fide intention to use the mark in commerce
wi th these services.

In the first Ofice Action, the Exam ning Attorney
refused registration under Section 2(d) of the Lanham Act,
15 U. S.C. Section 1052(d), on the ground that if
applicant's mark were used in connection with the services
specified in the application, it so resenbles the mark
"FAST PACKET DUET ADVANTAGE," which is registered1 for
"t el econmuni cati ons services, nanely, the electronic
transm ssion of radio, voice, and data; sw tched nulti-
nmegabit data service (SMDS); and exchange access frane
relay services (XA-FRS)," in Cass 38, that confusion would
be likely. The Exami ning Attorney also cited two pending
applications as potential bars to registration, required
applicant to anend the recitation of services to be nore

definite, and addressed several other informalities.

! Reg. No. 2,134,805, issued on the Principal Register on
February 3, 1998 to Bell Atlantic Network Services, Inc.; “FAST
PACKET” was di scl ai mred apart fromthe nmark as a whol e.
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Appl i cant was asked to indicate whether the mark has any
significance in the relevant trade or industry, any
geogr aphi cal significance, or any neaning in a foreign

| anguage.

Applicant responded to the first Ofice Action with
argunent against the refusal to register; argunment with
respect to the potential citations of the marks in the two
prior-filed pending applications (noting that one had
al ready been abandoned); anendnent of the recitation of
services; and a statenent that the term sought to be
regi stered "does not have any significance in the rel evant
trade or industry, or as applied to applicant's services."

A new y assigned Exam ning Attorney wi thdrew the
reference to the remaining prior-filed application, but
made final the refusal to register under Section 2(d) of
the Act. Applicant filed a tinmely Notice of Appeal, along
with a request for reconsideration. The appeal was
instituted, but action on it was suspended and the
application was remanded to the Exam ning Attorney for
consideration of applicant's request for reconsideration.
The application was then assigned to the Exam ning Attorney
identified above, who accepted applicant's anended
recitation of services, but maintained the final refusal to

register.
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Bot h applicant and the Exanm ning Attorney filed briefs
on appeal, and applicant filed a reply brief, but applicant
did not request an oral hearing before the Board.
Accordingly, we have resolved this appeal based on the
written argunents and the application file.

In this connection, we note that applicant attached to
its appeal brief printouts of Ofice records for several
third-party registrations and an application filed by a
third party. As the Exam ning Attorney points out,
subm ssion of this evidence was untinely under Tradenark
Rul e 2.142(d). The Board has therefore not given this
evi dence any consideration. Applicant argues in its reply
brief that a Iist of these registrations and the
application was submtted with applicant’s request for
reconsi deration w thout objection by the Exam ning
Attorney, and that therefore the Board shoul d deemthe
Exam ning Attorney to have wai ved any objection to the
subsequent submi ssion of the registrations and application.
To the contrary, however, in that the Exam ning Attorney
never nentioned or discussed these registrations and the
application responsive to the reconsideration request, he
clearly was not treating themas if they had been properly
introduced into the record of this application. Nor can

the Exam ning Attorney’'s failure to advise applicant of the



Ser No. 75/598, 432

proper way to nake the registrations and application of
record be deenmed to prejudice applicant, because the
listing was submtted with applicant’s request for

reconsi deration, and applicant therefore did not have a
further opportunity to submt actual copies of the
docunents. In any event, as discussed below, even if we
had considered the materials submtted for the first tinme
with applicant’s brief, our conclusion with respect to the
i ssue of |ikelihood of confusion would not have been

di fferent.

The sole issue before us in this proceeding is whether
confusion would be likely with the cited registered nmark if
applicant were to use the mark it seeks to register in
connection with the services specified in the application,
as anended. Based on careful consideration of the facts
presented on this record in view of the rel evant | egal
authority, we find that the refusal to register nust be
affirmed because the marks are sinmilar and the services
wi th which applicant intends to use its mark are in part
the sane as the services listed in the cited registration.

Turning first to the relationship between the services
set forth in the application and those identified in the
cited registration, we note that whether confusion is

i kely between these marks nmust be determ ned on the basis
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of how the services are identified in the application and
the registration, respectively, without limtations or
restrictions that are not reflected therein. Toys “R Us,
Inc. v. Lanmps R Us, 219 USPQ 340 (TTAB 1983). In the

i nstant case, applicant’s services include “personal and

busi ness conmuni cati on services,” “tel ephone conmuni cation
services,” “cellular telephone services,” and “delivery of
nmessages and pages by electronic transm ssion.” These

services are in part identical to the services recited in
the registration as “tel ecommuni cati on services, nanely,
el ectronic transm ssion of video, voice, and data.”
Contrary to the argunents made by applicant, reference to
the technical term“PACKET” in the registered mark does not
limt the scope of the registration, nor does the fact that
the registration identifies other services which appear to
be nore narrowWy defined and technical. Sinply put,
regi strant’s services include tel ecommunication services
such as transm ssion of voice and data. Applicant’s
services recited as “conmuni cati ons services,” “tel ephone
comuni cations services” and “cellul ar tel ephone services”
are enconpassed within the term nol ogy enpl oyed in the
registration.

Not wi t hst andi ng applicant’s argunent to the contrary,

this record does not support the concl usion that
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applicant’s services, as well as those of the registrant,
are highly technical services which would not be used by
ordi nary consuners. To the contrary, the recitations of
services in both the application and the cited registration
are not restricted or limted as to the types of custoners
for whom the services are provided, so custoners for both
coul d accordingly include the sanme ordi nary consuners.

Clearly, if simlar marks were to be used to identify
the sources of these overl apping tel ecomruni cations
services, confusion would be |ikely.

We agree with the Exam ning Attorney that the word
"DUET" is the dom nant elenment in the cited registered
mar k. " FAST PACKET" is nmerely descriptive in connection
with the services recited in the registration,? and
"ADVANTAGE, " as used in the registered mark, has a
suggestive, laudatory significance in connection with the
services set forth in the registration. As is typically
the case, these descriptive or suggestive conponents of the
regi stered mark have |l ess significance in determning the

overall commercial inpression the mark engenders. Plainly,

2 The record establishes that a packet is a bundl e of data that
consists of the data itself and certain control information, such
as destination address, to be transmtted electronically, and the
record includes definitions of "fast packet nultiplexing" and
"fast packet switching.”" |In any event, as noted above, the

regi stration disclainms the exclusive right to use "FAST PACKET"
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the word “DUET” is the dom nant elenent in the registered
mar k.

When we consider applicant’s mark and the registered
mark in their entireties, they are simlar because the mark
appl i cant seeks to register, “DUET,” is alnost identical to
the dom nant elenment in the cited registered mark, "DUET."

Applicant's argunents regardi ng distinctions between
“DUET” and “DUET” are not persuasive that confusion
between the marks in their entireties is not |likely. The
difference in the appearances of the two words is mnimal,
and it is well settled that because it is inpossible to
predi ct how different people will pronounce the sane words,
there is no single correct pronunciation. In re Mack, 197
USPQ 755 (TTAB 1977). Applicant argues that these two
terms woul d be pronounced differently, but “DUET” is a
readily understood word in the English | anguage, and
because of this, purchasers of these products are likely to
pronounce “DUET” the same way they woul d pronounce the
famliar word “DUET.” Plainly, “DUET” and “DUET” can be
pronounced identically.

Contrary to the statenment applicant first nade

(responsive to the Examning Attorney’s inquiry in the

apart fromthe mark as shown, and applicant does not dispute its
descri ptiveness.
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first OOfice Action) to the effect that the termit seeks
to register has no significance in the trade or in
connection with applicant's services, applicant argues in
its brief that "DUET" has "a commonly understood neani ng”
whi ch is suggestive in connection with tel econmuni cati ons
services. As the Exam ning Attorney points out, however,
applicant's argunent in this regard is contradicted by its
assertion, on the sanme page of its brief, that its mark is
a "coined term" In any event, whatever suggestiveness
"DUET" may have in connection with tel ecomunications
services, the suggestion is the sane in both applicant's
mark and the cited registered mark, so applicant's
assertions with regard to suggestiveness are not persuasive
t hat confusion would not be |ikely.

Additional ly, applicant argues that O fice practice
regardi ng regi stration and approval for publication of
mar ks whi ch include the term"DUET" denonstrates that the
termis weak in trademark significance in connection with
goods and services related to tel ecomruni cati ons, and that
the cited registered mark is accordingly entitled to only a
limted scope of protection. As the Exam ning Attorney
poi nts out, however, the evidence of record does not
support this argunent. As noted above, the materials

submtted for the first tinme with applicant's appeal brief
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have not been considered, but even if they had been, our
concl usion that confusion would be Iikely would not have
changed. Third-party applications and registrations are
not evidence that the marks therein are in use, and hence
they do not establish that the consum ng public is so
famliar with the use of the words conmon to themthat they
| ook to other elenents in order to distinguish anong them
so even if all the third-party application and registration
i nformation argued by applicant were properly of record in
this appeal, it would not be persuasive of the concl usion

t hat confusion would not be |ikely between the mark
applicant seeks to register and the cited registered mark.
In addition, it is well settled that the Board is not bound
by determ nations of registrability previously nade by
Exami ning Attorneys. In re Nett Designs, Inc., 236 F.3d
139, 57 USPQ2d 1564 (Fed. Cir. 2001). These third-party
regi strations may be used to establish that the common

el enent in the registered marks has a neani ng or suggestive
significance in the relevant trade, but, as noted above, we
al ready have a basis for concluding that “DUET” is
suggestive in this field, but the suggestion is the sane in
connection with both applicant’s services and those recited

inthe cited registration.

10
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| f applicant’s mark, “DUET,” were to be used in
connection with the sanme tel econmuni cations services with
whi ch the regi stered mark, “FAST PACKET DUET ADVANTAGE,” is
used, confusion would be |ikely because applicant’s mark is
al nost identical to the dom nant conponent of the
regi stered mark and conveys the sane commercial inpression
as the cited mark. Applicant’s mark would be likely to be
perceived as a variant of the registered mark-—perhaps as a
short hand version thereof.

As noted by the Exam ning Attorney, the fact that
applicant’s services are enconpassed within the services of
the regi strant outweighs the relatively mnor differences
in the marks. The closer the relationship between the
services, the less simlar the marks nust be in order to
support a finding that confusion is likely. Century 21
Real Estate Corp. v. Century Life of America, 23 USPQd
1698 (Fed. Cir. 1992). Moreover, if we were left with any
doubts on the issue of |ikelihood confusion, such doubts
woul d necessarily be resolved in favor of the prior user
and registrant, and agai nst applicant who, as a newconer,
had a duty to select a mark that would not be likely to
cause confusion with the mark already use in the
mar ket pl ace for these services. In re Hyper Shoppes,

(OGnhio), Inc., 837 F.2d 643, 6 USPQR2d 1025 (Fed. Cr. 1988).
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DECI SION:  The refusal to register under Section 2(d)

the Lanham Act is affirned.
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