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MIlIlstein Felder & Steiner LLP for Toymax Inc.

Zhal eh Del aney, Trademark Exami ning Attorney, Law Ofice
101 (Jerry Price, Managi ng Attorney).

Bef ore Seeher man, Hanak and Wendel, Adm nistrative
Trademar k Judges.

Opi ni on by Wendel, Admi nistrative Trademark Judge:

Toymax Inc. has filed an application to register the
mar k CANDY PLANET for a “house mark for a full |ine of
candy, ice cream and frozen confections sold separately and
as a unit with toys.”?

Regi stration has been finally refused under Section

2(d) of the Trademark Act on the ground of |ikelihood of

! Serial No. 75/596,667, filed Novenber 24, 1998, based on an
all egation of a bona fide intention to use the mark i n conmerce.
A di scl ai mrer has been nmade of the word CANDY.
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confusion with the mark COOKI E PLANET which is registered
for “bakery products, nanely, cakes, cookies, pastries,
breads, brownies, blondies and nuffins; confectioneries,
namel y, fudge.”?

The refusal has been appeal ed and applicant and the
Examining Attorney have filed briefs.® An oral hearing was
not requested.

W nmake our determ nation of |ikelihood of confusion
on the basis of those of the du Pont* factors that are
rel evant in view of the evidence of record. Two key
considerations in any analysis are the simlarity or
dissimlarity of the respective marks and the simlarity or
dissimlarity of the goods or services with which the marks
are being used, or are intended to be used. See Federated
Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192
USPQ 24 (CCPA 1976); In re Azteca Restaurant Enterprises,
Inc., 50 USPQ2d 1209 (TTAB 1999).

Looking first to the respective nmarks, we are gui ded
by the well-established principle that although the marks

must be considered in their entireties, there is nothing

2 Regi stration No. 2,171,615, issued July 7, 1998. A discl ai ner
has been made of the word COXIE

® The Examining Attorney’s request for a continuance and the
acceptance of her brief, which was filed | ate because of a m x-up
in Ofice procedure, is granted.

“Inre E.l. du Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973).
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i mproper, under appropriate circunstances, in giving nore
or less weight to a particular portion of a mark. See In
re National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed.
Cr. 1985). Moreover, although descriptive or disclained
matter cannot be ignored in conparing the marks, it is also
a fact that consuners are nore likely to rely on the non-
descriptive portion of a mark as an indication of source.
See Hilson Research Inc. v. Society for Human Resource
Managenent, 27 USPQRd 1423 (TTAB 1993).

We are in agreenent with the Exam ning Attorney that
the dom nant feature of both applicant’s and registrant’s
marks is the term PLANET. The additional termin each is
no nore than the generic termfor the goods with which the
mark is being used, or is intended to be used, and as such
has little source-indicating significance. Wile the
presence of the additional term COOKIE or CANDY, in the
mar ks | eads to obvious differences in the appearance and
sound of the marks as a whole, the overall comerci al
i npressions created by the marks are very simlar. Both
consi st of the generic termfor the goods followed by the
term PLANET. Moreover, and as discussed further bel ow,
there is even a simlarity in the generic terns, in that
both are for sweet itenms which bear a relationship to each

ot her.
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Applicant’s contention is that the term PLANET has
been used frequently in marks in connection with food
products, nmaking registrant’s mark COOKI E PLANET a weak
mark which is entitled to only a narrow scope of
protection. On this basis, applicant argues that the
overall differences in the respective marks are sufficient
to render confusion unlikely. To support its argunent that
t he PLANET portion of the mark is weak, applicant has nade
of record seven third-party registrations for marks
i ncluding the term PLANET for baked goods, confectionary
itens or closely related food products.

The third-party registrations may well show that in
t he past PLANET has appealed to others in the foodstuffs
field as a desirable termfor adoption as part of a nark.
These third-party registrati ons, however, are not evidence
of the use of the marks shown therein or of the extent to
whi ch consuners are famliar with the marks so as to be
accustoned to the existence of PLANET-containing marks in
t he marketplace. See Smth Bros. Mg. Co. v. Stone Mg.
Co., 476 F.2d 1004, 177 USPQ 462 (CCPA 1973); Hilson
Research Inc. v. Society for Human Resource Managenent,
supr a. Thus, the third-party registrations in thensel ves
are of little weight in determning |ikelihood of

conf usi on.
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Furthernore, upon reviewing the third-party
registrations, we find that there is no other mark which
follows the format of applicant’s and registrant’s marks,
nanely, the generic termfor the food product followed by
the term PLANET. 1In only two of these marks is PLANET
preceded by another term (COOL PLANET and CRAZY PLANET) and
neither of these is the generic term(or a recogni zed nane)
for the goods. The remaining five (PLANET LUNCH, PLANET
ONE, PLANET C, PLANET SWEETS AND PLANET BACGEL) all follow a
different word order and even those containing a generic
termfor the goods create different commercial inpressions
fromapplicant’s mark because of this word order.
Applicant’s argunents with respect to the co-all owance by
the Ofice of these various third-party marks on the
register is irrelevant to the issue at hand. The question
is whether confusion is |likely between applicant’s mark
CANDY PLANET and registrant’s mark COOKI E PLANET. We find
no evidence of record to support applicant’s concl usion
that the public has been exposed to so many PLANET-
contai ning marks for various food products that it is
capabl e of distinguishing these marks, even if as simlar
in comercial inpression as applicant’s and registrant’s

mar ks.
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Turning to the goods involved, we note that as a
general principle, the issue of |ikelihood of confusion
must be determ ned on the basis of the goods as identified
in the application and the cited registration. Canadian
| nperial Bank of Comerce v. Wells Fargo Bank, 811 F.2d
1490, 1 USPQ2d 1813 (Fed. GCr. 1987). It is not necessary
that the goods of registrant and applicant be simlar or
even conpetitive to support a holding of |ikelihood of
confusion. It is sufficient if the respective goods are
related in some manner and/or that the conditions
surroundi ng their marketing are such that they would be
encountered by the same persons under circunstances that
coul d, because of the simlarity of the marks used thereon,
give rise to the m staken belief that they emanate, or are
associ ated with, the sanme source. See In re Al bert Trostel
& Sons Co., 29 USPQ2d 1783 (TTAB 1993) and the cases cited
therein. If there are no restrictions in the application
or registration as to channels of trade, the parties’ goods
nmust be assuned to travel in all the normal channels of
trade for goods of this nature. See Kangol Ltd. v.
KangaROOS U.S. A Inc., 974 F.2d 161, 23 USPQ2d 1945 (Fed.
Cr. 1992).

As pointed out by the Exami ning Attorney, the

respective goods are in part identical, in that
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regi strant’s goods include the confection fudge, which, as
shown by evidence nmade of record by the Exam ning Attorney
and as commonly recogni zed, is a type of candy. As
identified, applicant’s candies nmay be sold separately or
as a unit with toys; there is no prerequisite that a toy be
part of the goods. Furthernore, applicant’s argunents that
its candies are scul pted and/or are used to fill toys in
the formof animated characters or human action stars are
to no avail, inasnuch as the identification of goods sinply
lists the goods as “candy.”

| nsof ar as ot her goods of registrant are concerned,
regi strant’ s “cookies” cannot be limted, as applicant
attenpts, to premumgift cookies with gournet ingredients.
The identification of goods in the registration includes
“cookies,” without Iimtation as to type or content. The
guestion is whether a sufficient relationship exists
bet ween the goods of applicant, which include candy, and
t hose of registrant, which include cookies, that custoners
woul d be likely to believe that both originate froma
single source if simlar nmarks are used thereon. W find
the copies of numerous third-party registrations nmade of
record by the Exami ning Attorney show ng regi stration of
the sane mark by a single entity for both candy and

cooki es, and in many instances other bakery products as
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wel |, fully adequate to establish such a rel ationship.
Wil e these registrations are admttedly not evidence of
use of the marks in commerce, they are sufficient to
suggest that these goods are ones which nay be produced by
a single entity and marketed under the sane mark. See In
re Albert Trostel & Sons (o., supra, In re Micky Duck
Mustard Co., 6 USPQd 1467 (TTAB 1988). Accordingly, if
marks as simlar in commercial inpression as CANDY PLANET
and COOKI E PLANET are used on candy and cooki es,
respectively, it may reasonably be presuned that custoners
will mstakenly believe that the goods emanate fromthe
sane source.

Applicant’s argunments with respect to differences in
t he channels of trade can be given no weight. Regardless
of whether registrant presently offers its goods over an
I nternet website for order by tel ephone or nail, there are
no restrictions in the identification of goods in the
registration limting the channels of trade to this manner
of sale. Instead we nust assune that registrant’s products
travel in all the normal channels of trade for goods of
this nature. This would include the sane supermarkets or
retail outlets at which custoners would find the candy and
frozen goods of applicant. No distinction can be drawn on

t he basis of channels of trade.
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Mor eover, the Exami ning Attorney has established that
a greater relationship exists between the goods of
applicant and registrant than that they are sinply food
items which mght be sold in the same markets. W are not
follow ng any “per se” rule for food products in general.
I nstead, it has been shown that these are the type of food
products which have been marketed by a single entity under
the sane mark and thus may readily be assumed by custoners
to emanate froma single source, a nuch closer relationship
than nmerely being food products found in the same stores.

Finally, we note that these are inexpensive food itens
whi ch woul d be purchased w thout any great degree of care
in their selection, making confusion nore |ikely by the use
of simlar marks thereon

Accordingly, we find that confusion is |ikely.

Deci sion: The refusal to register under Section 2(d)

is affirned.
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