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ERIM International, Inc. has appeal ed fromthe final

refusal of the Trademark Examining Attorney to register

CEONORX as a trademark for “conputer software for

generating and managi ng geo-spatial products, nanely the

conversion of raw renote sensing data into inage files for

the automated extraction of features in standard i nage
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formats.”?

Regi stration has been refused pursuant to
Section 2(d) of the Trademark Act, 15 U.S.C. 1052(d), on
the ground that applicant’s mark so resenbles the mark
CGEONORKS, previously registered for “publications, nanely,
books and training nmanual s regardi ng conputer prograns,” as
to be likely, if used on applicant’s identified goods, to
cause confusion or m stake or to deceive.

The appeal has been fully briefed, and applicant and
t he Exam ning Attorney appeared at an oral hearing before
t he Board.

We affirmthe refusal of registration.

Qur determ nation is based on an analysis of all of
t he probative facts in evidence that are relevant to the
factors set forth inlnre E I. du Pont de Nenours & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any likelihood
of confusion anal ysis, two key considerations are the
simlarities between the marks and the simlarities between
t he goods. Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

Turning first to the marks, they are identical in

pronunci ation and virtually identical in appearance.

! Application Serial No. 75/541,700, filed August 24, 1998,
based on an asserted bona fide intention to use the mark in
conmer ce.
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Al though the last letters of each mark differ slightly,
CEONORX ending in an “X’ and GEOAMORKS ending in a “KS,” the
first six letters are identical and they create the strong
simlarity in appearance. The marks al so have the sane
connotation. Accordingly, we find that they convey the
same conmerci al inpression

Applicant argues that the final letters of its mark
wi |l be noticed because the suffix WORX forns the basis of
its famly of marks and/or products. Applicant bases this
assertion on what appears to be literature for the GEOANORX
product in which various features are identified by terns
ending in WORX, e.g., ExtractWrx for “automated Feature
Extraction to create derived information,” DEM Wrx to
“Create High Quality DEMs” and SARWrx to “Convert Raw SAR
Signals in to Image Frame Files.” There are severa
problems with applicant’s position. First, applicant’s
assertion and the product literature submtted by applicant
are insufficient to denonstrate that it has a famly of
WORX mar ks, or that consunmers will |ikely not be confused
because of the presence of the asserted famly feature.
The exhibit relates only to applicant’s GEOANORX product.
As noted previously, applicant filed its application based
on an intent to use the mark, and the record does not

i ndi cate that applicant has comenced use as yet.
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Certainly no anendnent to all ege use has been fil ed.
Further, there is no indication as to whether the “GeoWrx
Product Description” docunent has been distributed or, if
so, to whom and under what circunstances. |In short, the
record fails to show that applicant has a recognized famly
of WVORX mar ks.

More inportantly, even if applicant could nmake a
showing that it had a preexisting famly of WORX marks, it
is not relevant because an applicant cannot rely upon its
ot her marks in seeking registration of a particular mark.
See In re U S. Plywod- Chanpi on Papers, Inc., 175 USPQ 445
(TTAB 1972). As discussed in Baroid Fluids Inc. v. Sun
Drilling Products, 24 USPQd 1048 (TTAB 1992), the famly
of marks doctrine may not be used defensively to justify
registration of a mark likely to cause confusion with
anot her mark.

This brings us to a consideration of the goods. W
nmust bear in mnd that even when goods or services are not
conpetitive or intrinsically related, the use of marks
which are identical can |lead to the assunption that there
is a common source. See Inre Shell Ol Co., 992 F.2d
1204, 26 USPQRd 1687 (Fed. Cir. 1993). |If the marks are
the sane or alnobst so, it is only necessary that there be a

vi abl e rel ati onship between the goods or services in order
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to support a holding of likelihood of confusion. 1Inre
Concordi a International Forwarding Corp., 222 USPQ 355, 356
(TTAB 1983).

It is applicant’s position that the goods are
unrel ated, and that the consuners of its goods woul d not
encounter the registrant’s goods. Applicant has expl ai ned
that its conputer prograns have a “highly specialized
application, relating to geo-spatial data processing for
use in creating image files in connection with conpl ex
mlitary defense and ot her sophisticated comrerci al
applications relating to geographical image devel opnent.”
Brief, p. 3. It also states that its products are sold at
prices that often exceed $200,000. Applicant further
asserts that the registrant’s goods are conputer nanual s
“used in relation to cellular tel ephones and consuner
advertisenents transmtted to such tel ephones.” 1d.

It is well established that it is not necessary that
t he goods be identical or even conpetitive in nature in
order to support a finding of l|ikelihood of confusion. It
is sufficient that the circunstances surrounding their
mar keting are such that they would be likely to be
encountered by the sane persons under circunstances that
woul d give rise, because of the marks used in connection

therewith, to the m staken belief that the goods originate
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fromor are in sone way associated with the sane source.
In re International Tel ephone and Tel egraph Corp., 197 USPQ
910, 911 (TTAB 1978). Further, we nust conpare the goods
based on the identifications in the application and the
cited registration, rather than on what the evidence shows
the goods to be. Canadian Inperial Bank of Comrerce v.
Well's Fargo Bank, NA, 811 F.2d 1490, 1 USPQ2d 1813 ( Fed.
Cir. 1987); In re El baum 211 USPQ 639 (TTAB 1981).

Thus, although applicant may assert that the
regi strant’ s books and training manual s regardi ng conputer
programs may relate solely to cellular tel ephones and
consuner advertisenents transmtted to such tel ephones, for
pur poses of our determ nation we nust deem those books and
training manuals to be used for all types of conputer
prograns, including prograns such as the applicant’s
software for generating and managi ng geo-spatial products,
as well as other highly specialized and sophi sticated
conput er prograns.

Thus, the goods of applicant and registrant nust
|l egally be deened to be conpl enentary products which can be
sold in the same channels of trade to the sanme cl asses of
CONSUNers.

Mor eover, the Exam ning Attorney has nmade of record a

nunber of third-party registrations which show t hat
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regi strants have adopted a single mark for both comnputer
sof tware and books and training manual s for conputer
prograns. See, for exanple, Registration No. 2,324,275 for
“conmputer software for use in processing and anal yzi ng
renote sensing, geographic, cartographic and other spaci al
[sic] informati on and acconpanying instruction or user
manual s sold as a unit”; Registration No. 2,375,677 for,
inter alia, “conmputer hardware and conputer software for
application and operating systemfunctions for use in
comercial interaction in the field of gl obal conputer
networ ks” and “printed matter, namely, books, brochures and
i nstructional manuals, all relating to comerci al
interaction applications in the field of global conputer
net wor ks”; Registration No. 2,309,960 for, inter alia,
“digitized maps and conputer CD Rom software and
instructional manuals sold as a unit for mapping, graphica
depi ction, display, analysis and annotation of digitized
maps for airborne, |and, and mari ne navi gation”

Regi stration No. 2,342,672 for, inter alia, “conputer

“

software for desktop publishing” and “manual s, books and
magazi nes for use with conputer software for desktop
publ i shing”; Registration No. 2,356,040 for, inter alia,

“educational conputer software for use in training on

conputer applications” and “printed manual s, nanely,
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reports, books magazi nes and manual s featuring conputer
software and conputer information”; Registration No.
2,327,832 for, inter alia, “conputer software for use in
printing hardcopy output” and “conputer hardware and
software manual s”; Registration No. 2,258,957 for, inter
alia, “computer progranms for desktop to host
communi cations” and “conputer program manuals for desktop
to host conmuni cation prograns” and Regi strati on No.
2,255,934 for, inter alia, “software for nonitoring,
managi ng and perform ng di agnostics relative to network
managenent systens” and “technical manuals, users’ manuals,
and other descriptive witten materials associated with
software for nonitoring, managi ng, and perform ng
di agnostics relative to network managenent systens.”
Third-party registrations which individually cover a
nunber of different itenms and which are based on use in
commer ce? serve to suggest that the |isted goods and/or
services are of a type which may enmanate froma single
source. See Inre Albert Trostel & Sons Co., 29 USPQd

1783 (TTAB 1993).

2 W have given no weight to those third-party registrations
submtted by the Exam ning Attorney which are based on Section 44
of the Trademark Act.
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Conparing the goods in Iight of the above-noted | egal
principles, we find that applicant's conputer software for
generati ng and nmanagi ng geo-spatial products is
sufficiently related to books and training manual s
regardi ng conputer prograns that, when both are sold under
the nearly identical marks GEOMORX and GEONORKS, confusion
is likely.

We recogni ze applicant's contention that the
purchasers of its product are sophisticated and
discrimnating, a contention that the Exam ning Attorney
does not dispute. Although this factor favors applicant,
it is outweighed by the simlarities between the marks and
t he goods.

In finding |ikelihood of confusion, we note
applicant’s assertion that the identification of goods in
the cited registration “cannot be interpreted as covering
virtually every field in which conputers are enpl oyed.”
Reply brief, p. 2. W acknow edge that this is a very
broad identification which mght not be sufficiently
definite if the application were being exam ned today.

Al t hough we are required by Section 7 of the Trademark Act,
as well as the relevant case law, to give this broad
identification full force, applicant is not w thout

remedies inits attenpt to obtain a registration
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Specifically, applicant nmay seek a consent fromthe owner
of the cited registration, or applicant nay seek a
restriction in the cited registration, pursuant to Section
18 of the Act, that may serve to avoid a |likelihood of
confusion. See, Eurostar Inc. v. "Euro-Star" Reitnoden GibH
& Co. KG 34 USPQrd 1266 (TTAB 1994).

Finally, to the extent that any doubt exists on the
i ssue of |ikelihood of confusion, it is well settled that
such doubt nust be resol ved agai nst the newconer and in
favor of the prior user. |In re Pneunatiques, Caoutchouc
Manuf acture et Pl astiques Kl eber - Col onbes, 487 F.2d 918,
179 USPQ 729 (CCPA 1973).

Decision: The refusal of registration is affirned.
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