THI'S DI SPOSI TION | S
NOT CI TABLE AS
PRECEDENT OF THE TTAB

Mai | ed: June 6/ 2002

Heari ng: Paper No. 16
March 14, 2002 BAC

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Tradenmark Trial and Appeal Board

In re Magner Corporation of Anmerica, by merger wth Magner
Cor por at i on*

Serial No. 75/497,927

Peter L. Costas of Pepe & Hazard, LLP for Magner
Cor poration of Anerica, by nerger wi th Magner Corporation.

Brendan Regan, Trademark Exam ning Attorney, Law Ofice 113
(COdette Bonnet, Managi ng Attorney).

Bef ore Hanak, Chapman and Rogers, Adm nistrative Trademark
Judges.

Opi ni on by Chapman, Adm nistrative Trademark Judge:
Magner Corporation of America (applicant) has appeal ed

fromthe final refusal of the Exam ning Attorney to

! The records of the Assignment Branch of the USPTO indicate that
the original applicant, Magner Corporation, has nerged into
Magner Corporation of America. (Reel 2189, Frane 0134.)
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regi ster the mark shown bel ow

MAG ]

for “coin sorters; coin counters and verifiers sold singly
and in conbi nation, used for discrimnation and counting of
coi ns; coin packagers; paper currency counters; currency
recognition and validation units; currency scal es;
conputers and software for recording and reporting
financial transactions” in International Cass 9.2

The Exam ning Attorney has refused registration under
Section 2(d) of the Trademark Act, 15 U.S.C. 81052(d), on
the basis of two registrations, both issued to Coin
Acceptors, Inc., and both for goods identified as “vendi ng
machi nes and bill validators” in International Cass 9 --
Regi stration No. 2,312,323, issued January 25, 2000, for
the mark MAG and Registration No. 2,354,001, issued My

30, 2000 for the nmark shown bel ow

! '.l@uumuﬁmlmn‘nu

2 Mpplication Serial No. 75/497,927, filed June 8, 1998, based on
applicant’s assertion of a bona fide intention to use the mark in
COner ce.
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(This registration includes a statenment that the drawing is
lined for the color red but color is not a feature of the
mar k. )

Briefs have been filed, and an oral hearing was held
before this Board on March 14, 2002.

Prelimnpnarily, we wll address two evidentiary
matters. First, the Exam ning Attorney requested in his
brief that the Board take judicial notice of attached
dictionary definitions of the terns “bill” and “currency.”
This request is granted. See University of Notre Danme du
Lac v. J.C. Gournet Food Inports Co., 213 USPQ 594 (TTAB
1982), aff’'d, 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983).
See al so, TBWP 8§712.01.

Second, applicant submitted three exhibits with its
brief and the Exam ning Attorney objected thereto,
requesting that the exhibits be given no consideration.
Exhibit Ais sinply a photocopy of the draw ng page of
applicant’s application. (It was, of course, unnecessary
for applicant to submt same as an exhibit.) Exhibit B
consi sts of photocopies of literature about applicant’s
goods, and Exhibit C consists of printouts froma website

“coi nco. conf about registrant’s goods.?3 Wth regard to the

® There is no indication in the printouts that “coinco.conf is
the website of registrant, Coin Acceptors, Inc. Nor is there any
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|atter two exhibits, during the ex parte prosecution
applicant had previously stated that it had attached
literature about both applicant and registrant. (See
Applicant’s August 17, 2000 Response to Second Ofice
Action, p. 3.) Inasnmuch as the Exam ning Attorney then
assigned to this application did not make any nention of
sanme nor indicate that the materials were not attached, the
Exam ning Attorney’s bel ated objection is overruled. The
Board has considered applicant’s exhibits attached to its
brief on the case. O course, as discussed nore fully
later in this decision, the Board nust nonet hel ess consi der
the question of registrability in relation to the goods as
identified.

Essentially, the Exam ning Attorney argues that the
dom nant feature of each mark is “MAG” and applicant’s
slight stylization of lettering and the additi on of the
Roman nuneral “11” does not distinguish applicant’s mark
fromregistrant’s marks; that the marks are highly simlar
i n sound, appearance, connotation and comrercia
inpression; that registrant’s “bill validators” and

applicant’s “currency recognition and validation units” are

record in the Assignnent Branch of the USPTO that the cited

regi strations have been transferred to an entity nanmed Coi nco.
Despite this fact, we have considered this evidence assum ng that
it is fromregistrant’s website.
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particularly highly related; and that any doubt on the
i ssue nust be resolved in registrant’s favor.

Appl i cant argues that its mark is not MAG al one but
includes a logo format and the registrant’s marks are MAG
alone and MMAGin a logo format “clearly distinct” (brief,
p. 4) fromthat of applicant. Applicant strongly urges
that the goods are not rel ated because registrant’s goods
(“bill validators”) are conmponent parts of vendi ng nachi nes
or bill-changi ng machi nes sold to vendi ng machi ne
manuf acturers, while applicant’s “currency recognition and
val idation units” are conplete machines utilized by and
sold to financial institutions, arnored car services and
| arge retail establishnments; and that neither applicant nor
registrant sell to the general public, but rather, each
entity’ s custonmers are sophisticated. Put another way,
applicant contends that the parties’ respective goods are
sold in different channels of trade to different and
sophi sti cated purchasers; and that nmerely because both
conpani es’ products process currency and coi nage in sone
manner “does not nean that there is a |ikelihood of
confusi on between the goods.” (Brief, p. 5.)

The salient question to be determ ned is not whether
t he goods of the parties are likely to be confused, but

rat her whether there is a likelihood that the public wll



Ser. No. 75/497927

be msled to believe that the goods offered under the

i nvol ved marks originate froma common source. See J.C
Hal | Conpany v. Hall mark Cards, |ncorporated, 340 F.2d 960,
144 USPQ 435, 438 (CCPA 1965); and The State Historical
Society of Wsconsin v. Ringling Bros.-Barnum & Bail ey
Conbi ned Shows, Inc., 190 USPQ 25, 30 (TTAB 1976).

We affirmthe refusal to register. |In reaching this
concl usi on, we have followed the guidance of the Court in
In re E. I. du Pont de Nenours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973).

I n considering the respective nmarks, we find
applicant’s mark is simlar in sound, appearance,
connotati on and commercial inpression to the marks in each
of the two cited registrations. The word or letter portion
of each mark is “MAG " The dollar bill design, the
underline in red and the stylized lettering in one of
registrant’s marks and the underline, the Roman nuneral I1
and the stylized lettering in applicant’s mark do not
obviate any likelihood of confusion, especially in |ight of
the fallible nenories of consuners. See Spoons Restaurants
Inc. v. Morrison, Inc., 23 USPQd 1735 (TTAB 1991), aff’'d
unpub’d (Fed. G r., June 5, 1992).

As acknow edged by applicant “the roman nuneral |

signifies a second version of several of the devices in the



Ser. No. 75/497927

product grouping.” * (Applicant’s July 22, 1999 Response to
an Ofice action, p. 1). W agree that the marks MAG
(registrant’s mark) and MAG Il (applicant’s mark) will be
per cei ved by the purchasing public as the related versions
of a mark for variations in a product line. That is,
purchasers may wel|l assume that applicant’s mark MAG Il and
desi gn connotes the second generation of registrant’s
goods, the first generati on of which are identified by the
mar ks MAG and MAG and design

Turning to a consideration of the involved goods, it
is well settled that goods (and/or services) need not be
i dentical or even conpetitive to support a finding of
i kelihood of confusion. It is sufficient that the goods
are related in some manner or that the circunstances
surrounding their marketing are such that they would |ikely
be encountered by the same persons under circunstances that
could give rise to the m staken belief that they emanate
fromor are associated with the same source. See In re

Peebles Inc., 23 USP@d 1795, 1796 (TTAB 1992); and

* The Board notes that applicant owns Registration No. 1,698, 843,
issued July 7, 1992, for the mark MAGNER for “coin sorters; coin
counters and verifiers, and coin packagers, sold singly and in
conbi nati on, used for discrimnation and counting of coins; paper
currency counters; currency scal es; conputers and software for
recording and reporting financial transactions”; Section 8
affidavit accepted, Section 15 affidavit acknow edged.
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Monsanto Co. v. Enviro-Chem Corp., 199 USPQ 590, 596 (TTAB
1978) .

In determ ning the question of |ikelihood of
confusion, the Board is constrai ned to conpare the goods
(and/or services) as identified in the application with the
goods (and/or services) as identified in the cited
registration(s). |If the registrant’s goods and the
applicant’s goods are described so as to enconpass or
overl ap, then applicant cannot properly argue that, in
reality, the actual goods of the applicant and registrant
are not simlar. See Canadian |nperial Bank of Comrerce,
Nat i onal Association v. Wlls Fargo Bank, 811 F.2d 1490, 1
USP2d 1813 (Fed. Cir. 1987); and In re Qonti nental
Graphics Corp., 52 USPQ2d 1374 (TTAB 1999).

In this case, we shall focus our attention (as have
both applicant’s attorney and the Exam ni ng Attorney) on
certain itens in the respective identifications of goods,
namely, applicant’s “coin sorters; coin counters and
verifiers...; paper currency counters; and currency
recognition and validation units” and registrant’s “bill
val i dators.”

It appears that “bill validators” in registrant’s
identification may be a termof art in the relevant field,

and thus the Board will consider the evidence submtted
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with applicant’s brief (Exhibits B and C) in determn ning
the question of the simlarities/dissimlarities and nature
of the respective goods. See In re Tracknobile Inc., 15
USPd 1152 (TTAB 1990). However, even considering this
evi dence, it does not establish, as applicant contends,
that these goods, as identified, are distinct and

unrel ated. Applicant subm tted phot ocopi es of

i nformati onal brochures about its “currency counter,” “coin

count er/ packager” and “coin sorters”; as well as printouts
of several pages from “coi nco.conf which applicant states
is “the Coin Acceptors’ [registrant’s] website.” (Brief,
p. 2.) The printouts fromthe coinco.com website include
the follow ng headings: “coin acceptors / bill acceptors /
card readers / controllers / international.” Mreover, the
website printouts include statenents such as the follow ng:

Coinco is the dom nant coin and bil
acceptor brand in the world;

Together with the Coinco famly of
products, this acquisition [of Mney
Controls] has created the world's
prem er provider of products for

aut omat ed transacti on needs. The
conbi ned technol ogi es provide coin
changers, coin validators, bill
acceptors and hoppers for any
application in virtually every country
of the worl d;

The conpany provides the world' s
| argest variety of hoppers and
validators for a diverse range of
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mar ket s i ncl udi ng anmusenent, gani ng and
vendi ng; and

Coi nco continues to provide |eading-
edge coin and bill handling equi pnent
t hat works harder and smarter for you.

The information presunably fromregistrant’s website
is not supportive of applicant’s point. First, the website
i nformation does not utilize the term®“bill validators” but
rather uses the term*®“bill acceptors.” Further, there is
no clarification or explanation within the pages submtted
by applicant establishing precisely what the involved term
“validator” neans in the industry.

Even if the very narrow definition of a bill validator
urged by applicant had been shown (which it was not) it is
not inplausible that the registrant could begin making the
nore advanced, nore conplicated noney handling equi pnent
whi ch is capable not only of validating a single
denom nation bill, but equipnent that can first recognize
the different denom nations of currency and then validate
sane.

The record does show that one use of “Coinco’s”
products is with vending machines, but it also shows that
t hese products are sold to a diverse range of markets

i ncludi ng the anusenent and gami ng industries. Further, we

do not read registrant’s identification of goods --

10
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“vendi ng machines and bill validators” -- as limting
registrant’s “bill validators” to only those which are a
conponent part of a vending machine. The word “and” nust
be read in its conmmon English nmeaning, that is, that

regi strant has registered its marks for the two itens set
forth in each of its identifications of goods. |If

regi strant sold only a vendi ng machine with a bil

val idator as a part thereof, presumably the identification
of goods would so read.

There is no stated restriction in either party’s
identification of goods as to rel evant purchasers. But, we
agree that the general public would not generally purchase
vendi ng machi nes and or bill validators. Applicant’s goods
enconpass nunerous itens, some of which are |Iikew se not
likely to be purchased by the general public (e.g.,
currency recognition and validation units, conputers and
software for recording and reporting financial
transactions), but others (e.g., coin sorters) could
concei vably include comon small coin sorters sold to the
general public. Even assum ng that the rel evant purchasers
for both parties’ identified goods woul d be sophisticated
purchasers, that does not nean that they are totally imune
from confusion as to the source of the goods and servi ces.

See Wncharger Corporation v. Rinco, Inc., 297 F.2d 261,

11
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132 USPQ 289 (CCPA 1962); and In re Deconbe, 9 USPQd 1812
(TTAB 1988).

We agree with the Exam ning Attorney that the goods,
as identified, are related; and applicant’s evidence does
not rebut the prima facie showing. In re Gulay, 820 F.2d
1216, 3 USPQd 1009, 1010 (Fed. Cir. 1987).

Consuners famliar with registrant’s “bill validators”
sol d under the marks MAG and MAG and design, woul d be
likely to believe, upon encountering applicant’s mark, MAG
|1 and design, for, inter alia, “currency recognition and
val idation units” that the goods originated with or were
sonmehow associ ated with or sponsored by registrant.

Any doubt on the question of |ikelihood of confusion
nmust be resol ved agai nst the newconer, as the newconer has
t he opportunity of avoiding confusion and is obligated to
do so. See TBC Corp. v. Holsa Inc., 126 F.3d 1470, 44
UsP@@d 1315 (Fed. Cir. 1997); and In re Hyper Shoppes
(Ohio) Inc., 837 F.2d 840, 6 USPQ2d 1025 (Fed. Cir. 1988).

Deci sion: The refusal to register under Section 2(d)

is affirmed as to both cited registrations.
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