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Bef ore Simms, Quinn and Drost, Adm nistrative Tradenark
Judges.

Opi nion by Quinn, Adm nistrative Trademark Judge:

MCB, Inc., doing business as WId Rose, has
petitioned to cancel the registrati on owned by Fashi on
Exp. (Taiwan) Co., Ltd. for the mark WLD ROSE (in typed
form for “men’s, wonen’'s and children’s active, sport,
casual, work and formal dress footwear, and boots.”' As

grounds for cancellation, petitioner alleges that there

! Registration No. 1,950,224, issued January 23, 1996; Section 8
affidavit filed and accepted.
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is a likelihood of confusion under Section 2(d) of the

Trademar k Act . Mor e
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specifically, petitioner asserts that respondent’s nark,
when applied to respondent’s goods, so resenbles
petitioner’s previously used trade name and tradenark
W LD ROSE for wonen’s apparel, nanely, jackets, vests,
shirts, blouses, t-shirts, pants, shorts, skorts, suits
and dresses as to be likely to cause confusion.
Respondent, in its answer, has denied the
all egations of the petition for cancellation. Respondent
has set forth two “affirmtive defenses” wherein
respondent anplified its denial of |ikelihood of
conf usi on.
The record consists of the pleadings; the file of
the involved registration; a declaration of Ben

2

Altshul er, an officer of petitioner,” and a nmeno from

2 Trademark Rule 2.123(b) provides that testinony may be
submtted by way of affidavit or declaration, but only by
witten agreenent of the parties. In the present case, the
decl arati on was not acconpanied by any witten agreenent.
Respondent subsequently nade, however, the follow ng statenent

at the conclusion of its notice of reliance: “Respondent
Fashi on shall also rely upon the docunents noticed by Petitioner
on January 18, 2001.” Notw thstanding this remark, respondent,

for the first time in its brief on the case, raised an objection
to the declaration, relying on Trademark Rule 2.123(b) and the
absence, inits mnd, of a witten agreenent to allow the
testinony to be filed in declaration form Respondent argues at
sone length that its statenent in its notice of reliance does
not serve as a witten stipulation, and that it woul d not
stipulate to such formof testinony without the right to cross-
exam ne the deponent.

W find respondent’s statement in its notice of reliance to be
cl ear and unanbi guous. For whatever reasons, respondent
indicated that it would rely on the evidence listed in
petitioner’s notices of reliance, and never even hinted that



Cancel | ati on No. 29, 940

4

him?® various advertisenents,” respondent’s responses to

di scovery requests,”’

official records, including a
certified copy of petitioner’s nowexpired prior

regi stration, and assignments relating thereto,® and
petitioner’s responses to discovery requests,’ all |isted

in petitioner’s notices of reliance (the three notices

were filed on the same day, January 19, 2001); a copy of

there was a problemw th the subm ssion. Accordingly, we
construe respondent’s statenent in its notice of reliance to be
a witten stipulation to the subm ssion of M. Altshuler’s
testinony in declaration form

3 This evidence is not proper subject matter for a notice of
reliance, but, in view of respondent’s statenent in the nature
of a witten stipulation, and respondent’s failure to object to
the i nproper subm ssion, the evidence is of record.

4 Al'though some of these materials appear to be from printed
publications, the notice of reliance does not specify the
printed publication or otherwise conformw th Trademark Rul e
2.122(e). In view of respondent’s statenent, and respondent’s
failure to object to this evidence, it forns part of the record.
° The responses include ones nmade relative to petitioner’s
production requests. Docunents produced in response to
production requests are not proper subject matter for a notice
of reliance, except to the extent indicated in Trademark Rul e
2.122(e). See TBMP § 711. These docunents, however, have been
considered in view of respondent’s statenent and its failure to
make any objection to the inproper subm ssion.

® This evidence shows that petitioner’s predecessor obtained
Regi stration No. 1,284,407 on July 3, 1984 for the mark WLD
ROSE for “wonen’s clothing, nanely, dresses and suits,” claimng
a date of first use anywhere and first use in commerce of
February 1, 1983. The registration was canceled for failure to
file a Section 8 affidavit.

" Ordinarily, an answer to an interrogatory may be subnmitted and
made part of the record by only the inquiring party. 1In this
case, respondent’s statenent as well as its failure to object
thereto warrant consideration of this evidence in spite of the
i mproper subm ssion.
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8

a letter between counsel,® petitioner’s additional

responses to di scovery requests,®

and respondent’s
responses to production requests, all listed in
respondent’s notice of reliance. The parties filed
briefs. An oral hearing was requested, but the request
subsequently was wi thdrawn by the nmutual agreenent of the
parties.
PRI ORI TY

In our determ nation of priority of use, we need to
address, at the outset, two of the argunments untinely
rai sed by respondent. |In defending against petitioner’s
claimof priority, respondent raises, for the first tine
inits brief, an affirmative defense of |aches and an
all egation that petitioner’s mark has been abandoned.
Petitioner contends, in its reply brief, that

respondent’s assertions are untinmely inasnuch as

respondent neither raised the matters in the answer, nor

8 Correspondence between counsel is not proper subject matter
for a notice of reliance. Petitioner, however, nade no

obj ection thereto, and we have considered it to be of record.

% The responses include docunents submitted in response to
production requests. As indicated earlier, such evidence is not
proper for introduction by way of a notice of reliance.
Petitioner made no objection thereto, and the evidence has been
consi der ed.

10 As pointed out earlier, reliance on one’s own discovery
responses is inproper. However, in view of petitioner’s failure
to object thereto, the evidence has been consi dered.
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ever made an attenpt to anmend the answer to include these
assertions as defenses.

Petitioner’s objections are well taken. An
answer shoul d i nclude any defenses which the defendant
may have to the claimasserted by the plaintiff.
Trademark Rule 2.114(b)(1); and Fed. R Civ. P. 8(Db).
Such defenses include |aches and, in the context herein
of disputing petitioner’s comon law priority claim
abandonnent. |In the present case, the defenses were not
raised in the answer. Moreover, even at the end of
petitioner’s case-in-chief testinony period, the answer
was never anmended to include the defenses. Specifically
with respect to priority, respondent was obligated, after
petitioner conpleted its testinony, to at |least anmend its
pl eading (e.g. to assert that the pleaded mark was
abandoned) to put petitioner on notice that there were
percei ved problens with petitioner’s claimof prior and
conti nuous use. However, it was not until the briefing
stage that respondent raised any problenms with
petitioner’s priority claim Until this late juncture,
petitioner had no formal notice that respondent viewed

the use as anything but prior and continuous.'

1 The correspondence between counsel (specifically,
respondent’s letter dated January 18, 2001) does not excuse the
failure to anend the answer. Further, to the extent that
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Accordingly, petitioner was never put on notice that
t hese defenses would be raised against it. To consider
t he defenses at this late juncture unduly prejudices
petitioner who did not have fair notice of the bases for
t he defenses. Further, given the way this case was
litigated, the defenses certainly were never tried by the
parties, either expressly or inpliedly, as provided by
Fed. R Civ. P. 15(b).

In view of the above, respondent’s defenses of
| aches and abandonnent have been untinmely raised and wl

not be

respondent viewed petitioner’s discovery responses as deficient,
the matter was never brought to the Board’s attention by a
notion to conpel as provided by Trademark Rule 2.120(e).
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consi der ed.

Turning now to the nerits of petitioner’s priority
claim of record is the declaration of Benjamn
Al tshul er, one of petitioner’s officers. M. Altshuler
states, in pertinent part, that petitioner’s trade nanme
and mark W LD ROSE has been in continuous use in
connection with wonen’s clothing since 1983. M.
Al tshul er further stated that petitioner’s clothing has
been “favorably received in the marketplace.” Also of
record are invoices show ng use of WLD ROSE (in script
form as a trade nane. One invoice for each of the years
1985- 2000 (except 1994) has been submtted, with the
customers’ nanes and addresses, units shipped and prices
redacted. Various advertisenents for petitioner’s WLD
ROSE brand of wonen’s clothing have been submtted. The
adverti senents have been run by retailers, including
Macy’s, Robinson’s, and Gantos. The record al so includes
a hang tag and a | abel showi ng use of the mark W LD ROSE
(in script form. In his declaration, M. Altshuler
indicated that petitioner’s corporate policy is to
destroy corporate docunents after 7 years.

Respondent’s registration is, of course, of record;
it bears a filing date of May 31, 1994, and clains first

use on January 1, 1985 (the registration issued on
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January 23, 1996). O record are product catal ogs for
the years 1996-2000. Respondent’s responses to
interrogatories also are of record. The responses reveal
t hat respondent obtained the involved registration by
assignment on April 16, 1996; the earliest date of use
set forth by respondent in the responses is April 16,
1996 (interrogatory no. 11).

| nsof ar as respondent’s first use is concerned,
respondent indicates that it comrenced use when it
obt ai ned the involved registration on April 16, 1996. In
any event, in the absence of testinony or other evidence,
the filing date of the involved registration (i.e., My
31, 1994) is the earliest date upon which respondent
could rely. See: Lone Star Mg. Co., Inc. v. Bil
Beasl ey, Inc., 498 F.2d 906, 182 USPQ 368, 369 (CCPA
1974) .

Because WLD ROSE is an inherently distinctive mark
for wonen’s clothing, petitioner has established
trademark rights in WLD ROSE for wonen’s clothing with
its earliest uses of the mark which, according to the
uncontradi cted statements of M. Altshuler, date back to
February 1, 1983. 1In addition, the invoices, which show

trade nane use, also support petitioner’s priority. The
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evidence is sufficient for purposes of proving

petitioner’s priority in this case.

L1 KELI HOOD OF CONFUSI ON

The parties’ argunments can be easily summari zed.
Petitioner maintains that the marks are identical, and
that petitioner’s wonen' s clothing and respondent’s
wonmen’ s footwear are closely related. Wth respect to
t he goods, petitioner argues that clothing and shoes are
conpl ementary items, often purchased in the same shopping
trip in the sane store.

Respondent contends, on the other hand, that the
goods are “dissimlar and substantially unrelated.”
Respondent al so asserts that the goods are sold in
different trade channels and to different classes of
purchasers. Respondent states that it sells its footwear
to distributors who are sophisticated purchasers.

Qur determ nati on under Section 2(d) is based on an
anal ysis of all of the facts in evidence that are
relevant to the factors bearing on the |ikelihood of
confusion issue. Inre E. |I. du Pont de Nemours & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any
i kel'i hood of confusion analysis, two key considerations

are the simlarities or dissimlarities between the nmarks

10
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and the simlarities or dissimlarities between the
goods. Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

The evidence of record shows use of WLD ROSE by
petitioner in script formas indicated above. The use of
W LD ROSE as a trade nanme on the invoices and as a
trademark on the | abels and hangtags (see petitioner’s
response to docunment request no. 10) is in script form
The use of WLD ROSE in typed form appears in the body of
the invoices. Petitioner’s mark is essentially identical
to respondent’s mark. In typed form the marks are
identical in every respect. |In conparing petitioner’s
mark in script formwi th respondent’s typed mark, the
mar ks remain identical in sound and neaning, with sonme
di fference, albeit very slight, in appearance.

In view of the above, the parties have spent little
time in discussing the marks, but rather have
concentrated their briefing efforts on conparing the
goods sold under the marks. Wth respect to the goods,
we recogni ze, at the outset, that there is no per se rule
governing likelihood of confusion in cases involving
clothing and footwear. Nonetheless, petitioner’s wonen's

clothing and respondent’s wonen’ s footwear are “al

articles of apparel which would normally be marketed

11
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t hrough the sane class of retail merchants to the sane
class of purchasers.” Chaussures Bally Societe Anonynme
de Fabrication v. Fritzi of California, Inc., 144 USPQ
609, 610 (TTAB 1965) [use of BALLY and VALLI on weari ng
apparel and on boots is |likely to cause confusion]. See
al so: General Shoe Corp. v. Hollywood- Maxwell Co., 277
F.2d 169, 125 USPQ 443 (CCPA 1960) [use of same mark on
shoes and hosiery and on brassieres likely to cause
confusion]; General Shoe Corp. v. Lerner Bros. Mg. Co.,
Inc., 254 F.2d 154, 117 USPQ 281 (CCPA 1958) [use of sane
mark on men’s boots and shoes and on nmen’s sport shirts
likely to cause confusion]; In re Kangaroos, U. S A, 223
USPQ 1025 (TTAB 1984) [use of sane mark on athletic shoes
and on men's shirts likely to cause confusion]; B. Rich's
Sons, Inc. v. Frieda Originals, Inc., 176 USPQ 284 (TTAB
1972) [use of simlar marks on wonen’'s knitted dresses,
suits, skirts and bl ouses and on shoes is likely to cause
confusion]; In re United States Rubber Co., 155 USPQ 595
(TTAB 1967) [use of sanme mark on shoes and on shorts
likely to cause confusion]; and Shoe Corporation of
America v. Petite Mss Co., 133 USPQ 215 (TTAB 1962) [use
of sanme mark on shoes and on wonen’s coats likely to
cause confusion]. Further, in cases such as this where

arbitrary marks are essentially identical, the

12
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rel ati onshi p between the goods on which the parties use
their marks need not be as close as in the situation
where the marks are not so simlar. Ancor, Inc. v. Ancor
| ndustries, Inc., 210 USPQ 70, 78 (TTAB 1981). See al so:
In re Shell G1 Co., 992 F.2d 1204, 26 USPQ2d 1687, 1689
(Fed. Cir. 1993).

As articulated in some of the cited cases, wonen’s
clothing and wonen’s footwear are viewed as conpl enentary
fashion items. Clothing and footwear are often bought on
the sanme shopping trip, in the same store (albeit in
di fferent departnments of the store), and by the sane
purchaser to conplete an ensenbl e.

In the absence of any specific limtation in
respondent’s registration, we nust assume that
respondent’s wonmen’s footwear travels in the usual
channel s of trade for such goods. |In re Apparel
Ventures, Inc., 229 USPQ 225 (TTAB 1986). Thus, the
differences in trade channels pointed to by respondent
are of no noment. Normal channels of trade for wonen’s
footwear would include retail stores, that is, the sane
type of trade channel wherein petitioner’s wonmen’s

cl ot hing woul d appear to be ultimately sold.* As to

12 petitioner’s clothing initially is sold in its own show oom
at wholesale. The clothing is then sold to retail outlets
wherein the goods are ultimtely purchased by consuners.

13
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cl asses of purchasers, the sane ones woul d purchase at
retail both wonen’s clothing and wonen’ s footwear.

We concl ude that consuners famliar with
petitioner’s wonen’s clothing sold under the previously
used trade nane and trademark W LD ROSE (in script form
woul d be likely to believe, upon encountering
respondent’s mark WLD ROSE for wonen’s footwear, that
the goods originated with or were sonehow associated with
or sponsored by the sanme entity.

Deci sion: The petition for cancellation is granted,
and Registration No. 1,950,224 will be canceled in due

course.

14



