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Before Cissel, Seeherman and Chapman, Adm nistrative
Trademar k Judges.

Opi nion by Cissel, Admnistrative Trademark Judge:

On Decenber 4, 1998, Coffee Express Co. filed a
Petition to Cancel Registration No. 2,081,278, which
i ssued on the Principal Register to Janelco d obal

on July 22, 1997 for the mark shown bel ow
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for “shelf-stable liquid coffee concentrate and powder ed
coffee,” in Class 30. The registration is based on
registrant’s claimof use of the mark in comerce in
connection with these goods since October 1, 1995. The
descriptive word “coffee” is disclainmed apart fromthe
mark as shown in the registration.

As grounds for cancellation, petitioner alleged that
it is in the business of roasting and selling specialty
cof fee beans, coffees and associ ated goods; that since at
| east as early as March 31, 1980, petitioner and its
predecessor have been using the marks *“ COFFEE EXPRESS, ”

“ COFFEE EXPRESS” and design, “COFFEE EXPRESS COWMPANY” and
other marks with “COFFEE EXPRESS” as the dom nant feature
in connection with petitioner’s coffee and coffee beans;
that on April 13, 1987, petitioner’s predecessor applied

to register the mark shown bel ow

for “coffee,” but that registration was refused under
Section 2(d) of the Lanham Act based on Regi stration No.
1,395,742 for the mark “COFFEE EXPRESS’ for “non-electric
coffee pots,” in Class 21, which had been issued to Dante

Bedi ni on June 3, 1986; that petitioner continued to use
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its mark in connection with its coffee products, as well
as on related itenms; that petitioner purchased the
registration cited as a bar to its application when the
owner thereof died in 1997; and that petitioner again
applied to register its mark after securing the
previously-cited registration, only to have the
registration here sought to be canceled cited as a bar
under Section 2(d) of the Act. The Petition to Cancel
all eges priority and likelihood of confusion as grounds
for cancellation of respondent’s registration.

Respondent denied the allegations of petitioner and
asserted | aches as an affirmative defense. Additionally,
respondent counterclainmed to cancel Registration No.
1,395,742, the registration referred to above, which
petitioner had acquired fromthe estate of Dante Bedi ni
in 1997. As grounds for cancellation, respondent
asserted that the mark “COFFEE EXPRESS’ has becone
generic. Petitioner answered the counterclaimby denying
that the mark is generic for the goods specified in the
registration, “non-electric coffee pots.”

A trial was conducted in accordance with the
Trademark Rul es of Practice. Testinony and evidence were
i ntroduced by both parties. The record before us in this

proceedi ng i ncludes the testinony, with exhibits, of



Cancel | ati on No. 28, 360

Thomas |siah, petitioner’s president, and of Eduardo
Gautier, Jr., respondent’s president, as well as
responses to discovery requests and a nunber of other
exhi bits made of record by notices of reliance. Both
parties filed briefs, but no oral hearing before the
Board was requested.

Based on careful consideration of this record, the
argunments presented in the briefs and the rel evant | egal
precedents, we hold that the petition for cancellation of
Reg. No. 2,081, 278 nust be granted, and that the
counterclaimfor cancellation of Reg. No. 1,395,742 nust
be deni ed.

In view of the refusal to register petitioner’s nmark
based on likelihood of confusion with respondent’s
registered mark, it is clear that petitioner is being
damaged by the existence of the registration it seeks to
cancel by means of this proceeding. Petitioner’s
standing to bring this action is therefore established.

Turning, then, to petitioner’s clains of priority
and |ikelihood of confusion, we note first that
respondent argues that petitioner cannot use 1975 as the
date of its first use in order to establish priority.
Respondent notes that since 1975, petitioner and its

predecessor have combi ned several different conbinations
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of words and designs with the words “COFFEE EXPRESS” in
connection with various aspects of its coffee business.
Respondent’s position seens to be that each tine
addi ti onal words or designs were added to or deleted from
“COFFEE EXPRESS, ” petitioner brought a new mark into the
worl d and could no longer claimpriority based on the
previ ous version or versions of its trademark.

As petitioner correctly points out, however, this is
not the case. The record clearly shows continuous use of
“ COFFEE EXPRESS” as the trade nanme of petitioner and its
predecessor and as a trademark in connection with
petitioner’s goods since the m d-1970s. M. Isiah
testified that petitioner first used “COFFEE EXPRESS" as
a trademark on coffee in 1979, well before the 1995 first
use date clainmed by respondent for its registered nark;
and that petitioner continues to use the mark in
connection with its products. The words “COFFEE EXPRESS’
have certainly been used by petitioner with a nunber of
di fferent conbi nati ons of words and desi gns, but
t hr oughout the years, the words “COFFEE EXPRESS” have
al ways functioned as petitioner’s trademark.

In view of petitioner’s priority, the question
becomes whet her the use of respondent’s registered mark,

whi ch conbi nes the words “COFFEE EXPRESS” with a design
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of a coffee cup for liquid coffee concentrate and
powdered coffee, is likely to cause confusion with
petitioner’s trademarks, all of which are for or are
dom nated by the words “COFFEE EXPRESS,” for coffee and
cof fee-rel ated products. Confusion is plainly likely
because the comercial inpressions of petitioner’s
trademarks are quite simlar to that of the mark
petitioner seeks to cancel, and the goods in connection
with which they are all used are comercially rel ated.

The predecessor to our primary review ng court set
out the factors to be considered in determ ning whether
confusion is likely inIn re E. |I. DuPont de Nenmours &
Co., 476 F.2d 1357, 177 USPQ 563, (CCPA 1973). Although
we do not have probative evidence relating to all of the
thirteen factors listed therein, the evidence we do have
establ i shes that confusion is |ikely.

As not ed above, although the marks do possess sone
differences, they create simlar comrercial inpressions
because the words “COFFEE EXPRESS” are the dom nant
portion of respondent’s mark and the trademarks of
petitioner. “COFFEE EXPRESS” is suggestive in connection
with the coffee products sold under these marks, but the
suggestion is the sanme, nanely that the goods involve

provi di ng coffee quickly.
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The second factor, the relationship between the
goods with which the marks are used, also cuts in
petitioner’s favor. As noted above, under its mark
petitioner sells coffee beans, ground roasted coffee and
rel ated products such as coffee pots and coffee nugs.
The goods specified in respondent’s registration are
powdered coffee and liquid coffee concentrate. W are
not able to precisely differentiate powdered coffee from
ground coffee, but, at a mninum these goods appear to
be very simlar, and in view of the unrestricted manner
in which they are identified in respondent’s
registration, we nust assune that these goods nove in al
t he usual trade channels for such products to all the
usual purchasers of them which would clearly overl ap.

In fact, the testinony indicates that respondent
conducts business in the sane markets as petitioner and
has attended the sane type of trade shows. Contrary to
respondent’s contentions, there is no evidence that the
purchasers of ground coffee or powdered coffee are
sophi sticated or know edgeabl e such that they are |ikely
to avoid being confused by the use of such simlar
trademarks in connection with goods which are so closely

r el at ed.
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Several of the factors identified in the DuPont case
do not cut in favor of either party in the instant case.
We have no proof that any of these marks has acquired
fame, and the testinony concerning actual confusion that
was al | edged to have occurred is vague, confusing and
insufficient to support a conclusion that custoners of
petitioner were actually confused.

Petitioner has used and continues to use marks
consi sting of or dom nated by the words “COFFEE EXPRESS”
on a wide variety of collateral goods, fromjackets and
mugs to napkins. As noted above, it owns a valid and
subsisting registration of the mark for coffee pots. As
we explain below, the counterclaimto cancel that
regi stration because the mark is generic is wthout
merit.

VWhen all of the evidence of record is considered, we
conclude that confusion is likely.

In addition to finding that petitioner has priority
and that confusion is likely, we also hold that
respondent has not provided sufficient proof in support
of its affirmative defense of laches. This action to
cancel was brought a year and seven nonths after
respondent’s mark was published for opposition.

Respondent does not explain how bringing this action at
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that time could be considered untinely, especially in
light of the fact that petitioner advised respondent of
its rights and threatened to bring a cancellation
proceedi ng | ess than a year after respondent’s mark had
been publ i shed.

We thus turn to consideration of respondent’s
counterclaim Respondent has not established any factual
basis for its counterclaimto cancel petitioner’s
registration of “COFFEE EXPRESS” on the ground of
genericness. Although sone of the evidence relied upon
by respondent does indicate that there are a couple of
other entities in this country using “COFFEE EXPRESS” in
conjunction with coffee shop services, it is not at al
cl ear whether this use is use as a service mark, nuch
less that it is use as a generic termfor any goods or
services. Moreover, even if respondent had established
wi despread use of “COFFEE EXPRESS” in connection with
cof fee shop services, such uses do not prove that the
term has becone generic for non-electric coffee pots,
which are the goods identified in the registration
respondent seeks to cancel by means of its counterclaim
Respondent argues in its brief that petitioner has
abandoned use of this registered mark, but that ground

was not pleaded by respondent.
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Deci sion: The counterclaimto cancel Reg. No.
1,395,742 is denied, and the petition to cancel Reg. No.

2,081,278 is granted.
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