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By the Board:

Applicant has filed to register the mark HULA MONSTERS
for “conpact discs and cassette tapes with recorded nmusic” in
Class 9.' As grounds for the opposition, opposers allege that
applicant’s mark, when used on the identified goods, so
resenbl es opposers’ previously used and regi stered MONSTER and
MONSTER formative marks, said marks conprising a famly of
MONSTER marks, as to be likely to cause confusion, m stake or

deception; and that applicant’s use of his mark will tend to

! Application Serial No. 75/847,237 was filed on November 12, 1999,
claimng use in commerce since April 1985. Applicant has disclained
the exclusive right to use HULA apart fromthe mark as shown.
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di l ute opposers’ MONSTER and fam |y of MONSTER marks, which “...
are entitled to fanobus mark protection.”?

| n answeri ng paragraph nos. 3-27 of the notice of
opposi tion, wherein opposers plead their registered marks,?
applicant states, “l except (sic - accept) the information
given and therefore agree. However, these trademarks do not
affect my mark. M mark is unique onto (sic - unto) itself.”
Appl i cant has otherw se denied the salient allegations of the
noti ce of opposition.

Di scovery closed on August 18, 2001. This case now cones

up on opposers’ motion for summary judgnent, filed October 4,

2001. Applicant has filed a response and opposers have

2 Two of opposers’ pleaded marks are particularly noteworthy. They
are Registration Nos. 1,537,306 and 1, 665,277, both for the mark
MONSTER MUSI C, MJSI C di scl ai med; and t he goods and services are
“conpact discs”; and “production of conpact discs, audio tapes and
phonogr aphic records” and “distribution services in the field of
prerecorded conpact discs, audio tapes and phonographi c records of
various artists,” respectively.

Opposers’ ot her pleaded registered marks include: MONSTER STYLE,
MONSTER CABLE, MONSTER CABLE SPECI AL, MONSTER HOVE THEATRE, MONSTER
DESI GN, MONSTER PONER, MONSTER SOUND, MONSTER VI DEQ, MONSTER TI PS,
MONSTER CONNECTI ON, | AM A MONSTER, MONSTER CENTRAL, MONSTER
COMPUTER, MONSTER M CROPHONE, MONSTER MULTI MEDI A, MONSTER NETWORKI NG,
and MONSTER | NTERNET. Opposers’ registrations are for a variety of
goods and services sumari zed as foll ows: speaker wire in Class 6; a
wi de range of electronics hardware products and conmpact discs in
Cass 9; newsletters, nmgazi nes, catal ogs, and newspapers providi ng
entertai nment industry and cable industry news, and newsl etters about
consuner electronics in Cass 16; t-shirts and jackets in O ass 25;
and conducting classes and semnars in the field of audio systems in
Cl ass 41.

3 In each of paragraph nos. 3-27, opposers state the registration
nunber, date of registration, mark, and goods, i ncluding
international classification, for each of their nunerous pleaded
regi strations.
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replied thereto objecting to the adm ssibility of applicant’s
“expert opinion.”*

I n support of their notion for summary judgnent, opposers
argue that applicant failed to respond to their requests for
adm ssions and, thus, the adm ssions are deened adm tted under
Fed. R Civ. P. 36. Opposers contend that, by virtue of
applicant’s judicial adm ssions, there are no genui ne issues
of material fact and they are entitled to judgnent as a matter
of law. In particular, opposers argue that applicant has
admtted (1) that opposers have priority in their MONSTER
mar ks; (2) that opposers’ marks, both registered and at common
law, are valid and enforceable; (3) that applicant’s use of
his HULA MONSTERS nmark on his goods would be |likely to cause
confusion with opposers’ registered MONSTER marks for siml ar
goods as well as with opposers’ connon | aw mark MONSTER f or
various goods; and (4) that applicant’s use of his HULA
MONSTERS mark woul d |i kely cause confusion with opposers’
famly of marks.

I n response, applicant argues that opposers have not

produced any evidence of their clains; that he has answered

all “charges” against him “one by one on the record”; and,

4 Applicant’s notice of typographical error (regarding a date) in his
response to opposers’ notion for summary judgnent is noted. It does
not appear that applicant served a copy of the notice on opposers.
See Trademark Rule 2.119. As a courtesy, in the circunstances, the
Board includes a copy herewith for opposers.
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“regarding the adm ssions sent to ne by plaintiff, | have
already admtted in ny answer, (ltenms 3-27) that the word
MONSTER appears in the plaintiffs’ trademark docunents.”
Appl i cant contends that the parties have different custoners,
fans, stores, products, intent and notivation. He argues that
the comercial inpressions of the marks differ with opposers
using the term MONSTER as an adjective neani ng sonething | arge
or bigger than life, and, in his own use of HULA MONSTER, the
term HULA is the adjective.

In reply, opposers object to the adm ssibility of the
“expert opinion” submtted by applicant. |In particular, they
argue that applicant submtted only a letter, not a
decl aration or affidavit, fromBarry Squires.> (Applicant
al so submtted his own statenent entitled “affidavit and
decl arati on by an expert witness in support of Defendant”
whi ch acconpani ed the Squires’ letter. However, this was al so
sinply in letter formand was not in affidavit or declaration
form)

Opposers’ objection to the adm ssibility of the Squires’
letter is well taken. Affidavits my be submtted in support
of, or in opposition to, a notion for summary judgnent
provided that they (lI) are made on personal know edge; (2) set

forth such facts as would be adm ssible in evidence; and (3)
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show affirmatively that the affiant is conpetent to testify to
the matters stated therein. See Fed. R Civ. P. 56(e). In
lieu of an affidavit, a party may submt a declaration neeting
the requirements of Trademark Rule 2.20. See TBMP Secti on
528.05(b). M. Squires’ letter is not acconpani ed by an
affidavit or declaration fromhimin conformance with Fed. R
Civ. P. 56(e). Applicant’s own letter stating that M.
Squires is an expert cannot be substituted for the requirenent
that M. Squires’ letter, or contents therein, be introduced
by M. Squires’ own declaration or affidavit. Even if we were
to consider the Squires’ letter, however, it would not change
t he outconme of our decision.

In a notion for summary judgment, the noving party has
t he burden of establishing the absence of any genuine issue of
material fact and that it is entitled to judgnent as a matter
of law. See Fed. R Civ. P. 56. A genuine dispute with
respect to a material fact exists if sufficient evidence is
presented that a reasonable fact finder could decide the
guestion in favor of the non-noving party. See Opryland USA
Inc. v. Great Anerican Miusic Show, Inc., 970 F.2d 847, 23
UsP2d 1471 (Fed. Cir. 1992). Thus, all doubts as to whether
any particular factual issues are genuinely in dispute nust be

resolved in the Iight nost favorable to the non-noving party.

>1In his Qctober 17, 2001 letter, Barry Squires identifies hinself as
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See O de Tyne Foods Inc. v. Roundy’s Inc., 961 F.2d 200, 22

USPQ 1542 (Fed. Cir. 1992).

Opposers primarily base their assertion that there remain
no genui ne issues of material fact as to |ikelihood of
confusion on applicant’s failure to respond to opposers’ first
requests for adm ssions, which are thereby deened adm tted.
Opposers’ position is well taken. Specifically, opposers
served their first request for adm ssions on applicant on
Novenber 29, 2000. To date, according to opposers, applicant
has not responded to these requests and has not requested an
enl argenent of tinme in which to respond. Applicant appears to
contend that the requests for adm ssion were redundant with
applicant’s answer to the notice of opposition, and that he
admts the statenments propounded in the requests for
adm ssions, by providing the follow ng expl anations: (1)

opposers were “...asking for answers that | already provided in
my answer to opposition”:® (2) “[r]egarding the admi ssions

sent to ne by the plaintiff, | have already admtted in ny
answer (ltems 3 through 27) that the word MONSTER appears in

the plaintiffs' trademark documents”;’ (3) “I have nade the

adm ssions and can agree that Plaintiff does have trademarks

“Col unbi a A&R Manager — A Division of Sony Misic.”

® See page 2 of applicant’s brief in opposition to opposers’ notion
for summary judgnent.

"1d. at page 3.
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that contain the word nonster”:® and (4) “[p]laintiff has my
admi ssions and di scovery and ‘answer to Opposition’ . ”?

Because applicant never responded to opposers’ requests
for adm ssions, the requests are deened admtted. See Fed. R
Civ. P. 6(b) and 36(a). See also Hobie Designs Inc. v. Fred
Hayman Beverly Hills Inc., 14 USPQ2d 2064 (TTAB 1990)(if a
party upon whom requests for adm ssion have been served fails
to timely respond thereto, the requests will stand admtted
unl ess the party is able to show that its failure to tinely
respond was the result of excusable neglect; or unless a
notion to withdraw or anmend the adm ssions is filed pursuant
to Fed. R Civ. P. 36(b), and granted by the Board).

In determ ning the issue of |ikelihood of confusion and,
in this case, whether there is any genuine issue of material
fact relating to the ultimate | egal question, we nust consider
the pertinent evidentiary factors listed inIn re E.I. du Pont
de Nemours & Co., 476 F. 2d 1357, 177 USPQ 563 (CCPA 1973).

As expl ained earlier herein, applicant, by his own adm ssi on,

has conceded the nost significant factors of the |ikelihood of
confusion analysis, i.e., that: (1) all of opposers’ pleaded
mar ks are valid and enforceabl e and have priority over the

i nvol ved mark; and (2) that confusion is |ikely.

8 See page 2 of applicant’s nenmorandum of points and authorities in
opposition to opposers’ notion for sumary judgment.
°®1d. at Point #3 and Point #6.
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We are m ndful of applicant’s assertion that,
notw t hstandi ng his adm ssions, he believes there still exist
genui ne issues of material fact as to the rel atedness of the
parties’ respective goods and markets. That assertion,
however, is inconsistent with the controlling authority
regardi ng the rel atedness of the parties’ goods and trade
channels, in the likelihood of confusion analysis in Board
proceedings. It is well established that the question of
registrability of an applicant’s mark nust be deci ded on the
basis of the identification of goods set forth in the
application regardl ess of what the record may reveal as to the
particul ar nature of an applicant’s goods, the particul ar
channel s of trade or the class of purchasers to whom sal es of
the goods are directed. See Cunninghamv. Laser Golf Corp.,
222 F.3d 943, 55 USPQ2d 1842 (Fed. Cir. 2000); and Octocom
Systens Inc. v. Houston Conputers Services Inc., 918 F.2d 937,
16 USPQ2d 1783, 1787 (Fed. Cir. 1990).

Here, applicant’s goods are identified as “conpact discs
and cassette tapes with recorded nusic.” At |east one of
opposers’ registrations, Registration No. 1,537,306 for the
mar k MONSTER MUSIC, is for “conpact discs.” |In addition,
opposers’ Registration No. 1,665,227 covers the rel ated
services of “production of conpact discs, audio tapes and

phonogr aphic records” and “distribution services in the field
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of prerecorded conpact discs, audio tapes and phonographic
records of various artists.” Opposers’ registrations do not
reflect any limtations as to subject matter or channels of
trade. Accordingly, the Board nust presune that the goods
identified by applicant in his application and the goods and
services in opposers’ two above-identified pl eaded

regi strations enconpass all goods and services of the type
described, nmove in all normal channels of trade and under al
normal nethods of distribution, and are available to all

cl asses of purchasers. See also In re Diet Center, Inc., 4
USPQ2d 1975 (TTAB 1987); and In re Anericor Health Services, 1
USPQ2d 1670 (TTAB 1986).

As to applicant’s argunent that the Trademark Exam ning
Attorney conducted a search of his mark and found no conflict,
it is well settled that the decisions of Exam ning Attorneys
all owing registration "are not bindi ng upon the agency [PTCQ|
or the Board." See In re National Novice Hockey League, Inc.,
222 USPQ 638, 641 (TTAB 1984).

Wth regard to the marks, applicant’s HULA MONSTERS and
opposers’ MONSTER MUSI C, as discussed in nore detail above,
applicant admtted |ikelihood of confusion, which enconpasses
an adm ssion that the marks are simlar. |In addition, we note
that the marks are simlar in sound, appearance and

connotation inasnmuch as they share the conmmon, non-descriptive
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term MONSTER. To the extent that there may have been genui ne
i ssues of material fact in the |ikelihood of confusion

anal ysis, particularly in the area of the simlarity of the
mar ks, we reiterate that applicant, by admtting |likelihood of
confusion, has elimnated these issues.

In sum we find on this record that no genui ne issues of
material fact remain as to |ikelihood of confusion and that
opposers are entitled to judgnent as a matter of law. In view
t hereof, opposers’ notion for sunmary judgnment is granted; the
opposition is sustained and registration to applicant is

refused. 1°

10 I'n Iight of our decision granting opposers’ notion for sunmary
judgnent on the issue of likelihood of confusion, there is no need to
consi der opposers’ dilution claim

10



