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Opinion by Bottorff, Adm nistrative Trademark Judge:

The Buxton Conpany, applicant herein, seeks
registration on the Principal Register of the mark MAPS
TO GO (in typed form for “maps” in Class 16 and for

“mar ket research services in the field of geographic
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information” in Class 35.' Applicant has disclai med MAPS
apart fromthe mark as shown.

DeLor ne Publishing Conpany, |Inc., opposer herein,
filed a tinmely notice of opposition to registration of
applicant’s mark. As grounds for opposition, opposer
alleged that it is the owner of a registration of the

mar k MAP' N GO f or

conputer programs for retrieval and display of
geographi c data and rel ated conmerci al ,

denogr aphi ¢, educational, natural resource,

hi storical, travel and recreation informtion,
and for production of route and trip
directions, together with pre-recorded conpact
di scs featuring a database containing the
foregoing information, instructions and a
printed atlas, all licensed and distributed as
a unit

in Class 9,2 that it has used its MAP N GO mark on such

goods since July 1994, a date prior to applicant’s date

! Serial No. 75/557,809, filed Septenber 22, 1998 based on
applicant’s alleged bona fide intent to use the mark, Trademark
Act Section 1(b).

2 Registration No. 1,930,309, issued Cctober 24, 1995. Qpposer
did not properly make its pleaded registration of record in this
case. A plain photocopy of the registration (not status and
title copies, as required by Trademark Rule 2.122(d)(1)) was
attached as an exhibit to the notice of opposition. Another

pl ai n photocopy of the registration was introduced as an exhi bit
to the testinony deposition of opposer’s w tness Thomas Jensen,
who testified (at page 10) that opposer is “the present owner”
of the registration. Also, at page 16 of the April 16, 2001
deposition, the followi ng exchange appears: “Q This is the —
this is the sixth year since registration. Does DeLorne intend
to file a Section 8 affidavit for the Map — to refresh the
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of first of use of applicant’s mark, that applicant’s
mar k, as applied to applicant’s identified goods and
services, is likely to cause confusion, to cause m stake,
or to deceive, and that it therefore is unregistrable
under Trademark Act Section 2(d), 15 U S.C. 81052(d).
Applicant filed an answer by which it denied the
al |l egations of the notice of opposition which are
essential to opposer’s claim
Opposer submitted the testinony deposition of its
Vi ce- President of Legal and Contracts, Thomas E. Jensen,
with attached exhibits. Applicant submtted no testinony
or any other evidence. Opposer filed a brief on the
case, but applicant did not. W sustain the opposition.
M. Jensen’s testinony establishes that opposer has
used the mark MAP' N GO conti nuously since July 1994.
(Jensen depo. at 8, 12.) His testinony as to the nature

of opposer’s goods includes the foll ow ng:

Map’ n’ Go registration? A Yes, it does.” Although this
testinony is sufficient to establish opposer’s present title to
the registration, it does not establish the current status of
the registration or that the registration is currently

subsi sting. Opposer accordingly may not rely on its pl eaded
registration in this proceeding. See, e.g., Cadence Industries
Corp. v. Kerr, 225 USPQ 331, 332 n.2 (TTAB 1985); Al can Al um num
Corporation v. Alcar Metals Inc., 200 USPQ 742, 744 n.5 (TTAB
1978). As discussed infra, however, opposer has presented
testinony establishing its prior use of its mark on goods
essentially the sane as those identified in its registration.
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Q Describe the products on which the mark
was first used.

A. Map’'n’ Go is a conmputer mapping program
consi sting of conputer software that — that
offers a map engine to allow you to store,
retrieve, manipul ate, and vi ew geographic and
related informtion.

Q Now, can Map’'n’ Go print out maps?
A. Yes, it can print out a nunber and

variety of maps. It can print out individual
maps of a location at various |evels of
resolution and detail. It can also print out a

series of maps, showi ng your entire route
bet ween two points.

Q And give ne a general description, if

you will, of the product of which Map’ n’ Go
continues to be used as a trademark?
A Well, it’s very nmuch |ike ny

description of the early version of Map’' n’ Go.
We’ ve made i nprovenents over the years.
Principally, or notably, we ve added nore
information than we had in the original version.

Q Now, does the present Map’' n’ Go product
have the ability to print maps?
A. Yes, it does, both maps of a single
| ocation or maps of a trip, a route.
Q VWhat mediumis the Map’' n’ Go product
di stri buted on?
A. Fromthe beginning it’s been
distributed on CD-ROM There were a coupl e of
versions on which we also offered it on DVD- ROM
(Jensen depo. at 7-8, 10-12.)
M. Jensen further testified that opposer’s sal es of
t he Map’' n’ Go product have total ed over seventeen mllion
dollars from 1994 through 2001. (Jensen depo. at 13-15,

and Exhibit 2.) Opposer’s trade channels for the product

include retailers such as Best Buy, O fice Depot, Ofice
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Max and Staples; distribution via opposer’s own Wb site;
and marketing of new versions of the product to current
custonmers via direct mail or e-mail. (Jensen depo. at
15.)

Based on the evidence di scussed above concerni ng
opposer’s use of the mark MAP" N GO on its CD- ROM map
product, we find that opposer has a real interest in the
outconme of this proceeding and a reasonable basis for its
bel i ef of danmage, and that it therefore has established
its standing to bring this proceeding. Trademark Act
Section 13; Ritchie v. Sinmpson, 170 F.3d 1092, 50 USPQd
1023 (Fed. Cir. 1999); Lipton Industries, Inc. v. Ralston
Purina Co., 670 F.2d 1024, 213 USPQ 185 (CCPA 1982).

We further find, based on the evidence di scussed
above, that opposer has used its mark on its CD ROM map
product continuously since July 1994. Applicant
presented no evidence as to its date of first use of its
mar k, and therefore is limted to its application filing
date, Septenber 22, 1998, for purposes of determ ning
priority. See, e.g., Lone Star Manufacturing Co., Inc.
v. Bill Beasley, Inc., 498 F.2d 906, 182 USPQ 368 ( CCPA
1974); Levi Strauss & Co v. R Josephs Sportswear Inc.,
28 USP2d 1464 (TTAB 1993); and Chicago Corp. v. North

American Chicago Corp., 20 USPQ2d 17115 (TTAB 1991). W
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concl ude that opposer has established its priority for
pur poses of its Section 2(d) ground of opposition.

Qur likelihood of confusion determ nation under
Section 2(d) is based on an analysis of all of the
probative facts in evidence that are relevant to the
I'i keli hood of confusion factors set forth inInre E. |
du Pont de Nemours and Co., 476 F.2d 1357, 177 USPQ 563
(CCPA 1973). In considering the evidence of record on
t hese factors, we keep in mnd that “[t]he fundanmental
i nqui ry mandat ed by 82(d) goes to the cunul ative effect
of differences in the essential characteristics of the
goods and differences in the marks.” Federated Foods,
Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ
24, 29 (CCPA 1976).

First, we turn to a determ nation of whether
applicant’s mark and opposer’s mark, when conpared in
their entireties in ternms of appearance, sound and
connotation, are simlar or dissimlar in their overal
commercial inpressions. The test is not whether the
mar ks can be distingui shed when subjected to a side-by-
si de conparison, but rather whether the marks are
sufficiently simlar in ternms of their overall comerci al
i npression that confusion as to the source of the goods

of fered under the respective marks is likely to result.
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The focus is on the recollection of the average
purchaser, who normally retains a general rather an a
specific inpression of trademarks. See Seal ed Air Corp.
v. Scott Paper Co., 190 USPQ 106 (TTAB 1975).

We find that applicant’s mark MAPS TO GO is sim |l ar
to opposer’s mark MAP' N GO, when the two marks are
conpared in their entireties in terns of appearance,
sound, connotation and overall comercial inpression.
The marks | ook and sound alike in that they both begin
with the word MAP and end with the word GO, and both
consist of three short syllables. The marks have very
simlar connotations. Although there are slight
di fferences between the marks when they are conpared
side-by-side, we find that the marks are highly sim |l ar
in overall comrercial inpression, and that confusion is
likely to result if these marks were to be used on or in
connection with rel ated goods or services.

We turn now to a conparison of the parties’ goods
and services. It is not necessary that the respective
goods or services be identical or even conpetitive in
order to support a finding of |ikelihood of confusion.
Rather, it is sufficient that the goods or services are
related in some manner, or that the circunstances

surroundi ng their marketing are such, that they would be
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likely to be encountered by the sane persons in
situations that would give rise, because of the marks
used thereon, to a m staken belief that they originate
fromor are in sone way associated with the sanme source
or that there is an association or connection between the
sources of the respective goods or services. See In re
Martin’s Fanous Pastry Shoppe, Inc., 748 F.2d 1565, 223
USPQ 1289 (Fed. Cir. 1984); Inre Melville Corp., 18
USPQ2d 1386 (TTAB 1991); In re International Tel ephone &
Tel egraph Corp., 197 USPQ2d 910 (TTAB 1978).

The evidence of record establishes that opposer uses
its MAPP N GO mark on a conputer software product,
presented in a CD-ROM format, that allows the user “to
store, retrieve, mani pul ate, and vi ew geographi c and
related information” as well as to print out “individual
maps of a location at various |evels of resolution and
detail.” The evidence al so establishes that opposer’s
product is sold through normal retail channels to
ordi nary consuners and ot her travelers.

Applicant’s goods and services, as identified in the
application, are “maps” in Class 16 and “nmarket research
services in the field of geographic information” in Class
35. Because no further limtations or restrictions are

set forth in the identification of goods and services, we
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must presunme that applicant’s Class 16 “maps” enconpass
all types of printed maps which are marketed to al

normal cl asses of purchasers for such products. W

i kewi se nust presune that applicant’s Class 35 “market
research services in the field of geographic information”
i kew se enconpass all manner of such services and that
they are marketed to all normal classes of purchasers for
such services. See In re Elbaum 211 USPQ 639 (TTAB
1981) .

Based on these presunptions and on the evidence of
record, we find that opposer’s goods and applicant’s
goods and services are closely related. Opposer’s CD ROM
map software can be used to generate printed maps; to
t hat extent, opposer’s software and applicant’s “maps”
are conpl enentary and/or conpetitive products. Likew se,
opposer’s mappi ng software and applicant’s market
research services both are designed to provide
“geographic information”; they thus are conplenentary to
that extent, if not also directly conpetitive.

In sum we find that applicant’s mark is highly
simlar to opposer’s mark, and that applicant’s goods and
services are closely related to opposer’s goods and could
be marketed in the sanme trade channels and to the sane

cl asses of purchasers. Based on these findings, we
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conclude that a |ikelihood of confusion exists, and that
opposer has made out its Section 2(d) claim

Deci sion: The opposition is sustained.
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