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Opi nion by Seeherman, Adm nistrative Trademark Judge:

Mattel, Inc. filed an application to register the

n 1l

mar k HI DDEN CLUES for “board ganes and jigsaw puzzl es.

! Application Serial No. 75/544,983, filed August 13, 1998, and
asserting a bona fide intention to use the mark in comerce.
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Hasbro, Inc. filed an opposition to registration of the
mar k under Section 2(d) of the Trademark Act.

As grounds for opposition, opposer has all eged,
inter alia, that it has used, through its predecessors-
in-interest, the mark CLUE in connection wi th board
ganes, jigsaw puzzles and rel ated ganes since |ong prior
to the filing date of applicant’s intent-to-use
application; that opposer is the owner of trademark
registrations for various forns of the mark CLUE for such
goods; that the mark CLUE has acquired fane; that the
mar k has been licensed for use on a variety of other
goods, including a notion picture, books, T-shirts,
sweat shirts, nugs, watches and ties; and that applicant’s
mark so resenbl es opposer’s previously used and
registered marks that, if used on applicant’s goods,
confusion is likely.

In its answer, applicant denied the salient

al l egations in the notice of opposition.?

2 Mpplicant also asserted five “affirmative defenses”, two of
which are nmerely further explanations of its denial of the

al l egation of I|ikelihood of confusion, nanely: that there is no
i keli hood of confusion between the marks; and that opposer’s
mark is weak because there are other regi stered conpound marks
including the word CLUE. The affirmative defenses are: that
opposer has waived its right to contest and is estopped from
contesting applicant’s registration “due to its failure to
oppose the application for registration of ‘clue’ as part of a
conpound mark for simlar goods”; and that “[t]he Opposition is
premat ure because Applicant has not yet devel oped the products
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The record includes the pleadings and the tri al
testi nony depositions, with exhibits, taken by opposer of
Holly Riehl, the Director of d obal Marketing for
opposer, and of Philip E. Orbanes, President of W nning

Moves, Inc. 3

that will bear the mark.” Applicant’s Answer at 3. The Board
notes that applicant has not properly made of record any

evi dence or argunent in support of these affirmative defenses;
therefore, the Board considers these defenses waived. The Board
further notes that such are not valid defenses to an opposition
proceeding. Wth respect to applicant’s argunment that the
opposition is premature because it has not yet deci ded which
products will bear the mark, applicant is directed to Trademark
Rul e 2.101(c), which, in fact, nmandates that an opposition be
filed wwthin thirty days after publication of the application
bei ng opposed.

3 The Board notes that the registrations pleaded in the notice
of opposition and referred to in the testinony depositions are
not properly of record. 1In order to nmake a party plaintiff’s
regi strations properly of record, the party nust either (1)
submt tinmely status and title copies of such registrations with
the notice of opposition, (2) submt tinely status and title
copi es of such registrations with a notice of reliance during
the testinony period, or (3) appropriately identify and

i ntroduce such registrations during the taking of testinony,

that is, by introducing copies of the registrations as exhibits
to testinony, made by a w tness having know edge of the current
status and title of the registrations, establishing that the
registrations are still subsisting and are owned by the offering
party. Trademark Rule 2.122(d). See also TBMP Section
703.02(a). The copies of opposer’s registrations submtted with
opposer’s notice of opposition are not status and title copies.
Opposer’s status and title copies submitted as exhibits to the
deposition of Holly Riehl are not tinely because they were
certified on April 27, 1998. 1In order to be tinely, the

i ssuance date of status and title copies nmust be reasonably

cont enporaneous with the filing date of the conplaint, or
thereafter. TBMP Section 703.02(a). The 1998 status and title
copi es were not issued “reasonably contenporaneously” with the
filing date of the notice of opposition, January 4, 2000. Nor
is the testinmony of Holly Riehl sufficient to nake the

regi strations properly of record because she did not testify as
to the current status of the registrations, i.e., that they are
still subsisting. TBMP Section 703.02(a).
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Applicant did not properly submit any evidence.?

4 Applicant, with its brief, filed excerpts taken froma website
and a notice of reliance acconpanied by its own responses to
opposer’s di scovery requests. COpposer’s objection to the

adm ssibility of this evidence is sustained and the evidence
will not be considered. Exhibits and other evidentiary
materials attached to a party’s brief on the case can be given
no consideration unless they were properly nmade of record during
the tinme for taking testinony. TBMP Section 705.02.

Applicant’s evidence was filed with its brief and not during its
time for taking testinony. Mreover, even if tinely submtted,
these materials would not be acceptable. Wth respect to
applicant’s own responses to opposer’s discovery requests, such
responses are not adm ssible under Trademark Rule 2.120(j)(5);
with respect to the excerpts taken froma website, see Raccioppi
v. Apogee Inc., 47 USPQ2d 1368 (TTAB 1998). 1In any event, even
i f such evidence was of record, we would not cone to a different
result because the internet evidence does not show significant
third-party use of the term CLUE and because applicant’s

di scovery responses serve only to show that applicant is not
usi ng the mark.
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The parties have fully briefed the case, but an oral
heari ng was not requested.”®

The testinony of Holly Ri ehl denonstrates that
opposer, its predecessors and/or |icensees have used the
mar k CLUE continuously in connection with board ganes
since 1949; in connection with jigsaw puzzles since 1995;
in connection with electronic games since “the 1980’ s”;
and in connection wth numerous other goods, including,
books, figurines, nugs, t-shirts and watches, since
1995/1996. It was also used in connection with a novie
whi ch came out in 1985 and which aired again in 1998 or
1999, and in connection with a nusical which debuted in
1996. The Riehl testinony also shows that with these
goods opposer has used various fornms of the mark CLUE,
such as CLUE; CLUE JR.; CLUE JR. TRAVEL; CLUE LIM TED
G FT EDI TI ON; CLUE FRANKLIN M NT EDI TI ON; CLUE SI MPSONS
EDI TI ON; CLUE THE GREAT MUSEUM CAPER; THE CASE OF THE
HI DDEN TOYS CLUE JR. GAME; CLUE FOR KI DS MYSTERY JI GSAW
PUZZLE; CLUE MYSTERY PUZZLE; and CLUE MURDER AT BODDY

MANSI ON.

® The Board notes that opposer attached a Westlaw printout of a
TTAB decision to its reply brief. This decision is not citable
as precedent of the TTAB and has not been considered in making
our determ nation.
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Wth respect to opposer’s advertising and marketing
of its goods, the Riehl testinony and exhibits show that
opposer, over the last ten years, has spent between
$700, 000 and $1, 000, 000 per year pronmoting the CLUE board
ganes through tel evision, catal ogs and brochures; that,
in multiple gane advertising for, inter alia, the gane
CLUE, opposer has engaged in, from 1998-2000, a “nulti-

m | lion-dollar canpaign”; that, in 1997 though 1999,
opposer placed cross-sell brochures for CLUE in two to
four mllion of its other ganes, nanely, Monopoly, Del uxe
Monopol y, Scrabble, Yahtzee and Boggle; that, in

awar eness studies carried out in the years 1992, 1997 and
2000, approximately 80% of the households within the
United States were found to be aware of the CLUE mark;
and that, in the 2000 awareness study, 24% of the
househol ds were found to own a CLUE gane and 5% of al
ganes purchased within a household were found to be CLUE
ganes. The Decenber 1997 issue of Ganmes Magazi ne pl aced
CLUE in its “Ganmes Hall of Fane” and a 1998 issue of
Parenti ng magazi ne gave “Hall of Fanme honors” to the CLUE
gane.

Wth respect to sales, the Riehl testinony and
exhi bits show t hat between 1,000,000 and 1, 500, 000 CLUE

board ganmes have been sold nationally each year for the
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| ast ten years; that between 40,000 and 50, 000 jigsaw
puzzl es have been sold nationally each year since 1995
(200, 000 each year from 1995 t hrough 1997); that
approxi mately 75,000 el ectronic ganmes have been sold
nationally each year since their introduction; and that,
since 1995, the annual retail sales of |icensed CLUE
products has been $1, 000, 000 per year. The Rieh
testimony al so establishes that board ganes, electronic
ganes and puzzl es, and specifically opposer’s CLUE ganes
and puzzles, are generally played by children and
fam |ies, and purchased by nothers through a variety of
retail nmeans, including in toy stores and by mail order.
The basic CLUE board game typically sells for $15.99, the
CLUE JR. board gane typically sells for $9.99, the CLUE
puzzles typically sell for between $4.99 and $9.99; and
the CLUE el ectronic ganes typically sell for between
$19. 99 and $29. 99.

Opposer’s CLUE board games and puzzles are sold
nationally in toy stores such as Toys R Us, nmss
mer chandi sers such as Wal -Mart, specialty stores such as
FAO Schwartz, general departnment stores such as Lord and
Tayl or, and through the internet.

Philip E. Orbanes, president of Wnning Mves, Inc.,

testified that his conmpany manufactures the del uxe board
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gane, CLUE LIMTED Gl FT EDI TION, and that his conmpany
obtained a |license for “Clue because of its |longevity and
its very distinct imge and reputation.” M. Orbanes
also testified that his conmpany has spent approxi mately
$40, 000 in advertising the CLUE LIM TED G FT EDI Tl ON.

Both Ms. Riehl and M. Orbanes testified that they
are unaware of any unrel ated ganmes using the term CLUE in
their title.

The evidence shows that opposer has priority.
Al t hough opposer’s registrations are not properly of
record, see supra at fn. 3, opposer has shown through the
testinony deposition of Holly Riehl that it has used its
mar ks in connection with board ganes since 1949 and in
connection with jigsaw puzzles since 1995. Because we
find that CLUE is an inherently distinctive mark for
t hese goods, opposer established trademark rights in CLUE
with its earliest uses of the mark. These dates are
prior to the August 13, 1998 filing date of applicant’s
intent-to-use application, which is its constructive use
date, and the earliest date on which applicant is
entitled to rely. As applicant repeatedly stresses,
appl i cant has not yet begun to use the H DDEN CLUES nark.

Turning to the issue of |ikelihood of confusion, in

maki ng such a determ nation we nust consider all rel evant
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factors as set forth in In re E. 1. du Pont de Nemours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). Although
we have considered all factors, we will concentrate our
di scussion on the factors nost relevant to this case.

The fame of opposer’s CLUE mark is a key factor in
our decision. W find that opposer has proven by sal es
and advertising figures, as well as proof of recognition
of its mark by 80% of U.S. households, the fanme of its
CLUE mark, as used in connection with board games. To
the extent that applicant contends that a mark nust be
fanciful or arbitrary in order to be fanmous, applicant’s
argument is not supported by the relevant case |law. The
law in fact is contrary to applicant’s position; there is
no requirenment that a mark be arbitrary or fanciful in
order to be fanpbus. See e.g. Specialty Brands, Inc. v.
Cof fee Bean Distributors, Inc., 223 USPQ 1281 (CA FC
1984) (finding that the mark SPI CE | SLANDS, registered on
the Principal Register under Trademark Act Section 2(f),
was fanous).

The cases on which applicant relies in support of
its position that CLUE is not a fanous nmark are not
persuasive. |In Hasbro v. Clue Conputing, Inc., 66
F. Supp.2d 117, 52 USPQ2d 1402 (D. Mass. 1999), aff’'d 56

USPQ2d 1766 (1° Cir. 2000), the court discussed fanme only



Qpposition No. 116, 736

inrelation to trademark dilution under the Federal
Trademark Dilution Act. The test for fame under the FTDA
is different fromthe test for the du Pont factor of

fame. Toro Co. v. ToroHead Inc., 61 USPQ2d 1164 (TTAB
2001). Therefore, Hasbro is not applicable to this
proceedi ng.

I n Col gat e- Pal nol i ve Conpany v. Carter-Wall ace,

Inc., 432 F.2d 1400, 167 USPQ 529 (CCPA 1970), the court
stressed that “[t]here is nothing of record to indicate
the slightest transformation of the word “peak” into a
strong or highly distinctive mark by reason of
advertisenment, volunme of sales or nmarket place acceptance
and public recognition.” 1d. at 530. The Col gate-

Pal nolive court’s finding was, therefore, based in part
upon its finding that there was no evidence of fame in

t he record.

Nabi sco Brands, Inc. et al. v. The Quaker Qats
Conpany, 547 F. Supp. 692, 216 USPQ 770, 776 (DC NJ
1982), involved a notion for tenporary injunctive relief,
and is distinguishable on its facts. Suffice it to say
that, contrary to Nabisco, the evidence in this
proceedi ng denonstrates that CLUE is a strong mark which

has achi eved a substantial degree of recognition.

10
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Famous marks are afforded a greater degree of
trademark protection under the Lanham Act than non-fanpus
mar ks. See e.g. Kenner Parker Toys Inc. v. Rose Art
I ndustries Inc., 963 F.2d 350, 22 USPQ2d 1453, 1456 (Fed.
Cir. 1992), cert. denied, 506 US 862 (1992), finding that
“[f]amous or strong marks enjoy a wi de |atitude of | egal
protection...[t]hus, a mark with extensive public
recognition and renown deserves and receives nore | egal
protection than an obscure or weak mark” and Recot Inc.

v. MC Becton, 54 USPQ2d 1894, 1897 (Fed. Cir. 2000),
enphasi zi ng that “[w] hen an opposer's trademark is a
strong, fanmous mark, it can never be ‘of little
consequence.’ The fame of a trademark may affect the

i kel i hood purchasers will be confused i nasnuch as |ess
care may be taken in purchasing a product under a fanous
nanme. ”

Wth respect to a conparison of the goods of the
parties, opposer uses its mark in connection with, inter
alia, board ganes and jigsaw puzzles. Inits
application, applicant has identified its goods as “board
ganes and jigsaw puzzles”. Applicant argues at |ength
t hat, because applicant “has not yet determ ned the goods
for which the mark will be used”, the goods cannot be

shown to be identical. See Applicant’s Brief at 7.

11
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Applicant’s position is contrary to law. The lawis
clear that the registrability of an applicant’s mark nust
be decided on the basis of the identification of goods
set forth in the application. See e.g. Canadian | nperi al
Bank of Commerce v. Wells Fargo Bank, 1 USPQ2d 1813 (Fed.
Cir. 1987). Because applicant’s identification has no
[imtation on the type or nature of its board ganes and
puzzl es, they would enconpass the board games and puzzl es
opposer sells under the mark CLUE. Accordingly, we find
that the parties’ goods are legally identical. Further,
because the goods are legally identical, the channels of
trade and potential purchasers are legally identical.

We now conpare the simlarity between the marks CLUE
and HI DDEN CLUES, giving appropriate weight to our
finding that the mark CLUE has acquired fame. See Kenner
Parker Toys Inc. v. Rose Art Industries Inc., supra, at
1456, in which the court stated that the “Lanham Act’s
tolerance for simlarity between conpeting marks varies
inversely with the fame of the prior mark.” We al so take
into consideration that “when marks woul d appear on
virtually identical goods or services, the degree of
simlarity necessary to support a conclusion of likely

confusion declines.” Century 21 Real Estate Corp. V.

12
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Century Life of Anerica, 970 F.2d 874, 23 USPQ2d 1698,
1700 (Fed. Cir. 1992), cert. denied, 506 US 1034 (1992).
Applicant argues that the marks, when viewed as a
whol e, are not confusingly simlar. Opposer argues that
t he dom nant feature of applicant’s mark is essentially
identical to opposer’s mark, and that, therefore, the
commercial inpression of the marks is highly simlar.
Applicant’s mark is the plural form of opposer’s
mark CLUE, with the addition of the term HI DDEN. As
applicant correctly argues, when assessing the simlarity
between the marks, the marks nust be considered in their
entireties. However, it is also well established that it
is perm ssible, when conparing marks, to accord nore
wei ght to particular features of the marks, as |long as
the marks are still considered as a whole. In re
Nati onal Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed.
Cir. 1985). Wiile there are certain differences in the
appearance and pronunci ation of the marks CLUE and HI DDEN
CLUES, due primarily to the additional term HI DDEN in
applicant’s mark, the overall comrercial inpression of
the marks is highly simlar. The dom nant feature of
applicant’s mark is CLUES, which is the plural form of
opposer’s fampbus mark. The term HI DDEN nerely nodifies

CLUES and does not take away fromthe | ook, sound or

13



Qpposition No. 116, 736

meani ng of this word. The connotation of the marks, that
the board ganes and jigsaw puzzles feature discoverable
clues, is also highly simlar. This connotation is

bol stered by the evidence of record which shows that
opposer’s jigsaw puzzles are nmarketed with the statenent
“[d]iscover the hidden clues” and that opposer’s board
ganes have titles such as “THE CASE OF THE HI DDEN TOYS
CLUE JR. GAME” and many of the games include box
packagi ng statements relating to clues or itens which are
hi dden. Opposer has al so introduced evidence of its use
of the mark CLUE as part of nunerous other conpound word
mar ks in connection with board ganes and jigsaw puzzles.

Wth respect to the number and nature of simlar
mar ks in use on simlar goods, opposer has introduced the
testimony of two deponents who state that they are
unaware of any unrelated third-party use of the term CLUE
intitles for ganmes. Applicant has not properly
i ntroduced any evidence to the contrary.

Because of the simlarity of the marks, if they are
used on identical goods consunmers are likely to believe
that HI DDEN CLUES is a variant of opposer’s famus CLUE
mar k, used to identify another version of opposer’s CLUE

gane.

14
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Turning now to the du Pont factor of the conditions
under which and buyers to whom sal es are made, the
testi nony establishes that the purchase price of the CLUE
board games and jigsaw puzzles ranges from $4.99 to
$15.99, and that those are typical purchase prices for
such ganes. Moreover, the ganes and puzzles are
purchased by the general public, often by nothers for
their children. Because the price of these goods is
relatively low, we find that the ganmes are likely
purchased on inmpul se rather than after careful
del i berati on.

Appl i cant has argued that opposer has failed to
establish “actual confusion” between the marks. However,
the | ack of such evidence is not nmeaningful in this case
because applicant has not yet begun to use its mark, and
therefore we woul d not expect to find evidence of actual
confusion. See e.g. Gllette Canada, Inc. v. Ranir
Corp., 23 USPQd 1768 (TTAB 1992).

Accordingly, we find that all of the du Pont factors
on which there is any evidence favor opposer, with the
exception of evidence of actual confusion, which is
neutral, and that opposer has net its burden of proving
i keli hood of confusion.

Deci sion: The opposition is sustained.
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