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Bef ore Hanak, Chapmann and Bottorff, Adm nistrative
Trademar k Judges.

Opi ni on by Hanak, Adm nistrative Tradenmark Judge:

CCC Mobile Oy (applicant) seeks to register in typed
drawi ng form CELESTA for “conputer software for smart
phones, personal digital assistants and personal conputers
to provide communications in digital cellular networks and
| ocal data managenent features.” The intent-to-use

application was filed on March 10, 1997.
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In its Notice of OCpposition, Celestica North Anerica
Inc. alleged that prior to March 10, 1997 it had used the
mar ks CELESTI CA and CELESTI CA and design in connection with
certain types of conputer hardware and the custom
manufacture of certain types of conputer hardware, and
further alleged that the contenporaneous use of CELESTA for
applicant’s goods and CELESTI CA for opposer’s goods and
services is “likely to cause confusion, or to cause
m st ake, or to deceive.” (Notice of Opposition paragraph
7). Wiile in the Notice of Opposition opposer did not meke
specific reference to Section 2(d) of the Trademark Act, it
is clear that this is the basis for the opposition.

Applicant filed an answer to the Notice of Opposition
whi ch denied the pertinent allegations. |In particular,
appl i cant denied the allegations of paragraph 7 of the
Notice of Qpposition.

At the outset, we note that in footnote 1 of its
brief, Celestica North Arerica Inc. requests that Celestica
International Inc. be substituted as the party plaintiff
because “opposer’s pl eaded registrations and applications
were assigned from Celestica North Anerica Inc. to
Cel estica International Inc. and recorded before the
USPTO.” In its brief, applicant has not challenged this

request. Indeed, at page 1 of its brief, applicant
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identifies opposer as “Celestica International Inc.
Accordingly, the opposer in this proceeding shall be deened
Cel estica International Inc.

Opposer and applicant filed briefs. Both were present
at a hearing held on Novenber 12, 2002.

As the parties agree, the record in this case is quite
sparse. It consists of certified status and title copies
of four registrations owned by opposer for the nmarks
CELESTI CA and CELESTI CA and design. These were properly
made of record by neans of a Notice of Reliance. (OQpposer’s
brief page 4; Applicant’s brief page 1). The two
regi strations for CELESTI CA and design cover the identica
goods and services as do the two registrations for
CELESTI CA per se. Because opposer’s nmark CELESTI CA and
design is nore dissimlar fromapplicant’s mark CELESTA
than is opposer’s mark CELESTI CA per se, we have elected to
di sregard in our likelihood of confusion analysis the two
regi strations for CELESTI CA and design. Moreover, because
at the hearing held on Novenber 12, 2002 the parties agreed
that the goods of opposer’s trademark registration for
CELESTI CA were closer to the goods of applicant’s CELESTA
application than were the services of opposer’s CELESTI CA
service mark registration, we have elected to disregard the

latter in our |ikelihood of confusion analysis.
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To cut to the quick, our likelihood of confusion
analysis will focus on a conparison of applicant’s mark
CELESTA in typed drawing formfor “conputer software for
smart phones, personal digital assistants and personal
conputers to provide communi cations in digital cellular
net wor ks and | ocal data managenent features” vis-a-vis
opposer’s mark CELESTICA in typed drawing form for
“conputer hardware, nanely, circuit boards, nenory cards
and power supplies.” Registration No. 2,162,279. Because
opposer has properly made of record a certified status and
title copy of this Registration No. 2,162,279, priority is
not an issue in this proceeding, it rests with opposer.

King Candy Co. v. Eunice King’s Kitchen, Inc., 496 F.2d

1400, 182 USPQ 108 (CCPA 1974).

As noted previously, the record in this case is
extrenmely sparse. Qpposer nerely made of record certified
status and title copies of its four registrations.
Appl i cant made of record no evidence. However, the sparse
nature of the record has nmade it nore difficult for this
Board to determ ne whether there exists a |ikelihood of
confusion. Rather than having the benefit of testinony to
hel p explain the nature of opposer’s goods and applicant’s
goods as set forth in Registration No. 2,162,279 and the

application, this Board has been forced to resort to
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dictionary definitions of the terns contained in the
identifications of goods set forth in the registration and
appl i cation.

In any |ikelihood of confusion analysis, tw key,
al t hough not exclusive, considerations are the simlarities
of the marks and the simlarities of the goods. Federated

Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192

USPQ 24, 29 (CCPA 1976) (“The fundanental inquiry nandated
by Section 2(d) goes to the cunul ative effect of
differences in the essential characteristics of the goods
and differences in the marks.”).

Mar ks are conpared in terms of visual appearance,
pronunci ation and neaning (if any). |In ternms of visual
appear ance, the two marks, when depicted in typed draw ng
form are extrenely simlar, alnost to the point of being
nearly identical. Applicant’s nmark CELESTA consists of the
first six letters and the final letter of opposer’s mark
CELESTICA. In our subjective judgnent, a consuner famliar
wi th opposer’s mark CELESTI CA, upon seeing applicant’s mark
CELESTA, could easily not notice the fact that the seventh
and eighth letters of “opposer’s” mark (i.e. the 1C) were
m ssing and hence assune that he or she was view ng
opposer’s mark CELESTICA. This is particularly true when

one takes into account that marks are not conpared on a
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side by side basis. Rather, the test is whether a
consuner, having seen opposer’s mark and havi ng retained
but a general recollection of it, would, upon seeing
applicant’s mark at a later tine, assune that it is
opposer’s mark.

In ternms of pronunciation, we find that the two marks
are again extrenely simlar even if applicant’s mark is
properly pronounced as having three syllables, and
opposer’s mark is properly pronounced as having four
syllables. O course, it nust be renenbered that “there is

no correct pronunciation of a trademark.” 1n re Belgrade

Shoe Co., 411 F.2d 1352, 162 USPQ 227 (CCPA 1969). Again,
while this is a subjective judgnent, it is our view that a

not insignificant nunmber of consuners could “m spronounce”
one or both of the two marks such that the resulting
“m spronunci ati ons” woul d be al nost identical.

Finally, in ternms of neaning or connotation, we find
that both marks |ack any neaning to the vast ngjority of
rel evant consuners, nanely, purchasers of conputer hardware
and software. In this regard we note that at page 8 of its
brief applicant states that “the term‘celestica has no
meani ng.” W also note that at page 8 of its brief

applicant states that “a celesta is a nusical instrunent.”

It is true that the word “celesta” is defined as foll ows:



Opp. No. 112,405

“a nmusical instrunent consisting principally of a set of
graduated steel plates struck with hanmers that are

activated by a keyboard. [1895-1900].” Random House

Webster’s College Dictionary (2000). However, it appears

that a celesta is a rare if not archaic nusical instrunent.
Applicant has offered no evidence that woul d even suggest

t hat purchasers and users of conputer hardware and software
woul d recogni ze the word “celesta” as referring to a

nmusi cal instrunent.

O course, the fact that both opposer’s mark CELESTI CA
and applicant’s mark CELESTA | ack any neani ng does not
favor applicant’s position. Rather, if anything, it
slightly favors opposer’s position. Because both marks are
arbitrary to purchasers and users of conputer hardware and
software, this nmeans that these purchasers and users have
no way of distinguishing the two marks in ternms of neaning.

Before | eaving the issue of the neaning of the marks,
we wish to make it clear that we reject opposer’s
contention that the “marks convey the sane neani ng or
connotation.” (Qpposer’s brief page 9). 1In this regard,
opposer argues W thout any evidentiary support that its
mar k CELESTI CA connotes the word “celestial.” Opposer then
notes that certain dictionaries, in defining the word

“celesta,” conclude their definition with the words “see
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celestial.” Not only has opposer totally failed to provide
any evidentiary support that its mark CELESTI CA connotes
the term“celestial,” but in addition, we have just found
that very few purchasers and users of conputer hardware and
sof tware woul d understand the word “celesta” to refer to a
nmusi cal instrunment, nuch less to the adjective “celestial.”

In sum we find that the two marks are extrenely
simlar in terns of visual appearance to the point of being
nearly identical. |In terns of pronunciation, the two marks
are likewi se extrenely simlar, although perhaps not to the
point of being nearly identical. Finally, the arbitrary
nature of both marks nmeans that consumers do not have any
meani ngs to attach to either mark which woul d enabl e t hem
to distinguish the two narks.

Turning to a consideration of the goods as set forth
in the application and in opposer’s Registration No.
2,162,279, we start with the proposition that as the
simlarity of the marks increases, the respective goods
need not be as simlar in order to support a likelihood of
confusion. For exanple, when two marks share a
“substantial identity,” then their use can lead to a
I'i kel i hood of confusion “even when [the] goods or services

are not conpetitive or intrinsically related.” 1n re Shel

Gl Co., 992 F.2d 1204, 26 USP(R2d 1687, 1688-89 (Fed. Cr.
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1993). Of course, in the present case the two marks are
not identical. However, they are extrenely simlar, and
hence if they were used on related goods, we would find
that there exists a likelihood of confusion.

Wth this proposition in mnd, we turn to a
consideration of the identification of goods as set forth
in the application and the identification of goods as set
forth in Registration No. 2,162,279. Applicant seeks to
regi ster CELESTA for conputer software for, anobng ot her
goods, personal conputers and personal digital assistants
to provide communications in digital cellular networks and
| ocal data managenent features. Qpposer’s CELESTI CA
conmput er hardware includes nmenory cards and power supplies.

In order to gain a better understanding of certain
terms contained within the two identifications of goods,
this Board has independently consulted a dictionary of its

own choosing, nanely, the Mcrosoft Conputer Dictionary (5'"

ed. 2002). Not only is this work extrenely conprehensi ve,
but in addition it is quite tinely in that it was published
this year. The term “personal conputer” is defined as
sinply “a conputer designed for use by one person at a
time.” A “laptop” is defined as “a small, portable
personal conputer that runs on either batteries or AC

power, designed for use during travel.” VWile this
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dictionary has no listing for the term “personal digital
assistant,” it does define PDA as an “acronym for Personal
Digital Assistant. A light-weight palntop conputer ..

Turning to a consideration of sone of the terns
contained in opposer’s registration, we note that a “nenory
card” is defined as a “nenory nodule that is used to extend
RAM st orage capacity ...in a portable conputer, such as a
| apt op, not ebook or handheld PC.” A “power supply” is
defined as “an electrical device that transforns standard
wal | outlet electricity ...into | ower voltages ...required by
conput er systens. Personal conputer power supplies are
rated by wattage.”

I n essence, applicant’s identification of goods makes
it clear that applicant provides conputer software to
owners of personal conputers and personal digital
assistants to enable these devices to provide
comuni cations in digital cellular netwrks and | ocal data
managenent. Qpposer’s pertinent registration covers nenory
cards and power supplies, itens that can be attached to
vari ous personal conputers to expand their storage capacity
or to enable themto plug into a standard wall outlet for
their electrical supply.

In view of the foregoing, we find that certain of the

goods set forth in the application and certain of the goods

10
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set forth in the pertinent registration are clearly
related. To elaborate, applicant’s goods are conputer
software for personal conputers and personal digita
assistants to enable these devices to provide
comuni cations in digital cellular networks and | ocal data
managenment. Certain of the goods of the pertinent
registration — nanely, nenory cards and power supplies -
can |likew se be used by owners of personal conputers to
enhance their storage capacity and to operate their
personal conmputers froma standard wall outlet. In short,
t he sane consuner coul d purchase CELESTA conputer software
for his personal conmputer to provide comrunications in a
digital cellular network and |ikew se purchase a CELESTI CA
menory card to enhance his personal conputer’s storage
capacity. Gyven the fact that the two marks are extrenely
simlar, we find that this personal conputer owner could
easily assune that the CELESTA conputer software and the
CELESTI CA nenory card bore the sane mark, or at an absolute
m nimum enmanated from the same source.

O course, to the extent that there are doubts on the
i ssue of |ikelihood of confusion, this Board is obligated
to resolve doubts in favor of opposer whose rights in the
mar Kk CELESTI CA are superior to those of applicant in the

mar k CELESTA. Century 21 Real Estate Corp. v. Century Life

11
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of Anerica, 970 F.2d 874, 23 USPQ2d 1698, 1701 (Fed. Cir.

1992); Shell O, 26 USPQ2d at 1691

Three final comments are in order. First, at page 10
of its brief applicant argues that the channels of trade
are different in that its “conputer software is directed to
end- user consuners,” whereas “conponent products such as
those offered by opposer are directed to nmanufacturers.”
Wil e certain of opposer’s goods, such as circuit boards,
could not be installed on personal conputers by end-user
consuners, the dictionary definitions make clear that
opposer’s nenory cards and power supplies could easily be
install ed on personal conputers by ordinary end-user
consuners.

Second, applicant also argues at page 10 of its brief
t hat opposer’s custoners are sophisticated in that they
“are likely to have an understanding of circuit boards,
menory cards and power supplies, and are |ikely purchasing
agents for manufacturers of finished conputer products.”
(enmphasi s added). Not only has applicant offered no
evi dence to support this contention, but as just noted, the
di ctionary definitions make clear that nenory cards and
power supplies could be installed on personal conputers by

ordi nary users.

12
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Third, at page 11 of its brief, applicant argues that
“opposer’s mark is not fanous.” As noted, opposer offered
no evidence other than its four registrations. |f opposer
w shed to establish that its mark is fanous, it had the
burden of doing so. However, we wish to make it clear that
in determning that there exists a |ikelihood of confusion,
we have not consi dered opposer’s mark to be fanous.

Deci sion: The opposition is sustained on the basis
t hat the contenporaneous use of applicant’s mark CELESTA
for certain of applicant’s goods and opposer’s nark
CELESTI CA for certain of the goods set forth inits
Regi stration No. 2,162,279 is likely to result in

conf usi on.
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