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Opi nion by Drost, Adm nistrative Trademark Judge:
C. Jose Alfredo Guerrero (applicant) has applied to
register the mark LOS CADETES DE LI NARES on the Principal

Regi ster for goods ultimtely identified as a “series of
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pre-recorded cassettes and conpact discs containing
music” in International Class 9."°!

Ramex Records, Inc. (opposer) has opposed
registration on the ground that applicant’s mark, when
used on or in connection with the identified goods, so
resenbl es opposer’s mark LOS CADETES DE LI NARES
previously used in the United States, and not abandoned,
for cassette tapes, conpact discs, and videos, featuring
audi o and/ or video recordi ngs of rnusical perfornmances and
entertai nment services and providing |live nusical
perfornmances by a group as to be likely to cause

confusion, or to cause m stake or to deceive.? Al so,

! Serial No. 75/100,640, filed May 2, 1996. As anended, the
application alleges a date of first use at |east as early as
1960 and a date of first use in commerce at |least as early as
1986. The application includes a translation of the mark as
“The Cadets from Linares.” The word “Linares” is disclained.

2 \Wile opposer in its Notice of Opposition refers to an
application it allegedly owns (Serial No. 75/205,197 filed
Novenber 27, 1996) for goods and services in Internationa
Classes 9 and 41, this application has not been nmade of record.
ABC Movi ng Conpany, Inc. v. Brown, 218 USPQ 336, 338 (TTAB 1983)
(“[Pletitioner has alleged standing in this case by virtue of
its application having been refused by the Exami ning Attorney in
view of respondent’'s registration. Wile this is a proper

al l egation of standing in view of the holding in Lipton
Industries, Inc. v. Ralston Purina Co., 213 USPQ 185 ( CCPA
1982), respondent has denied the allegation based on

i nsufficient know edge and infornation as to the truth of said
all egation. Petitioner has offered no evidence of the facts
relating to its application and rejection thereof because of
respondent’'s registration and we concl ude that petitioner has
failed to prove its standing in this case to be heard on any
issue”). See also Doctor Vinyl & Associates v. Repair-It

I ndustries, Inc., 220 USPQ 639, 641, n.1 (TTAB 1983) (“In its
brief, opposer refers to its pending applications for
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opposer alleges that applicant nmade “fal se statenents
concerning the date of first use, the date of first use
of the mark in commerce, the continuity of use of the
mark and the ownership of the mark” that “constitute
fraud in the application and fraud on the United States
Patent and Trademark Office.” Opposition, p. 8.
Applicant has denied the salient allegations of the
noti ce of opposition.

The Record

The record consists of the file of the involved
application; the trial testinmony deposition, with
acconmpanyi ng exhibits, of Emlio V. Garza, opposer’s
president; the trial testinony depositions, with
acconmpanyi ng exhibits, of applicant, C Jose Alfredo
Guerrero (a.k.a. Jose Alfredo Guerrero de |la Cerda) taken
on April 26 and June 21, 2000°% the trial testinony
deposition with exhibit of Mchael Perlstein® an attorney
who specializes in entertai nnent | aw, opposer’s

subm ssion of applicant’s answers to three

registration of DR. VINYL and indicates that these applications
wer e suspended pending the outcone of this proceeding. However,
neither the application files or the facts concerning themare
part of the record of this proceeding. Consequently, the
reference to themin opposer's brief has not been considered”).
3 The Guerrero and Garza depositions were conducted with the
hel p of a Spanish interpreter.

4 Opposer has noved to strike this testinony. W deny this
notion, as discussed infra.
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interrogatories; and excerpts froma book entitled The
Bil | board Guide to Tejano and Regi onal Mexican Misic, by
Raymond Burr (1999).°

Both parties have filed briefs. An oral hearing was
requested, but both parties subsequently waived oral
argunent .

Facts

(1) Applicant was born in Linares, in Nuevo Leon,
Mexi co. Guerrero, April 26 deposition, p. 8.

(2) Applicant and his brother, Honero Guerrero,
formed a nusical group in Mexico in the late 1950 s and
call ed the group “Cadetes.” Guerrero, April 26
deposition, pp. 19 and 29.

(3) Applicant left the group in 1960 because he
pl ayed the guitar and it was necessary to bring in an
accordionist. Guerrero, June 21 deposition, pp. 11 and
14.

(4) When applicant played with his brother Honero,
the group “used only Cadetes” as the name for the group.

Guerrero, April 26 deposition, p. 29.

°> Both parties have submitted exhibits with the depositions that
appear to be in Spanish without an English translation. W have
not considered these exhibits except to the extent that they are
explained in the testinonial depositions. See Wight and
Graham Federal Practice and Procedure (1977), 8 5075 (“[I]f a
party puts in evidence the whole of an encoded witing, he
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(5) Because the brothers were from Linares, Mexico,
they were sonetinmes referred to by others as “the Cadetes
de Linares.” Guerrero, April 26 deposition, p. 85.

(6) I'n 1968, Homero Guerrero and Sanuel Zapata
recorded records for Del Valle Productions in which they
were identified as “Los Cadetes de Linares.” Guerrero,
June 21 deposition, pp. 11 and 22 and Ex. 9 and 10;
Guerrero, April 26 deposition, p. 45 and Ex. 5.

(7) These records were sold in the United States.
Guerrero, June 21 deposition, pp. 23 and 57-58.

(8) From 1974 until 1982, Honero Guerrero and
Guadal upe (a.k.a. Lupe) Tijerina made 15 recordi ngs for
opposer Ramex Records under the nanme “Los Cadetes de
Linares.” Guerrero, April 26 deposition, p. 36; Garza
deposition, p. 31 and Ex. 4.

(9) Honero Guerrero and Lupe Tijerina signed an
Artist Contract with Ramex Records sonetinme prior to July
26, 1977. (Garza deposition, pp. 100-101 and 104 and
Garza Ex. 5, 6, and 15.

(10) Paragraph 7(a) of this agreenment permtted
opposer to use the name “Los Cadetes de Linares” in
“advertising, trade and pronotion in connection with” the

recordi ngs nmade pursuant to the agreenent. Garza Ex. 15.

should only be held to have introduced the part of it that he
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(11) Ranex sold “Los Cadetes de Linares” recordings
made during the years 1974 to 1982 throughout the United
States and Mexico. Garza Deposition, p. 39.

(12) Ranex continues to sell recordings of Homero
Guerrero and Lupe Tijerina under the mark “Los Cadetes de
Linares” in the United States and Mexico. Garza
Deposition, p. 39.

(13) On July 26, 1977, Honero Guerrero and Lupe
Tijerina signed a docunment containing the follow ng
statement: “we Honero Guerrero and CGuadal upe Tijerina,
‘menbers of the Norteno® (Northern) Misical group: LOS
CADETES DE LI NARES, " authorize M. Emlio V. Garza, sole
owner of RAMEX RECORDS, CO., to register in his own name,
or in the name of his conpany, our Goup with the
Secretary of Public Education of the Mexican Republic, as
well as in any country where our nusic has acceptance.”
Garza Ex. 5 and 6.

(14) Honero Guerrero and Lupe Tijerina al so appeared
in 17 novies as “Los Cadetes De Linares.” Guerrero,

April 26 deposition, p. 60.

has had translated for the jury”).

® The original |anguage of this docunment is in Spanish. The
translator noted that Norteno refers to music originating from
the northern part of the Republic of Mexico.
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(15) Applicant did not participate in the 1968 Del
Vall e recordings with Homero Guerrero and Sanuel Zapata.
Guerrero, April 26 deposition, p. 45.

(16) Applicant did not participate in the Ramex
recordings with his brother, Homero Guerrero, and Lupe
Tijerina. Guerrero, April 26 deposition, pp. 36-37;
Guerrero, June 21 deposition, p. 57.

(17) There are no docunents of any contractual
agreenments between applicant and either Homero Guerrero
or Lupe Tijerina recognizing any ownership by applicant
of the mark “Los Cadetes de Linares.” Guerrero, April 26
deposition, p. 68.

(18) In February 1982, Homero Guerrero died in an
auto accident. Guerrero, April 26 deposition, p. 14.

(19) Wthin one year of Homero' s death, Rosendo
Cantu replaced Honero Guerrero, and Rosendo Cantu’s and
Lupe Tijerina s first recordi ng was produced at the
begi nning of 1983. Garza deposition, pp. 137-138.

(20) Opposer has sold recordings by Lupe Tijerina
and Rosendo Cantu under the mark “Los Cadetes de Linares”
in the United States and Mexico since 1982 through the

date of the deposition. Garza deposition, pp. 43-44.
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(21) Applicant did not begin using the name “Los
Cadetes de Linares” until after his brother’s death in
1982. CGuerrero, April 26 deposition, p. 29.

(22) Applicant did not record his first comerci al
recording until 1985 in Mexico. This record was not sold
in the United States. Guerrero, April 26 deposition, p.
47.

(23) Applicant subsequently recorded other al bunms in
Mexico. It is not clear if these recordings were sold in
the United States. CGuerrero, April 26 deposition, pp.
48-49 (“Q Was it sold in the United States? A. No. |
don’t know').

(24) Applicant did not performin the United States
any earlier that 1988. Guerrero, June 21 deposition, pp.
58-60.

(25) After Homero CGuerrero’'s death, opposer has
continued to produce records up to the date of the
deposition under the mark “Los Cadetes de Linares” with
Rosendo Cantu and others substituted for the | ate Honero
Guerrero. Garza deposition, p. 43.

(26) Rosendo Cantu performed with the group “Los
Cadetes de Linares” fromthe end of 1982 or early 1983 to
1991 and then returned to the group around 1996. Garza

deposition, p. 163.
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(27) Los Cadetes de Linares recordings produced by
opposer were sold in both the United States and Mexi co.
Gar za deposition, p. 44.

(28) Opposer has produced approxi mately 25 al buns
under the mark “Los Cadetes de Linares” since the death
of Homero Guerrero. Garza deposition, p. 44 and Ex. 4.

(29) Both opposer and applicant have been aware of
each other’s use of the mark “Los Cadetes de Linares”
since at |east 1991. Cuerrero, June 21 deposition, pp.
60- 62.

(30) “Los Cadetes de Linares” or variations of that
name are used by artists other than opposer and
applicant. Honmero Guerrero’s son perforns under the nane
“Los Cadetes de Linares of Honmero, Jr.” and distributes
recordi ngs through a major distributor of records in the
United States (BM5). Garza deposition, pp. 89 and 144
and Ex. 10 and 11.° Applicant has adnitted that “there
are many groups that go by Cadetes de Linares.”
Guerrero, April 26 deposition, p. 93. Opposer
acknow edges that “[t]here are other groups that are
usi ng the nane Cadetes or the name Nuevos Cadetes de

Linares.” Garza deposition, p. 68. See also Garza

"In response to an interrogatory, opposer has indicated that:
“Ranmex Records has granted a license to the son of Homero
Querrero to use the mark.” Garza Ex. 20, p. 15.
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deposition, pp. 81-82 and Ex. 9 (Recording entitled
“Rosendo Cantu y Los Cadetes de Linares”); Garza
deposition, p. 76 (Chewy Vega, a fornmer nenber of “Los
Cadetes de Linares” continued to performafter he |eft
Ramex using the name “Cadetes de Linares”).

(31) Opposer has never filed a |lawsuit or sent a
“cease and desist” letter to any third party concerning
t he unaut hori zed use of the words “Los Cadetes de
Linares.” Garza deposition, p. 100).

St andi ng

“Applicant does not dispute that under the |iberal
rules of the Trial Board, Ranex has standing to oppose
t he pending application.” Applicant’s Br. at 16. W
agree. However, applicant further argues that the
opposition “nmust fail since Ranex has no proprietary
interest in the mark.” |1d. To the extent that this is
anot her way to attack opposer’s standing to bring this
proceeding, we will briefly discuss the standi ng issue.
We will discuss the specific issue of whether opposer
must have a proprietary interest to prevail in this
proceeding in the priority section of the opinion.

Opposer’s evidence denonstrates that it has been
produci ng recordi ngs since 1974 for a group conposed of

various artists called “Los Cadetes de Linares.” Garza

10
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deposition, pp. 18, 39, and 43 and Ex. 4. Furthernore,

opposer has introduced evidence that in 1977 the nmenbers

of the group at that time pernmitted the registration of

t he nane “Los Cadetes de Linares” in the name of M.

Garza or his conpany, opposer. Garza Exhibits 5 and 6.
An opposer nust have “a ‘real interest’ in the

out come of a proceeding in order to have standing.”

Ritchie v. Sinpson, 170 F.3d 1092, 50 USPQ2d 1023, 1025

(Fed. Cir. 1999). “To establish a reasonable basis for a
belief that one is damaged by the registration sought to
be cancelled, a petition may assert a |ikelihood of
confusion which is not wholly without nmerit.” Lipton

| ndustries v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ

185, 189 (CCPA 1982).° Opposer’s evidence that it has
ei t her been assigned the mark or that it produces and

di stributes recordings for a group naned “Los Cadetes de
Linares” in the United States since 1974 establishes
opposer’s standing to bring this opposition proceeding.

SGA's clains of priority of use, coupled with its
pl eadi ng of |ikelihood of confusion, constitute a

| egal |y sufficient pleading of SGA's claimthat it
has a real interest in the proceedi ng and,

t herefore, standing to pursue the opposition. See
Li pton Industries, Inc. v. Ralston Purina Co., 670
F.2d 1024, 213 USPQ 185 (CCPA 1982). This is so

8 Because of the linguistic and functional similarities of the
opposition and cancel |l ati on provisions of the Lanham Act, “we
construe the requirenents of those two sections of the Lanham
Act consistently.” Ritchie, 50 USPQ2d at 1025 n. 2.

11
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even if SGA's use of the two pleaded marks is as a
licensee or distributor for WeC, for a plaintiff may
have standing in a case brought under Section 2(d)
of the Trademark Act even if it does not claim
ownership of the assertedly simlar mark, or the
right to control its use. See J.L. Prescott Co. V.
Bl ue Cross Laboratories (Inc.), 216 USPQ 1127 (TTAB
1982) (opposer that had assigned nark and obtai ned
exclusive license from assignee held to have

standi ng); See also, Universal O Products Co. V.
Rexal | Drug and Chem cal Co., 463 F.2d 1122, 174
USPQ 458 (CCPA 1972); BRT Holdings Inc. v. Homeway
Inc., 4 USPQd 1952 (TTAB 1987); Chem cal New York
Corp. v. Conmar Form Systens, Inc., 1 USPQ2d 1139
(TTAB 1986); and Yasutono & Co. v. Commercial Bal
Pen Co., Inc., 184 USPQ 60 (TTAB 1974).

WIlliam & Scott Co. v. Earl's Restaurants Ltd., 30 USPQ2d

1870, 1873 n.2 (TTAB 1994).

Opposer’s Obj ecti ons

Opposer has objected to the testinmony of applicant’s
expert wi tness, Mchael Perlstein. Opposer seeks to have
the testinony excluded because applicant failed to
identify the witness in response to a discovery request.
Furthernmore, opposer argues that the testinony should be
excl uded because, when the witness was identified in the
notice of deposition, “no address was given in the notice
and there was not a general description sufficient to
identify the witness or the particular class or group to
whi ch the wi tness belonged.” Modtion to Strike, p. 8.
Applicant argues that “substantial justification existed
for the failure to disclose M. Perlstein s testinony

under Rule 26, since it was not until the testinony of

12
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M. Garza that the need to provide rebuttal testinony
arose. Based upon the surprise and outl andi sh position
taken by Ramex records in this proceeding, applicant has
aright to rebut this testinmony in its [sic] own case.”
Opposition to Motion to Strike, p. 7. 1In effect,
applicant argues that M. Garza' s testinony was
surprising when he testified that the paper Honero
Guerrero and Lupe Tijerina signed in 1977 authorizing M.
Garza or opposer to register their group’s nane resulted
in their becom ng enpl oyees of opposer who could be fired
or replaced.

The timng and circunstances of applicant’s
di scl osure of his witness to opposer does not support
opposer’s request that the testinmony of the wi tness be
excl uded. The record indicates that applicant did not
engage his expert witness until after opposer’s w tness,
M. Garza, testified. This provides support for
applicant’ s explanation that the need for and decision to
have M. Perlstein testify as an expert w tness was not
made until opposer’s testinony. This also is an
acceptabl e expl anation as to why the wi tness was not
identified during discovery.

Simlarly, opposer’s objections as to the fornm

requests of the notice of taking testinony are

13
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procedural. Opposer appeared at the deposition and
cross-exam ned the witness and it does not point to any
mat erial prejudice as a result of these objections. 1In a
case where there were allegations of inadequate notice
concerning the testinmony of a witness, the Board
permtted the testinony.

In this regard, our reading of the record fails to
show any material prejudice to registrant since it
did receive advance oral notice that there would be
a substitute for the Beech Aircraft enployee
originally naned as a witness and the substitute
woul d al so be a Beech enpl oyee (whose name was not
made known until the day of the deposition).

Regi strant had a full opportunity for cross-

exam nation of the wi tness and appears to have
exercised it. O course, it could have requested an
extensi on or postponenent if it felt that the
circunstances of the substitution left it

i nadequately prepared to deal with the evidence of
petitioner's use of the term LI GHTNI NG whi ch the
Beech enpl oyees (original and substitute) were being
cal |l ed upon to docunent”).

Beech Aircraft Corporation v. Lightning Aircraft Conpany

Inc., 1 USPQd 1290, 1291 (TTAB 1986).
Simlarly, here we find that the record fails to
show any material prejudice and opposer’s notion to

exclude the testimony of M. Perlstein is denied.?

% pposer’s al |l egations about the witness’'s |ack of know edge of
“Spani sh artists and Spani sh record conpani es” (Response to
opposition to notion to strike, p. 5) and the office-sharing
arrangenents between the wi tness and applicant’s counsel go to
the weight of the testinony and not its admissibility. D Carlo
v. KellerLadders, Inc., 211 F.3d 465, 468 (8'" Gir. 2000)
(citations and internal quotation marks omtted) (“Determ ning
the credibility of a witness is the jury's province, whether the

14
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There are two other evidentiary matters. First,
opposer in its reply brief raises several hearsay
obj ections to applicant’s exhibits. [Inasnuch as these
obj ections were not made in its opening brief, we view
any objection as being waived. The probative weight to
be accorded this evidence is a separate matter. Second,
applicant’s unopposed notion to take judicial notice of a
sti pul ated judgnment and conplaint fromthe Central
District of California is granted.

Li kel i hood of Conf usi on

Applicant has applied to register the mark LGS
CADETES DE LINARES in block letters for a series of pre-
recorded cassettes and conpact discs containing nusic.
Opposer has introduced evidence that since 1974 it has
produced rnusi cal recordi ngs under the mark LOS CADETES DE
LI NARES and that these recordings have been sold
t hr oughout the United
States.™ In effect, applicant and opposer are using
virtually identical marks on the identical goods in the

same geographic areas. There is no evidence of any

witness is lay or expert ...An expert witness's bias goes to the
wei ght, not the adm ssibility of the testinony, and should be
brought out on cross-exam nation").

10 Nanes of nusical groups that appear on a series of different
recordi ngs can function as trademarks. |In re Polar Misic

15
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differences in the channels of trade or purchasers. Both
applicant’s and opposer’s goods are marketed wi th Spanish
| anguage literature and the songs sonmetines even have the
same titles. Guerrero Ex. 34 and Garza Ex. 4

(“Pistol eros Fanpbsos” and “La Venganza de Maria”).
Therefore, under these circunstances, confusion is

likely. Inre E. I. du Pont de Nenpurs & Co., 476 F.2d

1357, 177 USPQ 563, 567 (CCPA 1973) (Setting out thirteen
factors to consider in likelihood of confusion
determ nati ons).
Priority

Because the marks and the goods are virtually
identical, the critical issue in this case is priority.
Applicant clainms to have used the mark LOS CADETES DE
LI NARES on a series of prerecorded cassettes and conpact
di scs containing nmusic in a type of commerce that can be
regul ated by Congress in 1986. There is virtually no
evi dence to support the first use of the mark in commerce

by applicant in that year for those goods.' Applicant

International AB, 714 F.2d 1567, 221 USPQ 315, 318 (Fed. Gir.
1983) .

1 W cannot accept applicant’s argument that “LOS CADETES DE

LI NARES was a fam |y business, with rights in the nane remaining
with the two brothers who originated the business.” Applicant’s
Br. at 20. Even applicant admits that when he played with his
brother in Mexico, they were known sinply as the Cadetes.
Querrero, April 26 deposition, pp. 24 and 29. Applicant had

16
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adm tted that he did not use the mark “Los Cadetes de

Li nares” until after his brother’s death in 1982.
Guerrero, April 26 deposition, p. 28. His first
recordi ng anywhere was not made until 1985. Guerrero,
April 26 deposition, p. 47 (“Q The first record that
you ever recorded was in 1985. |Is that your testinony?
A.  Yes.”). Applicant acknow edges that the record was
not sold in the United States. 1d. (“Q Okay. Was it
sold in the United States? A. No. [In Mexico.”).
Applicant’s next record was recorded in 1986. GCuerrero,
April 26 deposition, p. 48. Applicant does not renenber
the title of that record. 1d. He also could not state
that the record was sold in the United States. Guerrero,
April 26 deposition, p. 49 (“Q Was it sold in the

United States? A. No. | don't know'). His first

little material involvenment with his brother’s group after he

| eft other than to hel p buy sone equi pnent. Garza, April 26
deposition, p. 87. Applicant had no contractual agreenents with
his brother Honero, Lupe Tijerina, or Ranex show ng an ownership
interest in the mark. Querrero, April 26 deposition, p. 68.
Applicant al so had no docunment witten by his brother saying
appl i cant could have the mark if he died and there is no
evidence of a will or any |egal document show ng applicant
acquired the mark by inheritance. CGuerrero, April 26
deposition, p. 80. Therefore, the record does not support
applicant’s argunment that he sonmehow was a silent partner wth
his brother in the group “Los Cadetes de Linares” for the
twenty-year period between when he left the group “Cadetes” and
his brother’s death in 1982. During that time his brother
recorded with two record conpanies and with two different

musi cians. There is little, if any, evidence fromthat period
to show that applicant was recogni zed as a nenber of the group
or an owner of the mark “Los Cadetes de Linares.”

17
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nmusi cal performance in the United States was not earlier
than 1988. CGuerrero, June 26 deposition, pp. 58-60.

An applicant in an opposition proceeding is not
required to prove use in order to prevail, but w thout
evi dence of prior use, an applicant is limted to the

application’s filing date. Colunmbian Steel Tank Conpany

V.

Uni on Tank and Supply Conpany, 277 F.2d 192, 125 USPQ

406, 407 (CCPA 1960) (“Appellee's application alleges
February 1, 1946 as the date of first use of its mark but
in the absence of testinony appellee nust be restricted
toits filing date of June 29, 1956, as the board
correctly held”).'? However, applicant has submitted
evi dence that one of his records with GAS Records and

others with Zacatecas Records were released in the United

12 Opposer has al so argued that “knowi ng and materi al

m srepresentations relating to Applicant’s dates of use, both
anywhere and in comrerce, further support a refusal to
register.” QOpposer’s Br. at 46, n.3. A fraud clai mnust be
proved “to the hilt.” Stocker v. General Conference Corp. of
Sevent h- Day Adventists, 39 USPQ@d 1385, 1391 (TTAB 1989). Here,
we cannot find that fraud has been proven. One of the elenments
of fraud is that the knowingly fal se m srepresentation nmust be
material. An erroneous date of first use could not result in
the all owance of an application that woul d ot herw se not be
allowed. The “date of use alleged by applicant inits
application, even if false, cannot be said to constitute fraud
on the Ofice.” Georgia-Southern Gl Inc. v. Richardson, 16
USPQ2d 1723, 1726-27 (TTAB 1990). For exam nation purposes, a
mark which is the subject of a Section 1(a) application nust
have been used in conmerce only as of the filing date of the
application. As discussed herein, opposer has not shown that

18
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States beginning in 1996. Guerrero, June 21 deposition,
pp. 47-53 and Ex. 34-43." Accordingly, we find that
appl i cant made use of the mark in conmerce on records at
| east as early as 1996. Even if the record did not
support when applicant first used his mark for pre-
recorded cassettes and conpact discs containing nusic in
a type of commerce that Congress can regul ate, applicant
woul d still be able to rely on the filing date of his
application as his date of first use in conmmerce.

Opposer, on the other hand, has established that it
has been producing recordi ngs under the mark “Los Cadetes
de Linares” since 1974. See Garza deposition, pp. 39 and
43-44, Ex. 4, 8, and 21, pp. 9-10. These records have
been sold in the United States. Garza deposition, pp.
43-44. Opposer called as its only witness its president,
Emlio V. Garza. “[Qral testinony, if sufficiently
probative, is normally satisfactory to establish priority

of use in a trademark proceeding.” Powermatics, Inc. V.

G obe Roofing

applicant’s use in 1996 was subsequent to applicant’s filing

dat e.

13 W note that applicant in his deposition states that “here is
a conmpany in the United States in 1986” apparently referring to
the recording in Ex. 37. However, Exhibit 37 has a copyright
date of 1996 so apparently the reference should be to 1996

i nstead of 1986.

19
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Products Co., 341 F.2d 127, 144 USPQ 430, 432 (CCPA

1965) .

Such testinmony should “not be characterized by
contradi ctions, inconsistencies and indefiniteness but
should carry with it conviction of its accuracy and

applicability.” B.R Baker Co. v. Lebow Bros., 150 F. 2d

580, 66 USPQ 232, 236 (CCPA 1945). National Bl ank Book

Co. v. Leather Crafted Products, 218 USPQ 827, 828 (TTAB

1983) (“It was incumbent upon opposer in attenpting to
prove the date of first use of 1968 either to have a
witness testify from personal know edge that the mark
“ESP" was in use as of 1968 or, if no such person was
still enployed by opposer, to prove the date of first use
by aut henticating business records”). Besides opposer’s
president’s testinony, applicant acknow edges t hat
opposer produced recordings by his brother and Lupe
Tijerina under the name “Los Cadetes de Linares” between
1974 and 1982 and that opposer continued “issuing records
under the nane Los Cadetes de Linares” fromhis brother’s
death until the present time. Guerrero, June 21
deposition, pp. 65-66. This record supports a

determ nati on that opposer has been using the mark prior
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to even applicant’s earliest clainmed date of first use of
the mark in comerce (1986)."

The only remai ni ng question concerns whet her
opposer’s status sonehow negated his earlier use because
this use was
either that of an infringer or a party w thout any rights
in
the mark. We do not agree with applicant that opposer
was an infringer or a distributor without any rights in
the mark. We have already determ ned that a distributor
or licensee has standing to bring an opposition
proceedi ng. Now we nust deci de whet her opposer may
prevail on its claimof |ikelihood of confusion and
priority. The issue is whether opposer has superior
rights to the rights of applicant, not to any third

party. Marshak v. Sheppard, 666 F. Supp. 590, 3 USPQ2d

1829, 1836 (S.D.N.Y. 1987) (footnote omtted):

Sheppard further argues that Marshak's assignors
could obtain no rights in the name "The Drifters”
because, upon joining Treadwell's Drifters, each
signed enpl oynment contracts in which they waived all
such rights. These argunents m ss the mark,

however, because they could only accrue, if at all,
to Treadwel |'s benefit, not to Sheppard's. Sheppard
argues that the rights to "The Drifters" were | odged
in the group's manager, Treadwell, and the
corporation he set up to control the group's assets.
In this case, however, when only Marshak's and

14 As discussed previously, the record supports a nuch | ater
date of first use in comerce for applicant.
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Sheppard's rights are at stake, these argunents are
irrel evant.

We do not need to determ ne whether the paper (Garza
Ex. 5 and 6) in which Honmero Guerrero and Lupe Tijerina'
aut horized M. Garza or opposer to “register in his own
nanme, or in the nanme of his conpany, our G oup” was a
valid assignment of all rights, title and interest in the
mark from the nusicians to opposer. Nor do we have to
determ ne what rights opposer may have vis-a-vis third
parties concerning the use of the mark or even if opposer
is entitled to register the mark in its own nane.

First, we start by noting that it has been
recogni zed that the manager and pronoter of a group may

be the owner of the group’s mark. See Rick v. Buchansky,

609 F. Supp. 1522, 226 USPQ 449, 456 (S.D.N. Y. 1985).

Al so, when a nenber |eaves a group, it has been held that
“he took no rights in the service mark with him Rather,
the mark remained with the original group. Paul Robi,
therefore, had nothing to assign to [his wife]. Reed who
founded the group and is the only person who has renmai ned
and performed with it fromits inception, retains the

right to use of the service mark.” Robi v. Reed, 173

15 Neither side called Lupe Tijerina as a witness in this
proceeding. M. CGarza testified that “[t] he nanme bel onged to
both.” Garza deposition, p. 120. Applicant points out that
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F.3d 736, 50 USPQ2d 1315, 1317 (9'" Cir. 1999).
Simlarly, when Honmero Guerrero died there is no evidence
that any rights in the mark were transferred by way of
i nheritance. On the other hand, opposer has been
involved with the group “Los Cadetes de Linares” for nore
than a quarter of a century. Opposer has produced
recordi ngs since 1974 for the group known as “Los Cadetes
de Linares” and it has continued to produce recordings
for this group. One of the agreenents between Homero
Guerrero and Lupe Tijerina and Ranmex Records contains the
foll owi ng provision:
You agree to cooperate fully in any controversies or
litigation which nay be required to prevent the
di stribution of records not authorized pursuant to
the terms of this agreenment or to prevent the use of
your nane, |ikeness or biographical material in
contravention of the rights granted to Conpany
hereunder. Conpany may take such steps or institute
such I egal proceedings in Conpany’s nanme or in the
name of you and Conpany jointly, as Conpany may deem
sui t abl e.
Garza. Ex. 15, T 8.
Opposer produced nore than one mllion recordings of
the group “Los Cadetes de Linares” between 1974 and 1986.
Garza deposition, p. 50. After the death of Honero

Guerrero in 1982, opposer continued to distribute

recordings for the group “Los Cadetes de Linares” with

this testinony resulted after the witness conferred with his
counsel. Applicant’s Br. at 23 n. 4.
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t he remai ni ng nember, Lupe Tijerina, and other nusicians.
Throughout this period, opposer has been active in the
busi ness affairs of the group. Garza deposition, pp. 11-
15. Opposer provides artistic directors “who are the
ones who qualify — who approve or disapprove of what’s
going to be recorded to nake sure that we obtain what the
Ranmex | abel wants.” |1d. at 11. Opposer has “control
over the nenbers of each group.” I1d. at 14. Clearly,
regardl ess of whether opposer is the owner of the nark,
it is not an interneddler and it has a real interest in
preventi ng applicant fromobtaining a registration for
his marKk.

Next, we | ook at whether this interest is sufficient
to prevail in this proceeding. There is no requirenent
t hat an opposer own or use the mark in order to prevent
anot her party fromusing the mark or even that it have a

proprietary interest in the mark. See National Cable

Tel evi si on Association Inc. v. Anmerican Cinema Editors

Inc., 937 F.2d 1572, 19 USPQd 1424, 1428 (Fed. Cir.
1991) (“Moreover, even w thout use directly by the
claimant of the rights, the courts and the Board
general ly have recogni zed that abbreviations and

ni cknanes of trademarks or nanes used only by the public
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give rise to protectable rights in the owners of the
trade name or mark which the public nmodified”).
The Federal Circuit has expressly held that:

Ordinarily, a person should not be heard on a third
party's rights, that is, allowed to sue to vindicate
the rights of another. Here, however, the trade
associ ation convincingly established that it was not
a nere intermeddler in asserting a claimpredicated
on a third party's nanme and had sound reasons for
fearing damage to itself and its nmenbers if

Ul enberg's mark were registered. In sum JVC
asserted its own claimwhich happened to involve the
proprietary rights of a third party.

Jewel ers Vigilance Commttee Inc. v. Ul enberg Corp., 853

F.2d 888, 7 USPQ2d 1628, 1631 (Fed. Cir. 1988).

In Jewel ers Vigilance, the Federal Circuit

specifically rejected the applicant’s argunent that Oto

Roth & Co. v. Universal Foods Corp., 640 F.2d 1317, 209

USPQ 40 (CCPA 1981), required that the opposer nust have
a proprietary interest in a mark in order to prevail
under Section 2(d). “The Oto Roth analysis does nean

t hat someone nmust have proprietary rights in the name
DEBEERS, but such rights need not reside in the opposer
if the opposer otherw se has standing to bring the
opposition.” 1d. at 1632.

In Jewelers Vigilance, a third party who was not

using the mark prevailed in an opposition proceedi ng.
The adm ssions and undi sputed evi dence of record

support only a conclusion that the mark Ul | enberg
seeks to register for dianonds is likely to cause
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confusion with the admttedly famus mark DEBEERS.

No dispute is raised with respect to the all eged

fact that the name DEBEERS has an established trade

identity in the United States in connection with

di anonds. We note particularly the factors of the

fame of DEBEERS as a source for dianonds, the

unusual nature of the name, and the identity of

U | enberg's goods with those associated with DBCM

The record al so concl usively establishes that JVC

and its nenbers will be damaged if such confusion

occurs.
|d. at 1633.

As the licensee and distributor of recordings for a
musi cal group, opposer, at a mninmum would be damaged i f
others used the virtually identical nanme for the
recordings of a different group. Garza deposition, p. 67
(The use of the nanme “Los Cadetes de Linares” by both
opposer and applicant “has created confusi on anong our
clients and our distributors. They wonder, ‘Well, which
is which? ”). Under the original agreenent, opposer is
at least a licensee that had the right to bring this
action to protect the nane of the group. See Garza Ex.
15, 1 8. Nothing in the record indicates that it no
| onger has the right to protect the nanme of the group
“Los Cadetes de Linares.”

I n addition, opposer has been producing and
distributing these recordings prior to applicant’s first

use of the mark in comerce. It is undisputed that

Homero Guerrero and Lupe Tijerina were the nenmbers of the
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group “Los Cadetes de Linares.” Opposer continues to
produce recordings with the only surviving nenber of the
group who recorded with Homero Guerrero from 1974. It is
difficult to see how opposer can be an infringer of any
ri ghts applicant nay have inasmuch as applicant’s use
post dat es opposer’s. The rights to the nanme “Los Cadetes
de Linares” originally bel onged to the group consisting
of Honmero Guerrero and Lupe Tijerina. These rights were
subsequently either assigned to opposer or renmmined with
the reconstituted group

Under Jewel ers Vigilance, opposer nust show that

soneone has proprietary rights in the mark and that it
will be danaged by the applicant’s registration of its
mark. Here, either opposer owns the rights to the mark
or the group whose recordi ngs opposer distributes owns
the mark. In either case, opposer will be damaged if
applicant is permtted to register the virtually
identical mark for the sanme goods. Therefore, we

concl ude that opposer has established its priority
sufficient to prevail on the ground of |ikelihood of

conf usi on.

Deci sion: The opposition is sustained and

registration to applicant is refused.
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