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Opi nion by Rogers, Adm nistrative Trademark Judge:

Appl i cant Real Networks, Inc. seeks to register
REALMEDI A as a trademark for “conputer software which

all ows the viewing and transmtting of picture and/or

! Recorded in Assignment Branch at Reel 1649, Frane 0121.
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video and/ or text segnents and audi o segnments over gl obal
i nformation networks that transfer and di ssem nate a w de
range of information.” The application, filed January
11, 1996, is based on an allegation of applicant’s bona
fide intention to use the mark in comrerce in connection

with the identified goods.?

The Pl eadi ngs

Regi stration of the mark is opposed by Real Medi a,
Inc., which alleges that it has been using the mark REAL
MEDI A since prior to the filing date of applicant’s
application “in the field of providing advertising
services over the Internet.” Specifically, opposer
alleges it “offers advertisers and publishers an
i ntegrated and targeted, conputer-based, advertising
managenent, placenent, and reporting system” Opposer
al so alleges that it uses proprietary, “state-of-the-art,
advertising planning and placement software” and “a
series of networks of over 150 on-Iline newspapers and
ot her media outlets” [termed by opposer “The Real Media
Net wor ks”] “to stream on-line advertisenents in real tine
to multiple |local market web sites.” Opposer clainms to

have regi stered the domai n nane real medi a. com on or about

2 pposer alleges in its notice of opposition, and the record
shows, that applicant has begun using the mark.
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August 11, 1995 and asserts that its clients can access
opposer’s services through opposer’s web site. Opposer

al l eges that applicant “is in the business of devel opi ng
and marketing software applications which permt users to
deliver streamed audi o, video and other forms of data
over the Internet,” that such products “are available via
[applicant’s] web site, which currently has the donmain
name real.com” and that applicant has al so regi stered

t he domai n nanmes real - nedi a. com and real medi a. net.

Opposer asserts that the mark applicant seeks to register
is identical to opposer’s mark and that applicant’s
“products are closely related to the services offered by
Opposer under its REAL MEDI A mark and are offered to the
public through the same channel of trade.” Opposer
concludes that a |ikelihood of confusion, mstake or
deception exists because applicant’s use of the applied-
for mark will create the “fal se inpression that
Applicant’s goods and services are sonehow rel ated to,
endorsed by, or associated with Opposer.”

Applicant admts opposer’s allegations relating to
the filing of the involved application and that applicant
has begun using the applied-for mark. Applicant also
admts salient allegations of opposer relating to the

nature of applicant’s business and products, their
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avai lability via applicant’s web site, and that applicant
has regi stered the domai n nanes real - nedi a. com and
real medi a.net. Otherw se, applicant denies the

al |l egations of the notice of opposition, thus |eaving
opposer to prove its asserted priority and that there
exists a likelihood of confusion. More specifically in
regard to priority, applicant alleges that opposer cannot
show use before applicant and that applicant “has

acquired senior rights to the use of the REALMEDI A mark.”?

The Record

The record consists of one notice of reliance filed
by opposer under Trademark Rule 2.120(j), thereby
i ntroduci ng applicant’s responses to opposer’s
interrogatories; seven notices of reliance filed by
opposer under Trademark Rule 2.122(e), the first three
filed during opposer’s case in chief and the |ast four
filed during rebuttal; opposer’s testinony, with
exhi bits, of David R Mdrgan, who participated in the
formati on of opposer and is its president and CEG
applicant’s notice of reliance on “status and title”

copies of 13 registrations owned by applicant;

3 In addition, applicant asserts that the opposition is barred
by opposer’s uncl ean hands, by |aches, by estoppel, and by

acqui escence. However, these affirmative defenses have not been
pursued by applicant and play no part in our decision.
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applicant’s notice of reliance under Trademark Rul e
2.122(e); applicant’s notice of reliance on opposer’s
responses to applicant’s interrogatories; applicant’s
testinmony, with exhibits, of Eric Prock, “systens

mar ket i ng manager” in applicant’s nedia systens division
and a fornmer marketing comruni cati ons manager and brand
manager for applicant; applicant’s testinony of Len
Jordan, applicant’s senior vice president; and a
stipulation by the parties introducing into the record
three of applicant’s filings with the SEC and two of
applicant’s annual reports.

Neither party has objected to any of its adversary’s
notices of reliance but, rather, each has treated all the
notices as properly of record. Accordingly, though sone
of the material introduced thereby m ght have been
objected to as not fit for introduction by notice of
reliance?, we have considered all the submissions as if
t hey had been stipulated into the record. Racine

| ndustries Inc. v. Bane-Clene Corp., 35 USPQ2d 1832, 1834

n.4 (TTAB 1995) (Letters “not proper subject matter for a

4 For exanple, opposer utilized at |east three of its notices
designated as filed under Trademark Rule 2.122(e) to introduce,
in part, materials retrieved fromthe Internet. Such materials,
absent a stipulation of the parties, are to be introduced, for
sunmary judgment purposes, by affidavit, or for trial purposes,
by testinony, so that the foundation for adm ssion nay be laid
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notice of reliance...deened to have been stipulated into
the record” when adverse party treated them as part of

record), and JSB International, Inc. v. Auto Sound North,

Inc., 215 USPQ 60 n.3 (TTAB 1982) (By notice of reliance,
each party filed, w thout objection by the other,

mat eri al s produced in response to requests for
producti on; and Board stated it would “treat them as
havi ng been stipulated into the record.”)

Not wi t hst andi ng their unqualified adm ssion into the
record, we have considered the probative value of the
subm ssions on their merits, in conjunction with our

wei ghi ng of evidence that bears on the various du Pont®
factors.

The only evidentiary point seriously debated by the

parties is whether nost, if not all, of the evidence of
actual confusion offered by opposer -- sone of the Morgan
testimony and exhibit 17 thereto -- should be considered

to be hearsay. We discuss this issue in conjunction with
our consideration of the seventh du Pont factor, i.e.,

the nature and extent of any actual confusion.

by the individual that retrieved the materials. See Racciopp
v. Apogee Inc., 47 USPQd 1368 (TTAB 1998).

Inre E.l. du Pont de Nenours & Co., 476 F.2d 1357, 1361, 177
USPQ 563, 567 (CCPA 1973) (enunerating factors that may be
considered in evaluating likelihood of confusion, when rel evant
evidence is of record).
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Priority

The record is clear that opposer began using REAL
MEDI A as a trade nanme while attenpting to devel op
busi ness partnerships in 1995 and used REAL MEDI A as a
mark for its software for transmtting |Internet
advertising by the end of Decenber 1995. Mbrgan dep. pp.
9-15, 41-60, and exhibits 1, 4-7, 11, 15-16.° Applicant
asserts in its brief that opposer did not use REAL MEDI A
as a mark prior to January 1996, because opposer,
responding to applicant’s interrogatory about first use,
reported a date of “in or about January 1996.” The
Morgan testinony, however, nmkes it clear that opposer
likely framed the response in this way because it nade
its software available on its Web site “within the |ast
day or two of *95. W sort of — that was a personal, you
know, get this thing out by the end of the year.” Mbrgan

dep. p. 14. Opposer then made a nore “formal” transfer

® pposer’s notice of opposition is not particularly clear as to
whet her opposer pl eaded use of REAL MEDI A as a trademark,

service mark, trade name, or all of these: “Since |ong before
the date Applicant filed its application, Opposer has been using
the mark REAL MEDI A in connection with its business.” Notice of

Qpposition, T 2. Applicant, inits brief, acknow edges a cl ai m
of use of REAL MEDI A as both a trade name and mark. Brief p. 1.
We consider the issue of trade nane use tried at |east by

i mplied consent of the parties. Fed. R Cv. P. 15(b).
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to a contracting partner, InfiNet, in January 1996.
Mor gan dep. p. 12.

Moreover, in arguing that it has priority, applicant
has not contested the sufficiency of opposer’s evidence
of use of REAL MEDI A as a mark or trade nane. Rather,
applicant clainms priority by virtue of an assignnment of
an unregi stered mark, “Real Media,” from Rene Schuchter
d/b/a TouchGo Studios.” W note, in this regard, the
foll owi ng passage from applicant’s brief:

“Opposer ... clainms that [applicant] is not
entitled to registration of its mark because it
was using the term ‘Real Media as a trade nane
and as a mark in 1995, prior to filing of
[applicant’s] intent to use application... But
Opposer neglects to nention that a third party
had been using the REALMEDI A mark even earlier -
as early as April 1992. That conpany, TouchGo
Studios®, later assigned all of its rights in
the mark to [applicant]. Because an assignee
stands in the shoes of the assignor, [applicant]
has priority over Opposer for the purposes of
this opposition proceeding.”

Brief p. 1, see also, brief p. 13. W also note that, at

oral argument, applicant’s counsel stated that applicant

" The assignnment, submtted as exhibit 209A to applicant’s
testinony deposition of Len Jordan, was signed by assignor on
April 2, 1997, and by assignee on April 3, 1997. Though the
assignment lists the assigned mark as “Real Medi a” we generally
refer to TouchGo’s mark as applicant has, i.e., as REALMED A

8 It appears that TouchGo is not itself a legal entity but is
only a dba designation enployed by M. Schuchter. Nonethel ess,
herein we generally refer to applicant’s assignor as TouchCo.
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was not contesting priority except through the
assi gnnent.

The parties have included in their briefs |engthy
argunments regarding the validity of the assignnent and
t he question of whether tacking in this case is
appropriate, i.e., whether applicant can tack its use of
its mark onto TouchGo’s use. All of these argunents,
however, are irrel evant because even if we assune the
assi gnnment was valid and that tacking would be
appropriate, applicant has not proved use by its assignor
of the unregistered REALMVEDI A nar k.

Though applicant is defendant in this case, it bears
a burden of proof in relation to its assertion of
priority, notwithstanding that it is set forth as a

defense, not a claim Cf. West Florida Seafood | nc. v.

Jet Restaurants Inc., 31 F.3d 1122, 1128-29, 31 USPQ2d

1660, 1666 (Fed. Cir. 1994) (Vhere defendant all eged
abandonnent of mark relied on by plaintiff, defendant had
“burden of comng forth with sonme evidence of

abandonnent.”); see al so, Packard Press Inc. v. Hewett-

Packard Co., 227 F.3d 1352, 1360, 56 USPQ2d 1351, 1356

(Fed. Cir. 2000) (Party's "responsibility to create a
factual record is heightened under the nore deferenti al

standard that [Federal Circuit] rmust apply when review ng
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PTO factfinding. .. This necessarily requires that facts
be submtted to the agency to create the record on which
t he agency bases its decision."”) (citations omtted).
Appl i cant has not carried this burden because there is

sinply no probative evidence of TouchGo’'s use.

Applicant’s Evidence of Priority

As proof of the alleged priority it acquired by the
TouchGo assignnent, applicant relies in part on the
al l egations in Rene Schuchter’s [TouchGo’s] notice of
opposition to applicant’s involved application.® The
contents of that notice read as follows:

1. TouchGo Studios has the RealMedia mark in
use as a common |law trademark in a name for
software tools (Real Media Tools) which have
been distributed nationally since April 1992
in association with the comrercial conputer
sof tware product SinCity for W ndows
(SinCity is a registered trademark of
Si mBusi ness, Inc.)

2. TouchGo Studios first |icensed source code
for conputer software tools under the nane
Real Media Tools to Maxis, Inc. on December
10, 1991.

3. TouchGo Studios has continued to |icense
source code and devel op proprietary software
in connection wth the RealMedia mark.
Sever al products are currently in pre-
rel ease under t he Real Medi a mar k; a

® Cpposition No. 103,688, settled prior to filing of an answer
by the parties’ entry into a consent and settl enent agreenent
t hat includes the assignment of Schuchter’s [TouchGo’ s] mark.
Jordan dep. p. 10 and exhibit 209A

10
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denonstration of one such product, t he
Real Media Palette Manager Lite, was nade
available internationally through an online
service in Decenber, 1995 with other pre-
rel ease versions nmde available at earlier
dat es.

4. TouchGo Studios has an investor agreenment
based on further developnment of software
whi ch uses the Real Medi a mark.

5. TouchGo Studios is in the process of filing
an In Use registration application for the
mar k  Real Medi a. This registration 1is
applicable to wuse of the RealMedia mark

whi ch precedes above-identified application
by Progressive Networks.

As further evidence of priority, applicant also
relies on its response to opposer’s interrogatory no. 4,
whi ch states that applicant’s first use of REALMEDI A was
“at least as early as 1992.” Finally, applicant asserts
t hat opposer’s witness has acknow edged TouchGo’ s
priority. Brief p. 16, citing to Morgan dep. p. 31. W
consi der each of these three itens of evidence in turn.

In regard to the TouchGo notice of opposition, we
note that statements made in pleadings are not consi dered

as evidence in behalf of the party making them Kell ogg

Co. v. Pack’ Em Enterprises Inc., 14 USPQ2d 1545, 1547 n.6

(TTAB 1990), aff’d 951 F.2d 330, 21 USPQ2d 1142 (Fed.

Cir. 1991); see also, Intersat Corp. v. Int’'l Tel ecomm

Satellite Org., 226 USPQ 154, 156 n.5 (TTAB 1985)

11
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(Al'l egation of priority sufficient for purposes of

pl eadi ng nust still be proved during party’ s testinony
period). This principle is equally applicable to
applicant’s answer, insofar as it asserts acquisition of
“senior rights,” and to TouchGo’s notice of opposition
filed against applicant in a separate proceeding, the

al | egati ons of which provide the only evidence of any
claimby applicant’s assignor of use of the assigned

mar K.

Appl i cant argues that opposer has not “contested
TouchGo’ s assertion in its Notice of Opposition that it
had been using the mark since 1992.” Brief p. 13, n.10.
The point, however, is inapposite, as TouchGo never
asserted a claimof priority in an opposition against
opposer; opposer, therefore, has never been required to

admt or deny TouchGo' s assertion. Cf. Marenont

Corporation v. Air Lift Conpany, 463 F.2d 1114, 1116 n. 4,

174 USPQ 395, 396 n.4 (CCPA 1972) (Applicant Marenont, in
def endi ng opposition, was able to rely on pl eadi ng

adm ssi ons made by opposer Air Lift in earlier opposition
wherein Air Lift’s own application had been chall enged,

t hough adm ssions were “evidentiary only” and not
“judicial” or conclusive). Mreover, to further

underscore that the TouchGo opposition involved nere

12
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al l egation, and did not result in any sort of judicial
adm ssion or proved fact, we note that applicant, as

def endant in that case, never even answered the
opposition and it was settled without trial of any issue
or claim Finally, even if the TouchGo opposition had
been tried, it is a settled proposition of |aw that any
findings of fact in that case would not be binding on
opposer in this case, as it was not a party to the

TouchGo case. Al abanma Board of Trustees v. BAMA-Werke

Curt Baumann, 231 USPQ 408, 411 n.8 (TTAB 1986), Trak

Inc. v. Traq Inc., 212 USPQ 846, 847-48 (TTAB 1981),

Primal Feeling Center of New England, Inc. v. Janov, 201

USPQ 44, 55 (TTAB 1978), and Borden, Inc. v. PC

| ndustries, Inc., 198 USPQ 446, 447-48 (TTAB 1978).

I n short, applicant cannot rely herein on TouchGo’ s
mere allegation of use made in the earlier opposition
because it constitutes nothing nore than an unproved
al |l egation; and applicant could not, in any event, use
t hat opposition to bind opposer herein, because opposer
was not a party to the opposition filed by TouchGo.

We concl ude our consideration of the TouchGo notice
of opposition by noting that opposer introduced it into
the record of this case by rebuttal notice of reliance.

We do not view this as any sort of adm ssion by opposer

13
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of the truth of the allegations in TouchGo' s notice of
opposition. Opposer introduced the TouchGo notice of
opposition and other related materials, by its rebuttal
notice of reliance, for the stated purpose of
denonstrating that the software on which applicant’s
assignor had claimed to use the REALMEDI A mark is
“entirely different fromthe stream ng software on which
Applicant has used its mark.” We do not believe opposer,
during rebuttal, nmust avoid relying on materials
necessary to rebut applicant’s argunents relating to the
asserted validity of the assignnment and tacking, lest it
be viewed as having thereby admtted a claimof priority
never proved by applicant.

We turn next to applicant’s response to opposer’s

interrogatory no. 4. The interrogatory and response, in
pertinent part, read as foll ows:
Interrogatory No. 4: Identify all Marks containing any
formor variation of the term "REAL" (including but not
limted to Marks containing the term(s) "REALMEDI A" or
"REALMEDI A" [sic]) which Applicant, as defined in
paragraph K of the Definitions section, has ever used or
intends to use, and identify, pursuant to paragraph J of
the Definitions section, the goods shipped or sold or the
services offered or provided in connection with each such
Mar k.

For each such Mark, good and servi ce:

(a) state the date and place each Mark was first
used on or in connection with each good or service; and

14
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(b) state the date and place of first use in
commerce for each Mark on or in connection with each good
or service; and

(c) state whether each such use has been conti nuous
to the present; and

(d) identify the circunstances of each such first
use, including the identity of the person (or, if an
i ndi vi dual cannot be identified, the class of persons) to
whom t he goods were first shipped or sold or to whomthe
services were first offered or provided; and...

(i) state the reasons for the selection, approval
and adoption of each Mark; and....

Answer: [Boilerplate objections omtted] Wthout waiving
t hese objections, Applicant states:

For the types of goods shipped or sold and services
of fered or provided in connection with the Marks, please
refer to Applicant's web site | ocated at www. real .com and
to the Applicant's SEC filings accessible at ww. sec. gov.
1. Mark: REALMEDI A

(a) At |least as early as 1992.

(b) At |least as early as 1992.

(c) Use has been continuous to the present.

(d) Investigation on going [sic], wll supplenent.

(i) See response to Interrogatory No. 3 above.
[ Response goes on to discuss 38 other REAL nmarks]

The interrogatory response is internally
i nconsi stent and, therefore, not particularly probative.
Applicant admts it was not founded until 1994.
Applicant’s Brief, p. 4. Yet, by the ternms of its
response to opposer’s interrogatory, it is asserting use
of REALMEDI A since 1992 for the goods and/ or services

featured at its current Web site. Furt her evidence of

15
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t he i nconsistency of the response stens fromthe
reference, in subsection (i), to applicant’s response to
interrogatory no. 3. That interrogatory response
recounts how and why applicant adopted the REALMEDI A mark
after its adoption of other “REAL” marks and refers to
the response to interrogatory no. 4 for a listing of such
mar ks. Returning to the response to interrogatory no. 4,
we find that all the “REAL” marks listed therein were
adopted well after 1992.

A party’s response to an interrogatory, unlike a
response to a request for an adm ssion, generally does
not limt that which the party can attenpt to prove at

trial.?'° Conpare Marcoin, Inc. v. Edwin K. Wlliams &

Co., Inc., 605 F.2d 1325, 1328, 28 Fed. R Serv.2d 157

(4th Cir. 1979) and Sperling v. Hoffman-La Roche, Inc.,

924 F.Supp. 1396, 1412 (D.N.J. 1996) with Power

Conversion, Inc. v. C & WLektra-Bat Conpany, 181 USPQ

185 (TTAB 1973) (Respondent in Power Conversion, having
admtted in response to request for adm ssion that it did
not use mark prior to specific date, estopped from

relying on affidavit of its president asserting earlier

10 An exception to the general rule may arise when the attenpt
to prove facts different than those set forth in the

i nterrogatory response woul d prejudice the interrogator. See
JSB International, Inc., supra, 215 USPQ at 62.

16
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use). Thus, the inconsistency of applicant’s response
woul d not have prevented applicant from offering
conpetent evidence, during its trial period, of its
asserted priority. However, it did not.

Applicant’s brief makes it clear that the 1992 date
is derived fromthe TouchGo notice of opposition. Brief,
p. 9. That, however, does not renedy the inconsistency
in the interrogatory response because, as already
di scussed, the notice of opposition consists nerely of
al l egations, and is not conpetent evidence to prove that
which is asserted therein.

A party’s response to an interrogatory is not
wi t hout evidentiary value, but generally is viewed as

“self-serving.” General Electric Co. v. G aham Magnetics

Inc., 197 USPQ 690, 692 n.5 (TTAB 1977) citing G ace &

Co. v. City of Los Angeles, 278 F.2d 771, 776 (9th Cir.

1960), and BeechamlInc. v. Helene Curtis Industries,

I nc., 189 USPQ 647 (TTAB 1976). The trier of fact has
di scretion to decide what weight to give to an

interrogatory response. Fidelity & Deposit Co. of

Maryl and v. Hudson United Bank, 653 F.2d 766, 777 (3d

Cir. 1981); Marcoin, supra; and Freed v. Erie Lackawanna

Rai | way Co., 445 F.2d 619, 621 (6th Cir. 1971).

17
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In this case, we give little weight to applicant’s
interrogatory response because of the internal
i nconsistency in the response and the absence of any

1 We decline to resolve the

corroborating evidence.?
i nconsi stency in a response which applicant provided
after due deliberation by inferring facts as to
applicant's predecessor's use which applicant had the
burden to prove. Also, we do not consider opposer’s

i ntroduction of the response by notice of reliance filed
during its main testinony period to constitute any sort
of admi ssion of the truth of the response.?

An interrogatory response, when properly introduced
into evidence, can be considered for whatever probative
value it has, for it is settled that once responses are
properly made of record, they “are considered to be in

evidence for both parties for all purposes pernmtted by

t he Federal Rules of Evidence,” Anheuser-Busch, |Inc. v.

Maj or Mud & Chemical Co., Inc., 221 USPQ 1191, 1192 n.7

(TTAB 1984). That is, once responses are in evidence it

1 'We could infer fromapplicant’s failure to produce any direct
evi dence of TouchGo’'s use that such evidence would not support
applicant’s allegation that it acquired priority via assignnent.
Cf. Borror v. Herz, 666 F.2d 569, 573-74, 213 USPQ 19, 23 (Fed.
Cr. 1981). W do not, however, draw such an inference but
reiterate that the absence of direct evidence underm nes
applicant’s assertion of priority.

18



Qpposition No. 107,673

is “entirely proper” for any party “to argue the

probative effect” of the responses. Beechamlnc. v.

Hel ene Curtis Industries, Inc., 189 USPQ 647 (TTAB 1976).

See also, 37 CF.R 8§ 2.120(j)(7). There is nuch
authority, however, holding that responses to
interrogatories, although rel evant and adm ssi bl e

evi dence, are not entitled to conclusive weight. See,

e.g., Donovan v. Crisostonn, 689 F.2d 869, 875 (9th Cir.

1982); see also, Fidelity & Deposit, supra, and Freed,
supr a.

As to the question of opposer’s testinony, applicant
relies on certain portions of the Mdrgan testinony
deposition as proof of prior use by applicant’s assignor,
TouchGo. Applicant, however, takes the Morgan testinony
out of context. \When considered in the context of pages
30-32 of the deposition transcript, it is clear that the
witness testified that TouchGo studi os had contacted him
in 1996 and TouchGo clainmed to be a prior user of the
REAL MEDI A mark. Mdrgan did not admt TouchGo's priority
and referred the caller to opposer’s counsel. NMbreover,
since there is direct testinony from Morgan that opposer

used REAL MEDI A as a mark in Decenber 1995 and as a trade

12 vvi ously, opposer did not intend its introduction of the
response as proof of priority in applicant.

19
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name even earlier, even if we were to read the testinmony
as sonehow acknow edgi ng use of the same mark by TouchGo
as of the tinme TouchGo’s representative contacted Morgan,
that contact was at a point later in tinme than opposer’s
established first use. Thus, we do not find the Mrgan
testinmony to have resulted in proof of applicant’s
asserted priority.

In short, there is no direct, probative evidence
fromapplicant to show that any rights Real Net works has
acquired fromits assignor are senior to those of
opposer. Thus, applicant has not overcone opposer’s
proof of priority.

One | ast issue potentially relevant to our
di scussion of priority remins. Applicant has
i ntroduced, at trial, copies of a number of registrations
for marks incorporating the term REAL and asserts in its
brief that it has a famly of REAL marks and that
REALMEDI A is an extension of that famly. To the extent
that applicant nmade this proffer and advanced this
argunment in an attenpt to establish priority, it is
m splaced. A famly of marks argunent nay not be used in

def ense of an opposition. See Hornbl ower & Weeks Inc. v.

Hor nbl ower & Weeks Inc., 60 USPQ2d 1733 (TTAB 2001).

20
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Li kel i hood of Confusion

Qur determ nati on under Section 2(d) is based on an
analysis of all of the probative facts in evidence that
are relevant to the factors bearing on the likelihood of

confusi on i ssue. See Inre E.I. du Pont de Nenpurs and

Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In the
anal ysis of likelihood of confusion presented by this
case, key considerations are the virtually identical
nature of the marks, the related nature of the goods, and
the overlap in classes of consuners for the respective

goods. Federated Foods, Inc. v. Fort Howard Paper Co.,

544 F.2d 1098, 1103, 192 USPQ 24, 29 (CCPA 1976) (“The
fundamental inquiry mandated by 8 2(d) goes to the
cumul ative effect of differences in the essenti al
characteristics of the goods and differences in the
mar ks. 7).

The marks | ook the same, but for opposer’s
presentation of REAL MEDI A as two words whil e applicant
presents REALMEDI A as a conmpound word. The marks woul d
be pronounced the same and woul d appear to have the sane
connotation; at |east, applicant has not presented
evi dence or argunment that the marks woul d have different
connotations. In sum the comercial inpressions created

by the marks are legally identical.

21



Qpposition No. 107,673

The legal identity of the marks nakes it |ikely
that, if the marks were used in connection with rel ated
goods or services, confusion would result. In this
regard, the Board has stated that "[i]f the marks are the
sane or alnost so, it is only necessary that there be a
viabl e relationshi p between the goods or services in
order to support a holding of |ikelihood of confusion."”

In re Concordia International Forwarding Corp., 222 USPQ

355, 356 (TTAB 1983).

Essentially conceding the identity of the marks,
appl i cant has, apart fromits unsuccessful argument
regarding priority, focused its argunents on five du Pont
factors that, it asserts, establish that there is no
i kel'i hood of confusion. Applicant asserts that there
are differences between the goods and services of the
parties; that the parties enploy dissimlar channels of
trade; that their respective purchasers are sophisticated
and deliberative; that there is little, if any,
probative, non-hearsay evidence of actual confusion; and
that the parties have been using their respective marks
concurrently for a period of four years w thout any
probative evidence of actual confusion and, applicant
adds, during that time, both have grown successf ul

busi nesses. Applicant also relies on the argunent that
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it uses the REALMEDI A mark “al nost exclusively in

connection with its trade nane and other ‘Real’ marks.”
We consider first the involved goods and services.

In doing so, we are mndful that it is well settled that

goods or services need not be identical or conpetitive to

support a finding of likelihood of confusion. It is

sufficient if the goods or services are related in some

way or the circunstances of their marketing are such that

t hey woul d be encountered by the sanme persons, even if

not contenporaneously, who woul d, because of the marks,

m st akenly concl ude that the goods or services are in

sone way associated with the same producer, or that there

is an associ ation between the producers. Inre Melville

Corp., 18 USPQ2d 1386 (TTAB 1991); In re International

Tel ephone & Tel egraph Corp., 197 USPQ 910 (TTAB 1978).

Opposer offers Internet advertisers and publishers a
software system for managenment and pl acenent, i.e.,
storage and delivery, of advertising. Mrgan dep. pp. 4-
5, 51 and exh. 10. Opposer’s software is now used by
nore than 500 customers around the world to deliver on-

i ne advertisenments that include text, graphics,
stream ng audi o or stream ng video, individually or in
conbi nati on. Morgan dep. pp. 5-7. Representative

custoners include “conpanies |ike nytinmes.com

23



Qpposition No. 107,673

seattletimes.com USAtoday.com MP3.com” Morgan dep. p.
6. See also, in regard to public perception of opposer’s
busi ness, printed publications introduced by opposer’s
first notice of reliance.

Turning to applicant’s goods, we note that our
conpari son of those goods with opposer’s goods and
services is limted to consideration of the
identification set forth in applicant’s application. See

Oct ocom Systens Inc. v. Houston Conputer Services Inc.,

918 F.2d 937, 16 USPQ2d 1783 (Fed. Cir. 1990), and

Canadi an | nperial Bank of Commerce, National Association

v. Wells Fargo Bank, 811 F.2d 1490, 1 USP@2d 1813 (Fed.

Cir. 1987). The identification reads as foll ows:
“conmputer software which allows the view ng and
transmtting of picture and/or video and/or text segnents
and audi o segnents over gl obal information networks that
transfer and di ssem nate a wi de range of information.”
Opposer argues that applicant’s identification
enconpasses computer software that can be used to
transmt any of the types of advertisenents opposer’s
software can transmt. W agree. The latter part of the
identification, “over global information networks that
transfer and di ssem nate a wi de range of information”

clearly is a reference to the Internet and/or Wrld Wde
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Web as the medium wi thin which applicant’s software is
enpl oyed. The essence of the identification is “conputer
sof tware which allows the viewing and transmtting of
pi cture and/or video and/or text segnments and audio
segnents.” Insofar as the identification enconpasses
“transmtting of” various types of audio, video or text
segnents, it enconpasses opposer’s
software for delivering “on-line advertisenents in rea
time to nmultiple local market web sites.” See
Applicant’s brief p. 18 (“.the content sent over
Real Net wor ks’ platform can and does i ncl ude
advertising...”); see also, Jordan testinony dep. pp. 14
and 26. That applicant’s identification also specifies
that its software allows for viewing of transmtted
segnents does not avoid the essential overlap in the
transm ssion function of the parties’ software products.
Even apart fromthe overlap in the functions of the
parties’ identified software products, applicant admts
that the parties’ products are conplenentary. Brief p.
19. Applicant is a pioneer and industry |eader in
devel opi ng software that allows for the transm ssion and
viewi ng of different datatypes; it provides a “platforni
for delivering these datatypes. Prock dep. pp. 32-33 and

57-58; see also corroborative printed publications
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i ntroduced by applicant’s second notice of reliance.
Applicant admts Internet advertisers or Wb site
publ i shers usi ng opposer’s software and services to
manage transm ssion and placenent of ads may al so be
enpl oyi ng one or nore of applicant’s products, dependi ng
on the content of the ad to be transmtted and vi ewed.
Applicant brief pp. 19 and 20 (Applicant “actively
encourages advertising agencies to use its stream ng
medi a technol ogy”) and (“it is true that a web site
publ i sher m ght be a custoner of both Real Net wor ks and
Opposer”). See also, Prock dep. p. 41. The parties have
even wor ked together. Morgan dep p. 24.

For purposes of our likelihood of confusion
anal ysis, the goods as identified overlap and are
ot herwi se related. This du Pont factor favors opposer.

Applicant asserts that the parties enploy different
channel s of trade. The record shows otherw se. Both
parties attend many of the sane trade shows. ©Morgan dep
pp. 22-24. Applicant does not directly dispute this. 1In
fact, at oral argunment, applicant’s counsel admtted that
the parties share a comon cl ass of business custoners.
See al so, Morgan dep. pp. 60-62 and exh. 17. Rather,
applicant argues that, within those businesses that both

opposer and applicant deal with, different individuals
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woul d be maki ng purchasi ng deci si ons about the parties’
respective products and services. Opposer has argued
and, at oral hearing, applicant’s counsel admtted, that
there is no evidence in the record that different

i ndi vi dual s woul d be responsi bl e for maki ng purchasing
deci sions regarding the respective goods, although
applicant’s counsel asserted that it would be a | ogical
inference. However, on this record, the parties attend
the same trade shows and their nmarketing targets many of
t he same busi nesses, and we have no basis upon which to
draw the inference applicant suggests. This du Pont
factor favors opposer.

Applicant argues that the parties’ respective
custoners are sophisticated and woul d be deliberative in
reachi ng their purchasing decisions. QOpposer admts that
many of its custoners are sophisticated but asserts that
it has also sold its goods and services “to relatively
smal | newspaper and nmedia conpanies.” Reply brief p. 17;
Morgan dep. pp. 14 and 58-59, for references to such
conpanies. In addition, opposer argues that applicant’s
identification is broad enough to enconpass applicant’s
nore technol ogically sophisticated products and also its

software that could be, |ike some of applicant’s other
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products marketed under other marks, downl oaded for free
fromapplicant’s web site.

The record is clear that both parties deal, at | east
substantially, with relatively sophisticated business
consunmers. Also, in practice, applicant has not used the
REALMEDI A mark as a mark for individual software products
t hat can be downl oaded for free fromits Web site.
Nonet hel ess, opposer is correct in observing that
appl i cant has marketed sone of its products in this
manner. Applicant’s brief at p. 22, n. 15, Jordan dep.
pp. 12-13, and Prock dep. pp. 28, 58. Moreover, we agree
that applicant’s identification, by its ternms, can
enconmpass products distributed in this manner.

When the same mark is used by different parties on
l egally identical goods, even sophisticated business
consunmers will be subject to confusion about the origin
or sponsorship of goods and services; and a relatively
unsophi sticated customer of opposer who | ater downl oads
free software fromapplicant will also be subject to
confusion. On balance, we find this du Pont factor
favors opposer

Next, we consider the nature and extent of any
actual confusion. Applicant argues that the Morgan

testimony regarding instances of purported actual
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confusi on, see Morgan dep. pp. 21-24, is anecdotal, vague
and hearsay. Moreover, applicant argues that “even if,
as QOpposer claims, M. Mrgan does receive contacts from
peopl e who think there is a relationship between Opposer
and Real Networks, it does not necessarily nean that they
are confused about the origin of the various goods and
services in question.” (enphasis by applicant) Brief p.
28. Applicant asserts that the “only purported evidence
of a specific instance of confusion is an E-mail froma
Real Net wor ks enpl oyee, Kristi Larson [sic], to one of
Opposer’s enpl oyees.” Brief p. 12.

We agree with applicant that the Mdrgan testinony is
sonewhat vague and is unsupported by any evidence
docunenti ng the nunber and nature of the inquiries that
supposedl y evi dence confusion. Nonethel ess, the evidence
is not hearsay insofar as it represents M. Mrgan’s
testinmony that he fields inquiries fromtrade show
att endees who are not | ooking for opposer but for
applicant or that he deals with trade show attendees who

have been referred to himfrom applicant’s booth. See

Fi nance Co. of Anerica v. BankAnerica Corp., 205 USPQ

1016, 1035 (TTAB 1980) (“The testinony is not hearsay for
it is accepted not for the truth of the statenents nade

by the non-witnesses to [the witnesses] or the reasons
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therefor, but rather for the fact that the statenents
referred to in their testinmony were made to them ).
VWil e we do not exclude the Morgan testinony as hearsay,
we find it of very limted probative value. Likew se,
the Larsen e-mail is devoid of detail and also is not
particul arly probative evidence of actual confusion.
Nonet hel ess, solid evidence of actual confusion is
sonetinmes difficult to obtain and, while it is the best
evi dence of |ikelihood of confusion, it need not be
present for the Board to conclude that confusion is

likely. Gllette Canada Inc. v. Ranir Corp., 23 USPQ2d

1768, 1774 (TTAB 1992), Block Drug v. Den-Mat Inc., 17

USP@d 1315, 1318 (TTAB 1989). This du Pont factor
favors neither party.

Applicant contends that it is significant that the
parties have used their respective marks for four years
wi t hout any probative evidence of actual confusion.

Mor eover, applicant contends that both parties have
prospered during this tinme. The correct statenment, with
our enphasis, of the du Pont factor to which applicant
alludes is the “length of time during and conditions
under which there has been concurrent use w t hout

evi dence of actual confusion.” That opposer has not

provi ded particularly weighty evidence of actual
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confusi on does not nean that there has not been sone
actual confusion, or that we have no evidence of the
sane. We just do not find the evidence of actual
confusion sufficient to say that the du Pont factor
focusing on instances of actual confusion weighs solidly
in opposer’s favor. Likewi se, we do not find this

rel ated du Pont factor focusing on the length of tine
during which there has been concurrent use without

evi dence of actual confusion to favor either party. Cf.

The Sports Authority Mchigan, Inc. v. The PC Authority,

Inc., usP2d , (TTAB 2002) (Parties found to have
five years of concurrent use w thout any evidence of
actual confusion, so du Pont factor favored applicant).
The | ast argunment made by applicant in support of
finding no likelihood of confusion is its claimthat it
uses the REALMEDI A mark “al nost exclusively in connection
with its trade nane and other ‘Real’ marks.” Opposer is
correct, however, in observing that our assessnent of
i kel'i hood of confusion is [imted to the involved marks
and does not take into account how applicant nmay use its
mark in the marketplace. Any registration that would
issue to applicant would not restrict it to use of its
mark only in connection with its trade name or with its

ot her nmarks.
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VWhen fame of a mark is established, this will play a
dom nant role in the balancing of du Pont factors. Recot

Inc. v. MC Becton, 214 F.3d 1322, 1327, 54 USPQ2d 1894,

1897 (Fed. Cir. 2000). \While opposer has argued that it
has a strong mark, neither party has claimed that its
mark is fampus. Thus, fame is not a relevant factor in
this case.

The only other du Pont factor that, on this record,
we nust consider, is whether the extent of potenti al
confusion is de mnims or substantial. W find the
potential for confusion substantial. 1In this regard, we
note in particular that the record shows an expansi on by
applicant into the Web-based advertising field.

Applicant brief p. 19 n.14; Prock testinmony dep. p. 41
and exh. 189; see also, industry recognition of expansion
in printed publications made of record by applicant’s
second notice of reliance, in particular, exh. A-1, pp.

98- 99.

Concl usi on

Bal anci ng the du Pont factors, the marks are legally
i dentical and are used for overl appi ng and/ or
conpl enmentary goods and services marketed in the sanme

channel of trade to many of the same consuners; and
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applicant is expanding into opposer’s field. The
i kel'i hood of confusion is clear.

Deci sion: The opposition is sustained.
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