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Scott White.

Bef ore Cissel, Quinn and Hairston, Adm nistrative
Trademar k Judges.

Opi nion by Hairston, Adm nistrative Trademark Judge:

Frank Scott White has filed an application to
regi ster the mark SNOW FEAR for “clothing articles,
namely T-shirts, Sweat Shirts and Hats.”?!

Regi strati on has been opposed by No Fear, Inc.
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on the ground that since long prior to the filing date of
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applicant’s application, opposer has used the nmarks NO
FEAR and NO FEAR and design for a wi de variety of wearing
apparel and other products; and that applicant’s mark
SNOW FEAR, when used in connection with the identified
goods, so resenbl es opposer’s previously used and
registered marks for its products as to be likely to
cause confusion, m stake or deception. Opposer has

pl eaded ownership of a nunber of registrations for its
mar ks, the nost pertinent of which are: Registration No.
1,737,420 issued Decenmber 1, 1992 (Section 8 affidavit
filed) for the mark NO FEAR and design as set forth

bel ow,

for “decals” in class 16; “wearing apparel; nanely, T-
shirts, shirts, shorts, pants, sweat shirts, sweat pants,
hats, visors, shoes, sandals, and belts” in class 25; and

surf boards, skateboards, surf |eashes, and protective

! Serial No. 75/193,223 filed Qctober 21, 1996, alleging dates
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articles; nanmely, knee pads, el bow pads, and hel nets for
use in skateboarding” in class 23; Registration No.
1,842,402 issued June 23, 1994 (Sections 8 & 15 affidavit

filed) for the mark NO FEAR and design as shown bel ow,

for “footwear; nanely, shoes, sandals, and thongs;”

Regi stration No. 1,855,031 issued Septenber 20, 1994
(Sections 8 & 15 affidavit) for the mark NO FEAR in typed
capital letters for “jewelry; nanmely, watches, bracelets,
earrings and anklets” in class 14; *“clothing and

f oot wear, nanely, pants, shirts, shorts, T-shirts,

bat hing suits, jackets, sweat shirts, visors, sandals and
shoes” in class 25; Registration No. 1,856,752 issued

Oct ober 4, 1994 (Sections 8 & 15 affidavit filed) for the

mar k NO FEAR and desi gn as shown bel ow,

of first use and first use in conmerce on Septenber 1, 1995.
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for “printed matter, nanmely decals” in class 16 and
“wearing apparel, nanmely, T-shirts, shirts, sweatshirts,
tank tops, shorts, pants, visors, swimtrunks, shoes and
caps” in class 25; Registration No. 1,978,563 issued June
4, 1996 for the mark NO FEAR and the design of a man on a

bi ke, as shown bel ow,

for “wearing apparel, nanely shorts, pants, shirts, T-
shirts, sweat shirts, sweatpants, visors, belts and

shoes”; Registration No. 1,978,596 issued June 4, 1996
(Sections 8 & 15 affidavit filed) for the mark NO FEAR

and design as shown bel ow,

for “wearing apparel, namely T-shirts, shirts, shorts,
pants, sweatshirts, sweatpants, hats, visors, shoes,

t hong footwear and belts;” and Registration No. 1,978, 597
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i ssued June 4, 1996 (Sections & 15 affidavit filed) for

the mark NO FEAR and design as shown bel ow,

for “wearing apparel; nanmely, T-shirts, shirts, shorts,
pants, sweatshirts, sweatpants, hats, visors, shoes,
t hong footwear, and belts.”

Applicant, in its answer, denied the salient
all egations in the notice of opposition.

We nust first consider opposer’s objections to
certain materials submtted by applicant under notice of
reliance. |In particular, opposer objects to applicant’s
subm ssion of the specinens in the involved application,
citing Trademark Rule 2.122(b)(2) which provides, in
pertinent part, that “specinens in the file of an
application for registration

are not evidence on behalf of the applicant or
registrant unless identified and introduced in evidence
as exhibits during the period for taking testinmony.”
Further, opposer objects to the subm ssion of applicant’s
responses to opposer’s request for production of
docunments, pointing out that there is no provision in the

Trademark Rul es of Practice for applicant to introduce
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its own responses to a request for production of
docunments. Finally, opposer objects to the subm ssion of
applicant’s responses to all of opposer’s interrogatories
on the ground that opposer made of record applicant’s
responses to only certain of opposer’s interrogatories
and that applicant failed to provide, as required by
Trademark Rule 2.120(j)(5), a witten statenment
expl ai ni ng any reasons why applicant needed to rely on
t he additional discovery responses. For the reasons set
forth by opposer, each of its objections to the above
materials is well taken. |In view thereof, the materials
do not form part of the record in this case and we have
not considered the materials in reaching our decision
her ei n.

The record includes the pleadings; the file of the
i nvol ved application; and the testinony (with exhibits)
of opposer’s vice president, Marty Moates. Opposer also
subm tted under notice of reliance applicant’s responses
to certain of opposer’s discovery requests; the discovery
deposition of applicant Frank Scott White; and copies of
excerpts from printed publications.

Applicant did not take testinmony. However,
applicant submtted under notice of reliance a

decl arati on executed by opposer’s vice president Marty
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Moates. While such a declaration was not stipulated in
writing (See Trademark Rule 2.123(b) and further, is not
proper subject matter for a notice of reliance, we note
t hat opposer did not object to the declaration, but has
instead treated it as of record. Thus, we will we treat
the declaration as part of the record in this case.

The parties have fully briefed the case, but no oral
heari ng was request ed.

The record shows that opposer is in the business of
manuf act uri ng, marketing, merchandi sing and |icensing
goods and servi ces under the NO FEAR and NO FEAR and
desi gn marks.

Opposer’s vice president, Marty Moates testified that
opposer adopted the NO FEAR mark to establish a brand
recognition and source indication of a particul ar
positive image or attitude, nanmely encouragi ng sports

ent husiasts to face their fears, live their dreans and to
push thenmsel ves harder. Opposer began business in 1990
and its total sales have exceeded $500, 000, 000. For the
past several years, opposer’s sales have been

approxi mately $50, 000, 000 per year. According to M.
Moates, the majority of opposer’s sales are for T-shirts,
sweatshirts and caps, all of which bear one of opposer’s

NO FEAR regi stered marks. Opposer sells its wearing
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apparel itenms to over 14,000 retail outlets, including
stores such as Nordstrom Macy's, JCPenny’'s, Ml ler
Qut post, Gadzooks, and Brass Buckle. Opposer also sells
its wearing apparel items at sporting goods stores and
ski shops. The goods are relatively inexpensive;
opposer’s T-shirts retail for around $16.00 and its
sweatshirts retail for around $44.00.

Opposer spends approxi mately $12, 000, 000 per year
advertising its products. Opposer has advertised during
t he Super Bowli, on ESPN, and on a nmonthly basis in

magazi nes such as NASCAR, Bi ke, Surfer, Football,

Basket bal |, BMX, Mbtocross, Muntain Bike, Surfing,

Fornmula 1, and Racer. Opposer also promptes its products
and i mage through over 140 sports figures in the United
States and around the world. WMany of opposer’s
advertisements show athl etes engaged in action sports or
wi nter sports such as skiing, snowmobiling and the Ilike.
Opposer has engaged in cross-pronotions with such
conpani es as Burger King, Coca-Cola, Sprite, Chrysler
Cor poration, Mars Candy Conpany and Pepsi.

Opposer has vigorously protected its trademarks
agai nst counterfeiters and infringers. Opposer is a

menber of the International Anti-Counterfeiting Coalition
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and in 1997 al one opposer spent $1,100,000 enforcing its
trademark rights.

Applicant Frank Scott White testified during his
di scovery deposition that he sells T-shirts, sweatshirts,
hats and decal s under the mark SNOW FEAR. According to
M. White, he adopted the SNOW FEAR mark several years
prior to 2000 and it was his intent to encourage people
to get out and go in the snow nore. Applicant’s goods
are primarily marketed for winter activities and the
goods are primarily sold at ski shops, snownmobiling shops
and by direct sales. M. Wiite testified that he sells
bet ween one and fifty SNOW FEAR T-shirts and sweatshirts
on average per nmonth. Applicant’s T-shirts and
sweatshirts generally feature a slogan on the back
Applicant’s sweatshirts retail for about $25.00 and his
T-shirts and hats retail for under $20.00. Applicant has
advertised in two magazi nes, nanmely Snow West and Mod-
St ock.

Priority of use is not in issue inasnmuch as opposer
i ntroduced copies of its pleaded registrations through
the testinony of M. Mdates and he testified that each of
the registrations is subsisting and owned by opposer. See
King Candy Co. v. Eunice King' s Kitchen, Inc., 496 F.2d

1400, 182 USPQ 108 (CCPA 1974). Each of opposer’s
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pl eaded registrations on the Principal Register is prim
faci e evidence of the use of the mark shown therein for
the goods identified in the registration since the filing
date of the application, which matured into the
registration. See Andrea Radio Corp. v. Prem um | nport
Co., Inc., 191 USPQ 232 (TTAB 1976).

This brings us to the issue of |ikelihood of
confusion. OQur determ nation of |ikelihood of confusion
under Section 2(d) nmust be based on an anal ysis of al
the relevant and probative facts in evidence. 1In re E
| . DuPont de Nenours & Co., 476 F.2d 1357, 177 USPQ 563
( CCPA 1973).

Turning first to the goods, applicant’s T-shirts,
sweatshirts and hats are identical and otherw se cl osely
related to the wearing apparel itens listed in opposer’s
pl eaded registrations. There being no limtations in the
identification of goods in either applicant’s application
or opposer’s registrations, it nust be presuned that both
parties’ wearing apparel would travel in all the nornal
channel s of trade for such goods (e.g., general sporting
goods stores, specialty sporting goods shops, departnent
stores, and mass nerchandi sers), and be sold to all the
usual purchasers for goods of this nature, nanely, the

general public.

10
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We turn next to a consideration of the marks. The
test for confusing simlarity is not whether the marks
can be distingui shed when subjected to a side-by-side
conparison, but rather whether the marks are sufficiently
simlar in terns of their overall commercial inpression
that confusion as to the source of the goods offered
under the respective marks is likely to result. The
focus is on the recollection of the average purchaser,
who normally retains a general rather than a specific
i mpression of trademarks. See Sealed Air Corp. v. Scott
Paper Co., 190 USPQ 106 (TTAB 1975). The marks at issue
may not be di ssected but rather nust be considered in
their entireties. However, it is well settled that one
feature of a mark may be nore significant than another
and it is not inmproper to give nore weight to this
dom nant feature in determ ning the comrercial inpression
created by the mark. See In re National Data Corp., 753
F.2d 1056, 224 USPQ 749 (Fed. Cir. 1985). Finally, “when
mar ks woul d appear on virtually identical goods or
services, the degree of simlarity necessary to support a
concl usion of likely confusion declines.” Century 21
Real Estate Corp. v. Century Life of America, 970 F.2d

874, 23 USPQ2d 1698 (Fed. Cir. 1992).

11



Opposition No. 106, 928

Appl ying the above principles to the marks at issue,
we find that applicant’s mark SNOW FEAR and opposer’s
mar ks NO FEAR and NO FEAR and design are substantially
simlar in commercial appearance, sound and connotati on.
Applicant’s mark and the word portion of opposer’s marks
foll ow the sane
pattern — a one syllable word foll owed by the word FEAR
Moreover, the marks sound ali ke because SNOW and NO
rhyme. The word FEAR is the dom nant portion of
applicant’s and opposer’s marks and the portion nost
likely to be remenbered by consuners. |In addition,
applicant’s and opposer’s marks have sim | ar connotations
in that they encourage persons to overcone their fears.
Further, opposer’s NO FEAR marks are inherently
di stinctive, and the evidence of record indicates that
opposer’s use and pronotion of the marks for wearing
apparel has been extensive, with the result that the
mar ks have acquired consi derable goodwi || and strength.
Thus, opposer’s marks are entitled to a broad scope of
protection. As to applicant’s argunent in its brief that
mar ks i ncluding the word “FEAR’ are weak marks, applicant
of fered no evidence of third-party uses of marks

i ncluding the word

12
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“FEAR’ for goods of the type involved here.?

VWil e we recognize that there have been no instances
of actual confusion, we are cogni zant that instances of
actual confusion are difficult to discover. Mdre
i nportantly, we cannot conclude on the limted evidence
of use of applicant’s mark that there has been any
meani ngf ul opportunity for confusion to have occurred.

In any event, the test under Section 2(d) of the
Trademark Act is not actual confusion, but |ikelihood of
conf usi on.

In view of the foregoing, we conclude that
purchasers famliar with opposer’s T-shirts, sweatshirts,
caps and other itens of wearing apparel offered under the
mar ks NO FEAR and NO FEAR and design would be likely to
bel i eve, upon encountering applicant’s mark SNOW FEAR f or

T-shirts, sweatshirts, and hats, that the goods originate

2 Anmere list of third-party registrations in a brief is not the
proper way to nake such registrations of record. Rather, plain
copies of the registrations thenselves or the electronic
equi val ent thereof nmust be submitted during the offering party’s
testinony period. Mreover, even if applicant had properly nade
the registrations of record, we should point out that third-
party registrations, in and of thenselves, are entitled to
little weight in evaluating whether there is a likelihood of
confusion. See, e.g. AMF Inc. v. Anmerican Leisure Products,
Inc., 474 F.2d 1403, 177 USPQ 268, 269 (CCPA 1973), and In re
Hub Di stributing, Inc., 218 USPQ 284, 285-86 (TTAB 1983). This
is because third-party registrations are not evidence of what
happens in the marketplace. Al so, we should note that none of
the “FEAR’ marks listed in applicant’s brief is as simlar to
opposer’s marks as is applicant’s nmark.

13
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with or are sonehow associ ated with or sponsored by the
same entity.

Deci sion: The opposition is sustained.
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