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Tam Cohen Bel ouin, Tradenmark Exam ning Attorney, Law
O fice 108 (David Shallant, Mnagi ng Attorney).

Bef ore Hohein, Walters and Rogers,
Adm ni strative Trademark Judges.

Opi ni on by Rogers, Admi nistrative Trademark Judge:

L.C. Licensing, Inc. has filed an application to
regi ster the mark ELI SABETH for goods identified, follow ng
anmendnment, as “sl eepwear, nanely ni ghtgowns, pajanas,
sl eepshirts, bedjackets and robes designed for wonen

nl

requiring |arger sizes. The Exam ning Attorney refused

registration of applicant’s mark under Section 2(d) of the

! Serial No. 75/914,519, filed February 10, 2000, asserting
applicant’s bona fide intention to use the mark in comerce.
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Lanham Act, 15 U.S.C. 81052(d), because of the prior
regi stration of ELIZABETH for “wonen’s hosiery.”?

When the Exami ning Attorney nade the refusal of
regi stration final, applicant appealed. Both applicant and
the Exam ning Attorney have filed briefs, but an oral
argunent was not requested.

It is the Examning Attorney’s position that
regi stration nust be refused under Section 2(d) because
there is a likelihood that consuners of the respective
goods woul d be confused or m staken as to their source or
sponsorship, if marketed contenporaneously under the
respective marks. Applicant contends there is no
l'i kel i hood of confusion or m stake.

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the probative facts in evidence that are
relevant to the factors bearing on the likelihood of
confusion issue. See Inre E. |. du Pont de Nenours and
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). 1In the
anal ysis of |ikelihood of confusion presented by this case,
key considerations are the virtually identical nature of
the marks, the related nature of the goods, and the

presunptively simlar classes of consuners for these goods.

2 Regi stration No. 2,001, 669 issued Septenber 17, 1996, and lists
dates of first use and first use in comrerce of July 1, 1983.
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Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24, 29 (CCPA 1976).
Consi dering the marks, we note that applicant does not

argue that the marks are different in sound or connotation

and concedes in its brief that “[t]he use of an ‘s’ instead
of a ‘z’ in applicant’s mark has never been urged as a
difference.” Further, we nust remain mndful that the
aver age purchaser of the involved goods nornmally woul d
retain a general, rather than a specific, inpression of the
mar ks and that there is a certain fallibility of nenory.
See Grandpa Pidgeon’s of M ssouri, Inc. v. Borgsmller, 477
F.2d 586, 177 USPQ 573 (CCPA 1973); and Spoons Restaurants
Inc. v. Morrison Inc., 23 USPQ2d 1735 (TTAB 1991), aff’d
unpub’d (Fed. Gr., June 5, 1992). Thus, the virtually
identical nature of the marks is a factor that mlitates
strongly in favor of a finding that confusion is likely.
Turning to the goods, we note that our analysis of the
simlarity or rel atedness of the goods, their channels of
trade and their classes of consunmers nust be based on the
identifications in the involved application and
registration. See Cctocom Systens Inc. v. Houston
Conmput ers Services Inc., 918 F.2d 937, 16 USPQ2d 1783, 1787
(Fed. Cr. 1990), and Canadi an | nperial Bank of Commerce,

Nat i onal Association v. Wl ls Fargo Bank, 811 F.2d 1490, 1
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UusP2d 1813, 1815-16 (Fed. Cir. 1987). Moreover, in the
absence of restrictions, we nust presune that the
identified goods nove in all normal channels of trade and
to all usual classes of consunmers therefor. See CBS Inc.
v. Morrow, 218 USPQ 198, 199 (Fed. Cir. 1983).

Applicant has restricted its itens of wonen’s
sl eepwear to those “designed for wonen requiring | arger

sizes,” and argues that this is significant; but the cited
registration is for wonen’s hosiery wthout restriction,
which is nore significant. W nust consider the hosiery in
the cited registration to enconpass hosiery for wonen
requiring larger sizes. Thus, the goods nust be presuned,
based on the identifications, to be marketed to at | east
sone of the same consuners, i.e. wonen requiring |arger
Si zes.

Applicant al so argues that the involved goods are not
conpl enentary, since a “wonen [sic] mght well wear a
j acket and hosiery, but it is hardly likely that she would
wear hosiery with sleepwear.” It is well settled, however,
t hat goods narketed under virtually identical marks need
not be conpetitive or conplenentary for a |ikelihood of
confusion to exist. They only need to be of the type that

consuners may conclude there is a relationship, as for

exanpl e, origination in the sane source, or conmnon
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sponsorship. See In re Concordia International Forwarding

Corp., 222 USPQ 355, 356 (TTAB 1983) (“If the marks are the
sane or alnost so, it is only necessary that there be a

vi abl e rel ati onship between the goods or services in order

to support a holding of likelihood of confusion.”).

The Exami ning Attorney has made of record vol um nous
evi dence that wonen’s hosiery and sl eepwear can enmnate
fromthe sane source under the sanme mark. See In re Al bert
Trostel & Co., 29 USPQRd 1783, 1786 (TTAB 1993) (Third-
party registrations listing goods of an applicant and a
regi strant whose registration has been cited against the
applicant’s application are probative evidence that such
goods may emanate from a single source under the sane
mark.). In fact, the Exam ning Attorney contends that
applicant itself uses the sane mark, albeit not the mark in
the invol ved application, for sleepwear and hosiery.® The
rel evance of this evidence is not, as applicant apparently
believes, related to the gquestion whether applicant wll
eventual |y expand its use of its involved mark to cover
wonen’ s hosiery, but whether sleepwear and hosiery are the
types of goods which consuners will believe emanate froma

singl e source or sponsor when narketed under the sanme mark.

® Applicant concedes that it has registered the mark FIRST | SSUE
for apparel itenms including hosiery.
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W find the goods related and targeted to at | east
sonme of the sanme consuners. Also, since there are no
restrictions as to channels of trade, we nust presune that
mar keting of the goods to these commobn consuners may be
t hrough the sane channel s of trade.

In sum when we consider the two du Pont factors that
are usually the nost inportant, i.e., the simlarity or
dissimlarity in the marks and the rel atedness or | ack
t hereof of involved goods or services, our conclusion is
that a l|ikelihood of confusion exists. These two factors,
however, are not the only factors to be considered in this
case.

Wthout explicitly saying so, applicant essentially
contends that several other du Pont factors come into play
in this case. Specifically, it appears applicant is
relying on “the length of tine during and the conditions
under which there has been concurrent use w thout evidence

of actual confusion,” “the market interface between
applicant and the owner of a prior mark,” and “any ot her
established fact probative of the effect of use.” du Pont,
supra, 177 USPQ at 567.

Appl i cant asserts that it “has been using the mark

ELI SABETH al one or in conbination [with “A LI Z CLAI BORNE

COVPANY” or “LIZ CLAIBORNE INC' or “BY LIZ CLAIBORNE'] for
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various itenms of wearing apparel for wonmen’s [sic]
requiring larger sizes since 1988.” Further, applicant

asserts that because its goods do not include hosiery, “no
conflicts whatsoever have been experienced in the

mar ket pl ace.” Applicant does not, however, explicitly
state that it is not aware of any instances of actual
conf usi on.

We cannot assune that applicant’s report of “no
conflicts” should be taken to nean there are no known

i nstances of actual confusion. It may nean sinply that
appl i cant perceives the goods of the parties as unrel ated
and, therefore, it has not experienced any conpetitive
conflicts with registrant. Mreover, even if we were to
accept applicant’s representati on as nmeani ng that applicant
has not experienced instances of actual confusion, we find
the contention of limted probative value, as we have
l[ittle informati on about the extent of use of the
respective nmarks and, therefore, the extent of
opportunities for confusion to arise. Cf. Cooper

| ndustries, Inc. v. Repcoparts USA Inc., 218 USPQ 81, 85-86
(TTAB 1983) (apparent absence of actual confusion of

m ni mal val ue given only brief history of contenporaneous

use and insufficient record on subject of use).
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In addition, we have no information fromregistrant
regardi ng any instances of confusion of which it may be
aware. Finally, there is nothing in the record tending to
corroborate applicant’s presunptive report that there has
been no actual confusion, as would be present, for exanple,
if applicant had presented us with a consent agreenent
between the parties. Thus, the “actual confusion” factor
does not aid applicant.

In regard to the “market interface” factor, while our
review ng court has directed that our Section 2(d) analysis
consider registrant’s goods as theoretically traveling in
all normal channels of trade to all possible classes of
consunmers, we nust still consider the actual marketpl ace
interface if we are provided with probative evidence of the
same. Applicant, however, has not nade of record any
i nformati on which would aid our determ nation as to whet her
this factor mlitates in favor of, or against, finding a
i kel i hood of confusion.

Finally, we come to the du Pont factor of “any other
establ i shed fact probative of the effect of use.” In this
regard, applicant recounts how it obtained certain of its
ELI SABETH/ LI Z CLAI BORNE mark registrations, for various
itens of wonen’s apparel, prior to issuance of the cited

regi stration. Applicant also notes that it obtained
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anot her registration for one of these conbi nati on marks, as
well as two registrations for ELI SABETH al one, all for
various itens of wonmen’'s apparel, after issuance of the
cited registration. Applicant asserts that “neither the
applicant nor the cited registrant has opposed an
application by the other party—or sought to cancel a
regstration of the other party..” Though it has not said
it in so nmany words, we presune applicant to be asserting
that the parties do not view the effect of their uses of
their respective marks as likely to involve confusion and,
therefore, neither has challenged the other’s attenpts to
obtain registrations. Again, however, there is no evidence
to support applicant’s argunment. Applicant does not all ege
that the parties have ever discussed their respective uses;
or allege that their respective applications and

regi strati ons have gone unchal | enged because of any
agreenent or under st andi ng.

W note that the cited registration at |east clains
dates of first use prior to any date clainmed by applicant
inits registrations or in the involved application; this
may expl ain applicant’s apparent decision not to chall enge
the cited registration. Also, while applicant’s
regi strations provide legal notice to the owner of the

cited registration, there is no information of record upon



Ser No. 75/914,519

whi ch we coul d conclude that regi strant has actual notice
of applicant, its activities and its registrations, so that
we coul d accept applicant’s contention that registrant has
chosen not to chall enge applicant’s applications or
registrations. Thus, the “any other established fact
probative of the effect of use” factor al so does not aid
appl i cant.

In short, the two du Pont factors of the simlarity of
the invol ved marks and rel atedness of the involved goods
strongly mlitate in favor of a finding of |ikelihood of
confusi on; and we have no probative evidence on which we
coul d resolve any of these additional du Pont factors in
applicant’s favor. Thus, we find that there is a
i kel i hood of confusion and that the refusal of
regi stration nmust be affirnmed.

We cannot, however, close w thout briefly noting
applicant’s equitable argunents. Applicant argues that a
basic principle of the Lanham Act is that the register
establ i shed thereby should reflect “the realities of the
mar ket pl ace” and the statute encourages registration. W
readi |y concede the existence of the principle, but note
that Section 2(d) of the statute bars registration when use
of the mark proposed for registration would likely result

i n confusion or m stake anbng consuners.

10



Ser No. 75/914,519

Anot her point made by applicant concerns the apparent
inequality of treatnment of its applications by the Ofice.
I n essence, applicant argues that use of its mark for the
i nvol ved goods is no nore likely to cause confusion or
m stake than is use of that mark for other goods and
services that already are the subject of issued
registrations. W do not pretend to be able to explain the
processi ng and exam nation of each of applicant’s
applications; nor is it our responsibility to do so in this
appeal fromthe refusal of the involved application. W
are constrained to review the record before us insofar as
it bears on the various du Pont factors. See In re Nett
Designs Inc., 57 USPQ2d 1564, 1566 (Fed. C r. 2001)
(“Needl ess to say, this court encourages the PTO to achieve
a uniform standard for assessing registrability of marks.
Nonet hel ess, the Board (and this court inits limted
review) nust assess each mark on the record ...submtted
with the application.”). Having done so, we find that
there exists a |ikelihood of confusion or m stake anong
consuners. W cannot set that conclusion aside because of
general equitable argunents, even if we were to find them
conpel | i ng.

Deci sion: The refusal of registration is affirnmed.

11



