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In re Inpact I mging, |nc.

Serial No. 75/749, 666

Mari |l ynn K. Burni ngham of N elsen & Senior, P.C. for I|npact
| magi ng, |nc.

Kat hl een M Vanston, Trademark Exam ning Attorney, Law
Ofice 103 (M chael Ham |ton, Managi ng Attorney).

Before Sinmms, Walters and Chapnan, Adm nistrative Trademark
Judges.

Opi ni on by Chapnman, Adm nistrative Trademark Judge:
On July 13, 1999, Inpact Imaging, Inc. filed an
application to register on the Principal Register the mark

shown bel ow

impact

for services identified, as anended, as “digital printing
services; nanely, wide format short run reproductions of
custoner graphics as, for exanple, billboards, banners,
wal | displays, truck sides and backlits” in International

Class 42. The application was initially based on
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applicant’s assertion of a bona fide intention to use the
mark in conmerce. Subsequently, applicant filed an
anendnent to allege use which was accepted by the Ofice.
Applicant’s claimed date of first use and first use in
commerce i s August 28, 1999.

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U S.C. 81052(d), on the
ground that applicant’s mark, when used on its identified
services, so resenbles the registered mark | MPACT GRAPHI CS
for “graphic design and offset printing services for
nodel I i ng agenci es, nodels, entertainment industry, public
relations firms and advertising agencies” in International
Class 42, as to be likely to cause confusion, mstake or
decepti on.

Appl i cant has appeal ed, and briefs have been fil ed.
Applicant did not request an oral hearing.

Qur determ nation of |ikelihood of confusion is based
on an analysis of all of the probative facts in evidence
that are relevant to the factors bearing on the |ikelihood
of confusion issue. See Inre E. |I. du Pont de Nenours &

Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).

! Registration No. 2,254,859, issued June 22, 1999. The cl ai ned
date of first use is July 1993. The term“graphics” is
di scl ai med
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We turn first to a consideration of the marks in terns
of sound, appearance and connotation. Wen anal yzi ng
applicant’s mark and the registered mark, it is not
i nproper to give nore weight to a domi nant feature of a
mar k, provided the ultimte conclusion rests on a
consideration of the marks in their entireties. See In re
Di xi e Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531 (Fed.
Cr. 1997); In re National Data Corporation, 753 F.2d 1056,
224 USPQ 749 (Fed. Cir. 1985); and In re Appetito
Provisions Co. Inc., 3 USPQ2d 1553 (TTAB 1987). The word
| MPACT is the dom nant portion of both marks. The marks
are quite simlar in visual appearance, as applicant’s mark

is the word “inpact” in small letters, utilizing an

113 ”

interesting inverted letter “i”; while registrant’s typed
formmark is two words, | MPACT GRAPHI CS.

Further, as the conmmon word | MPACT is identical in
both marks, the marks are very simlar in sound. W note
James G Cegg’'s (applicant’s vice president of sales)
statenment in his Septenber 26, 2000 decl aration that
“[applicant’s] mark cannot be pronounced ‘inpact.’”
However, we nonet hel ess believe that consuners will read
applicant’s mark as “inpact,” even though that does not

technically fully describe applicant’s mark. Consuners do

not generally describe all stylizations and designs in
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trademar ks when asking for the goods or services. That is,
the word portion of a mark is the portion utilized in
calling for the goods, and is nost |likely to be inpressed
in the purchaser’s nmenory and to serve as the indicator of
origin. See Spoons Restaurants Inc. v. Mirison Inc., 23
UsP@@d 1735 (TTAB 1991), aff’d unpub’d (Fed. Cr., June 5,
1992); and Consuners Building Marts, Inc. v. M. Panel,
Inc., 196 USPQ 510 (TTAB 1977). For exanple, a person
seeki ng a “COCA-COLA’" brand beverage woul d not describe the
lettering script or the color of the script lettering;
rather, they would sinply say the words, *“COCA COLA."

Wil e applicant’s nmark shows the word | MPACT in stylized
form and registrant’s mark | MPACT GRAPHI CS i ncl udes the
descriptive/generic (and disclainmed) term*“graphics,” it is
the word “I MPACT” which is the dom nant feature of
registrant’s mark, and it is the pronounceabl e portion of
applicant’s mark.

What ever the connotation of the word “inpact” is
relative to printing services, it would be the sane for
both regi strant and applicant. One possi ble connotation,
evi denced by applicant’s specinmen, is that consuners who
use the conpany’s printing services will achieve the
desired effect/inmpact on whonmever the consuners are

directing their material to. (For exanple, applicant’s
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speci nen of record includes the foll ow ng statenents:
“Because each one of us does whatever it takes to give our
custoners’ imge real inpact faster and better than
anyone”; “[a]nd see how we can give your next headline the
inpact it deserves.”)

The differences between these nmarks are not sufficient
to overcone the |likelihood of confusion. See In re Dixie
Restaurants Inc., supra. W find that these marks,
considered in their entireties, are simlar in appearance
and comrercial inpression, and they are very simlar in
sound and connot ati on.

Consi dering next the parties’ respective services, it
is well settled that services (or goods) need not be
i dentical or even conpetitive to support a finding of
I'i keli hood of confusion, it being sufficient instead that
the services are related in sone manner or that the
ci rcunst ances surrounding their marketing are such that
they would |ikely be encountered by the same persons under
ci rcunstances that could give rise to the m staken belief
that they emanate fromor are associated with the sane
source. See In re Peebles Inc., 23 USPQ2d 1795 (TTAB
1992); and In re International Tel ephone and Tel egraph

Cor poration, 197 USPQ 910 (TTAB 1978).
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Also, it has been repeatedly held that, when
eval uating the issue of |ikelihood of confusion in Board
proceedi ngs regarding the registrability of marks, the
Board is constrained to conpare the services (or goods) as
identified in the application with the services (or goods)
as identified in the registration. See COctocom Systens
Inc. v. Houston Conputer Services Inc., 918 F.2d 937, 16
UsPd 1783 (Fed. G r. 1990); and Canadi an | nperial Bank of
Commer ce, National Association v. Wlls Fargo Bank, 811
F.2d 1490, 1 UsPQ@d 1813 (Fed. G r. 1987).

As acknow edged by applicant, “both Registrant and
Applicant provide printing services” (brief, p. 7); and
“Appl i cant concedes that many printers nmay provide both
[of fset and digital printing] services” (reply brief, p.

4) .? However, applicant contends that applicant’s
identified services are limted to digital reproduction of
custoner graphics in wide format (i.e., sizes ranging from

a mnimum of 36 inches); and that there is no evidence that

2 Also, the Examining Attorney subnitted several excerpted
stories retrieved fromthe Nexis database to show that the sane
entity may offer both digital printing and offset printing
services, such as the follow ng (enphasis added): *“Headline: New
Onner Transfornms Printing Business--... Mnuteman Press, a small
printing conpany with four enployees that does nostly of fset
printing and some digital printing, noved to Distillery Conmmons
in May. ..., “Business First-Louisville,” Septenmber 17, 1999.
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an offset printing service provider prints w de format
mat eri al s.

Applicant’s digital printing services are |imted to
wi de format runs of reproductions of custoner graphics, but
applicant’s identification is not exclusively limted to
“bi | | boards, banners, wall displays, truck sides and
backlits.” To the contrary, applicant set forth those
specific itens only as exanples of the things applicant nay
print for a custoner. NMoreover, there is nolimtation in
registrant’s identification of services as to any specific
type or size of offset printing services. Thus, the type
of products produced as the result of applicant’s services
coul d be produced as the result of registrant’s broader
identification of services.

We find applicant’s and registrant’s respective
printing services, as identified, are related under the
second du Pont factor.

Regardi ng the channels of trade, applicant contends
that its services are offered only through direct nmai
advertising brochures, by a national sales force, and on an
Internet website (see Ms. Giesener’s January 25, 2000
af fidavit, paragraph 8), wth purchases nade only from
applicant’s trained sal espersons; whereas registrant’s

services are offered only through registrant’s own
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store/ production facility. However, neither applicant’s
nor registrant’s identification of services is limted as
to any such specific channels of trade. Applicant’s
[imtation to “wide format” digital printing does not limt
the channels of trade to “direct sales” or purchasing “only
fromapplicant’s trained sal espersons.” (Reply brief, p.
2.) Registrant’s limtation to certain types of custoners
does not limt its nethods of sale to sales only avail able
at its store/facility.® The parties’ respective channels of
trade are potentially overl appi ng.

Applicant is correct that registrant’s purchasers are
limted inits identification of services to “nodelling
agenci es, nodels, entertainment industry, public relations
firms and advertising agencies.” However, applicant’s
identification of services is not limted as to custoners;
and in fact, applicant stated that its services are
“targeted to outdoor advertisers...” and are “nobst often
pur chased by the production nanager of an adverti sing

agency or an in-house ad departnent” (brief, p. 2), and

® Applicant cited the case of In re The Shoe Wrks Inc., 6 USPQd
1890 (TTAB 1988) in support of its argument about separate
channels of trade. In that case applicant’s identification of
goods was specifically limted as “wonen’s shoes sold solely

t hrough applicant’s retail shoe store outlets”; and there was a
consent agreenent between the parties. |In the appeal now before
us, applicant’s identification of services is not so restricted
and there is no consent agreenment between applicant and

regi strant of record herein.
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advertising agencies are specifically listed in
registrant’s identification of services. 1In addition, the
decl aration of Janes G Cegg (paragraph 8) includes a
statenment that “[o]lur finished products are used for
product advertising, for professional sports teans
advertising and venue decoration, for event pronotion, for
advertising of all kinds of services and for delivering
public service nmessages or other information.” The record
before us clearly shows that both applicant and registrant
mar ket their services to at |east some of the sanme classes
of purchasers, such as the entertai nment industry

(i ncluding sporting events) and advertising agencies. See
Canadi an I nperial Bank v. Wlls Fargo Bank, supra; and In
re Smth and Mehaffey, 31 USPQ@d 1531 (TTAB 1994).

We recogni ze applicant’s point that purchasers of the
involved printing services are |likely to be experienced,
sophi sti cated buyers who exercise a degree of care. Even
when the purchasers are sophisticated, however, it does not
mean that they are sophisticated in their know edge of
trademarks or that they are i nmune from confusion as to the
origin or affiliation of goods or services, especially when
the invol ved marks are substantially simlar and the

services are clearly related. See Towers v. Advent
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Software Inc., 17 USPQd 1471, 1473 (TTAB 1989).% Moreover,
it is not clear that all, or even nost, purchasers of
applicant’s services woul d be sophisticated purchasers. In
fact, applicant’s president, Kim Giesener, stated
(enphasi s added) in her Septenber 26, 2000 decl aration
(paragraph 6) that “[applicant] routinely produces, as its
smal | est product, a banner neasuring 1%2by 5 feet. Wde
format printing also includes a finished product 14 feet by
48 feet or 85 feet by 224 feet. Al of these sizes are
referred to in the industry as ‘wide format,’ meaning the
product is 36 inches or larger in either dinmension.” Also,
applicant submitted in the record an estimate for a job of
$7,161.80 and an invoice for a banner of $208.92. Thus, it
is clear that applicant’s wide format printing services
cover a very broad span in ternms of potential cost of the
vari ous printing services.

Turning to the du Pont factor of the nunber and nature
of simlar marks in use on simlar goods or services,
applicant contends that there are that there are numerous
ot her “inpact” marks and thus the termis weak as an

i ndi cator of a single source, and is therefore afforded

* This decision was affirned by the Court of Appeals for the
Federal G rcuit at 913 F.2d 942, 16 USPQ@d 1039 (1990). The
Board deci sion was rel eased for publication as citable precedent
in 1990.

10
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only a narrow scope of protection. This argunment is not
substantiated in the record. Applicant’s Exhibit E
(attached to the Septenber 26, 2000 declaration of Kim
Griesener, applicant’s president) is a copy of only the
“USPTO Report” portion of a private database search report
of the word | MPACT for “customgrand format printing

nb

servi ces. According to Ms. Giesener (declaration

par agraph 10), the report shows “49 live marks using the

word ‘Inpact’ with related services or goods.”®

Al t hough we
have considered this evidence, it is of extrenely limted
probative value, first, because it does not indicate any of
the goods or services’; and second, because the existence of
pendi ng applications or even of registrations does not

prove use of the involved marks and that the rel evant

public is aware of them Thus, there is no evidence of

® In her January 25, 2000 affidavit, she explained that “grand
format” printing (not included in applicant’s identification of
services) involves “billboard-size or wall-size displays, or

| arge banners whi ch exceed two nmeters (80 inches) in width.”
(Paragraph 5.)

®1In her brief, the Exam ning Attorney objected to the evidence
relating to the exi stence of other pending applications or

regi stered marks incorporating the term|MPACT. The Exam ni ng
Attorney’s objection is untinely and is overruled. Applicant
first submtted this report with its Septenber 29, 2000 request
for reconsideration, which the Exam ning Attorney denied on
Novenber 11, 2000 wi thout commenting on the acceptability of
applicant’s evidence. However, the probative value of the
evidence is quite limted for the reasons expl ai ned above.

" The report does set forth the International O ass nunber, and
there are none listed in International C ass 42.

11
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record herein on the nunber and nature of simlar marks in
use on simlar or related goods or services.®?

Even if applicant had shown that the cited mark is
weak, such marks are still entitled to protection agai nst
regi stration by a subsequent user of the sane or simlar
mark for the sanme or closely related goods. See Hollister
| ncorporated v. Ident A Pet, Inc., 193 USPQ 439 (TTAB
1976) .

Applicant states that it is not aware of any instances
of actual confusion. However, there is no evidence of
applicant’s and regi strant’s respective geographi c areas of
sal es, or the anpbunt of sales of the involved services
under their respective marks, | MPACT (stylized) and | MPACT
GRAPHI CS, since applicant commenced its use in August 1999.
Further, there is no information fromregistrant on the

i ssue of actual confusion. This factor is not persuasive

8 Applicant requested on page 4 of its reply brief that “if

evi dence of the nmarketplace realities is to be determ native,
appl i cant requests remand for the subm ssion of additiona
evidence.” The evidentiary record should be conplete prior to
filing the ex parte appeal. See Trademark Rul e 2.142(d).
Applicant’s request at this |ate stage of the appeal is denied.
Moreover, there is no indication that this information was not
previously available to applicant. (Applicant stated on page 5
of its reply brief, that “[a]pplicant’s President, Kim Giesener,
in her affidavit of Septenber 26, 2000, attached an excerpt of
the results of a search of ‘inpact’ conpany nanes in the Dun &
Bradstreet database and in the American Business Directory.” The
Sept enber 26, 2000 decl aration of Ms. Giesener included only one
exhibit and that was the USPTO section of the report; and her
January 25, 2000 affidavit referenced only one exhibit which
related to applicant’s direct mail and Internet website.)

12
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in the overall balancing of the du Pont factors in this
case.

Accordi ngly, because of the substantial simlarity of
applicant’s and registrant’s respective nmarks; the
rel atedness of their respective services; and the overlap
of the trade channels to at |east sone of the sane
purchasers; we find that there is a |likelihood that the
pur chasi ng public woul d be confused when applicant uses
its mark for its services.

Deci sion: The refusal to register under Section 2(d)

is affirned.
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