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Opi ni on by Bucher, Adm nistrative Trademark Judge:

xSi des Corporation seeks registration of the mark
SI DES for “conputer operating software and utilities for
provi di ng graphi cal user interfaces; conputer software
system for accessing conputers, conputer software,
dat abases, communi cati ons services, and el ectronic
comruni cati ons networks; conputer software for conducting

and managi ng financial and commercial transactions;

! Al t hough the original application was filed by The Pi xe
Conpany, this application has been assigned to xSides Corporation
as a result of a merger. This assignnent has been properly
recorded with the Assignnent Branch of the U S. Patent &
Trademark O fice at Reel 2207, Frane 0354.
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conput er software for transmitting and receiving data,
text, graphics, and inages; conputer software for browsing,
searchi ng, nessagi ng and ot her conmuni cati ons with conputer
net wor ks and gl obal comuni cati on networks,” in
I nternational Cass 9.2

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U . S.C. 81052(d), on the
ground that applicant’s mark, if used in connection with
the identified goods, would so resenble the registered mark

SI DE, as shown bel ow:

VA
Il
[

for “conputer peripherals, nanmely nultinedia cards and
parts therefor,” also in International Cass 9% as to be
likely to cause confusion, to cause m stake or to deceive:
Bot h applicant and the Trademark Exam ning Attorney
have filed briefs. Although applicant had originally
requested an oral hearing, that option was subsequently

wai ved.

2 Application Serial No. 75/683,773, filed on April 16, 1999,
was based upon applicant’s allegation of a bona fide intention to

use the mark in comerce.
3 Regi stration No. 2,249,852, issued June 1, 1999.
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In the course of rendering this decision, we have

foll owed the guidance of In re E.I. du Pont de Nenours &

Co., 476 F.2d 1357, 1362, 177 USPQ 563, 567-68 (CCPA 1973).
This case sets forth the factors, which if relevant, should
be considered in determning |ikelihood of confusion.
We turn first to a consideration of the marks. The
Trademar k Exam ni ng Attorney contends that the differences
bet ween the respective marks are insignificant:
The applicant’s mark, SIDES, is in typed form and
the registrant’s mark is SIDE in stylized form
The only difference between the marks is the
addition of the letter “S” in the applicant’s
mark....

(Exam ning Attorney’s appeal brief, p. 4).
By contrast, applicant argues that the Trademark
Exam ning Attorney has failed to conpare the marks in their
entireties:
When a proper conparison is done, it is
apparent that that mark in the cited
registration is spelled differently than
applicant’s mark and i ncorporates highly
stylized font and distinctive parallel lines
in each letter of the word. These |Iines and
the bold font used in the mark make a
significant inpression on consuners, which
will lessen the |ikelihood of confusion in
t he mar ket pl ace.

(Applicant’s reply brief, p. 2).

The test, when conparing the involved marks, is not

whet her applicant's mark can be distingui shed from
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registrant's mark when subjected to a side-hy-side

conpari son but, rather, whether the marks are sufficiently
simlar in terns of their overall conmercial inpression
that confusion is likely to result as to the source or
sponsorshi p of the goods offered under the respective

mar ks. The focus is on the recollection of the average
purchaser, who normally retains a general rather than a

specific inpression of trademarks. See Sealed Air Corp. V.

Scott Paper Co., 190 USPQ 106 (TTAB 1975). In both marks,

the ternms “side” and “sides” bring to mnd the sanme
connotations that would normally flow fromthis comon
Engl i sh-1 anguage word. 4

Whil e applicant refers to registrant’s mark as “highly
stylized,” we actually find it to be a clear portrayal of
the word SIDE printed in a bold font. By conparison,
applicant depicts its SIDES mark in typed capital letters.
Accordingly, in deciding the issue of |ikelihood of

confusi on, we nmust consider all reasonabl e manners i n which

4 As to the connotation of these respective marks, applicant

argues that consumers will associate its SIDES mark with
applicant’s ot her marks (XSIDES, MYSIDES and XSI DES. COM whil e
registrant’s SIDE mark will be seen in the context of
registrant’s IDE nmultinmedia card, especially inasnuch as these
particul ar goods are also known as Superl DE |In any case, we
must conpare these specific marks as shown, and as applied to the
respective goods as identified in the registration and
application. Furthernore, there is no evidence in the record
that would permt us to conclude that prospective consumers woul d
make these associ ations as proposed by applicant.

- 4 -



Serial No. 75/683, 773

applicant’s mark coul d be depicted. See Jockey

International Inc. v. Mallory & Church Corp., 25 USPQ2d

1233 (TTAB 1992), and cases cited therein. One reasonable
depiction of applicant’s mark woul d i ncl ude SIDES havi ng
bold, thick letters. Perhaps applicant’s use of parall el
lines within each letter of its mark, simlar to those
shown in the cited registration, would not constitute a
reasonabl e depiction, but if the goods herein are found to
be related, this design feature in registrant’s mark al one
woul d hardly be a sufficient difference on which to have
this decision turn.

Based on our analysis of these two nmarks, when
considered in their entireties, we find the marks are
simlar in sound, appearance and connotation, and are
likely to create substantially simlar comerci al
inpressions in the mnds of prospective purchasers. This
du Pont factor weighs in favor of affirmng the Trademark
Exam ni ng Attorney.

We turn next to the goods of applicant and regi strant.
Applicant argues that its goods are directed prinmarily to
enterprises, where purchasing decisions are nmade by
sophi sticated individuals after consultation with
applicant. However, the identification of goods, on its

face, is in no way restricted. Furthernore, as pointed out
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by the Tradenmark Exam ning Attorney, even sophisticated
purchasers are not immune from source confusion when two
marks are quite simlar.

Mor eover, registrant’s conputer cards nmust be assuned
to travel in all channels of trade to all prospective
purchasers, and this would include everyone froml arge
enterprises to individual conputer users.

As the Trademark Exam ning Attorney has pointed out,
it is not necessary that goods are the sane or that they be
directly conpetitive in order for there to exist a
relati onship that would support a Section 2(d) finding.

Cooper Industries, Inc. v. Repcoparts U S A Inc., 218 USPQ

81 (TTAB 1983). While we subscribe to no per se rule that
all conputer software and hardware are related, |ikelihood
of confusion can nevertheless exist if the registrant’s
goods and applicant’s goods bear sone clear rel ationship.
In the present case, we find that such a relationship
exists. Those within a corporate enterprise acquai nted
with applicant’s software (e.g., software that allows such
conpani es to place a constant presence on each enpl oyee’s
conputer nonitor, for exanple) would readily concl ude that
mul ti media cards (SCSI cards, |1/0O adapters, etc.) bearing
an identical or simlar mark enmanate from or are sponsored

by or affiliated with, the same source. Hence, this

-6 -
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du Pont factor too weighs in favor of affirm ng the
Trademar k Exam ni ng Attorney.

As to the du Pont factor dealing with the nunber and
nature of simlar marks in use on simlar goods, applicant
contends the marks are sufficiently different because
"side" (or “sides”) is a weak term when used for conputer
rel at ed goods and services. |In support of this argunent,
applicant points to dozens of trademark applications and
federal registrations for marks, which in sone formincl ude
the word “SIDE.”

In its response to the initial Ofice action refusing
regi stration, applicant submtted search results derived

from wwv. m cropat ent. com havi ng bi bliographi cal data on

fifty-five pending applications® and issued registrations.
Because this list containing issued registrations was
derived froma conmercial search service list rather than
soft copies of the registrations or printouts fromthe U S.
Pat ent and Tradenmark O fice el ectroni c database, they were
not properly made of record. However, even though these
third-party registrations on which applicant attenpts to

rely have not been properly nmade of record [In re Hub

Distributing, Inc., 218 USPQ 284 (TTAB 1983); and

s W note that the pending, third-party trademark
applications are of virtually no evidentiary value on this point.

-7 -
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Weyer haeuser Co. v. Katz, 24 USPQ@d 1230 (TTAB 1992)], the

Trademark Examining Attorney failed to object to this
curabl e defect at the tine of her final Ofice action, so
we consider this potential objection to have been wai ved.
Then, with its appeal brief, applicant submtted a
second batch of bibliographic data from anot her comrercia

search service (ww. trademark.com conprising twenty-siXx

pendi ng applications and issued registrations. |In addition
to repeating the aforenentioned defect, this exhibit was
attached to applicant’s appeal brief, and hence was
untinmely. The record nust be conplete prior to the tine of

the appeal. See, 37 CFR 2.142(d); In re Smth and

Mehaf fey, 31 USPQ2d 1531, 1532 (TTAB 1994). Accordi ngly,
we have not considered this particular evidence in reaching
our decision.®

However, it is well settled that the earlier third-
party registrations that we have permtted into the record
do not stand as evidence that any of the marks are in use
in comerce or that purchasers are conditioned to
di stingui sh between the marks by focusing on conponents

ot her than the shared elenent. AM- Inc. v. Anmerican

6 W shoul d add, however, that there was significant overlap
with the fifty-five records submtted earlier containing third-
party regi strations that we have chosen to revi ew.

- 8 -
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Lei sure Products, Inc., 474 F.2d 1403, 177 USPQ 268 ( CCPA

1973) .

Mor eover, we note that nost of these third-party marks
i nvol ve speci alized conmputer products (e.g., for processing
manuf acturers’ warranties, for storing and retrieving
health care records, for transmtting and receiving radio
signals, or for use in finance, accounting or banking,
etc.) entirely unrelated to the goods involved in this
case. Even when the goods are nore closely related to the
goods of applicant and/or registrant, the marks are quite
dissimlar from SIDE or SIDES alone (e.g., |RONSIDE, THE
OTHER SI DE, OUTSI DE VI EW SI DEKI CK, SI DEWALK, SI DEWRI TER
SIDEW NDER, SIDE ARM etc.). In fact, virtually all of the
third-party, conposite marks |listed by applicant have sone
ot her distinctive matter conmbined with the word SIDE in
ways that create very different comrercial inpressions.

In conclusion, on this record, we find the respective
marks to be quite simlar, we have no reason to concl ude
that the registered mark is weak in this field, and we find
the respective goods to be rel ated.

Decision: The refusal to register is affirnmed.



