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Qpi ni on by Seeherman, Adm nistrative Tradenmark Judge:

Reser’ s Fine Foods, Inc. has appeal ed fromthe final
refusal of the Trademark Exam ning Attorney to register
POTATO EXPRESS as a trademark for “precut and precooked
potato products, nanely, sliced, diced and chopped
pr ecooked potatoes."EI The word POTATO has been di scl ai ned.

Regi strati on has been refused pursuant to Section 2(d) of

! Application Serial No. 75/621,312, filed January 15, 1999, and
asserting a bona fide intention to use the mark in comerce.
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the Trademark Act, 15 U. S.C. 1052(d), on the ground that
applicant’s mark so resenbl es the mark POTATOES EXPRESS
(with the word POTATOES di scl ai ned), and previously

regi stered for “dehydrated potatoes,”EI as to be likely to
cause confusion or m stake or to deceive.

Bot h applicant and the Exam ning Attorney filed
briefs; an oral hearing was not requested.

In determ ning whether there is a likelihood of
confusion between two marks, we nust consider all rel evant
factors as set forth inIn re E.l. du Pont de Nenours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any
| i kel i hood of confusion analysis under Section 2(d), two of
the nost inportant considerations are the simlarities or
dissimlarities between the marks and the simlarities or
dissimlarities between the goods. Federated Foods, Inc.
v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29
( CCPA 1976) .

The marks in this case are virtually identical. They
differ only in that applicant’s mark uses the singular form
of POTATO, while the cited mark contains the plural form
However, this slight difference is not sufficient to

di stingui sh the marks because consuners are not likely to

2 Regi stration No. 1,751,429, issued March 17, 1993; Section 8
affidavit accepted.
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note or remenber this mnor difference. Under actual
mar keti ng conditions consunmers do not have the luxury to
make si de-by-side conparison between nmarks, and instead
they nust rely on hazy past recollections. Dassler KGv.
Rol | er Derby Skate Corporation, 206 USPQ 255 (TTAB 1980).
Mor eover, given that the products in question are
relatively |owcost itens, consuners are not going to
exercise a great deal of care in examning the marks in
order to ascertain whether the word POTATO is shown in
singular or plural form

Wth respect to the goods, they are both potato
products. Applicant points out that there are specific
di fferences between the goods, since the registrant’s are
dehydrat ed potatoes while applicant’s are “pre-cooked,
precut, real potatoes ready for consunption right out of
t he package.” Brief, p. 1. Applicant also asserts that
t he goods woul d be packaged differently—registrant’s in a
cardboard box, while applicant’s is intended to be packaged
in a clear propyl ene bag—and because of their nature, they
woul d be sold in different sections of a grocery store—
registrant’s in the dry grocery section with other shelf-
st abl e boxed products, while applicant’s would require

refrigeration in order to prevent spoil age.
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We have no doubt that applicant is correct when it
states that “due to the different nature of the products,
consuners seeking one product would not be likely to
m st ake one product for the other.” Brief, p. 1. However,
t he question we nust consider is not whether consuners are
likely to confuse the products, but whether they are likely
to confuse the source of the products. W find that such
confusion is likely. Al though there are specific
differences in how the potatoes are prepared, and how t hey
are intended to be packaged and sold, they are still potato
products which are offered to the general public in the
sanme channels of trade. A consuner is likely to encounter
both products in the sanme grocery store. Although there
may be differences in the packagi ng and the section of the
store in which such products are sold, consuners are nore
likely to attribute these differences to the different
nature of the products, e.g., one needing refrigeration and
the other not, than to differences in the source of the
pr oducts.

Some of the third-party registrations made of record
by the Exam ning Attorney show that regi strants have
regi stered their marks for different types of potato
products. See, e.g., Registration No. 832,620 for frozen

and dehydrat ed potatoes; Registration No. 921, 623 for,
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inter alia, canned potatoes and dehydrat ed pot at oes.
Al t hough these registrations are not evidence that the
marks are in use on these goods, or that the public is
famliar with them they do indicate that a party nay adopt
a particular mark for use on different fornms of potatoes.
A consuner famliar with a particular mark used on
dehydrated potatoes is |ikely, when seeing the virtually
identical mark on pre-cooked, precut refrigerated potatoes,
to believe that the producer of the dehydrated potatoes is
sinply selling its potatoes in a refrigerated form
Applicant has al so argued that the word EXPRESS i s
“highly diluted as it has been used in nunerous marks
related to food products.” Brief, p. 3. There has been
sonme confusion in the prosecution of this application with
respect to third-party marks supporting this position. 1In
its response to the first Ofice action, applicant nade
this sanme argunment, and listed what it asserted to be
third-party registrations by mark, goods, and registration
nunber. In the next, and final Ofice action, the
Exam ning Attorney stated that “while the exam ning
attorney acknow edges that numerous registrations for both
food services and food products contain the term* Express,’
no other registration of record, other than the cited

regi stration, conbine both the terns EXPRESS and a
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derivation of POTATQ(es).” Later in the Ofice action,
however, the Exam ning Attorney stated that because
applicant had not provided copies of the registrations
mentioned in the list, they were not part of the record and
were not considered. Applicant apparently recogni zed that
the registrations were not of record because, at the sane
time it filed its appeal brief, it filed a request for
remand “because the exam ning attorney has stated that the
registrations cited in applicant’s response to Ofice
Action are not part of the record and were not considered.”
(The request for remand was deni ed because applicant had
provi ded no reason why it could not have submtted the
registrations prior to filing the appeal.)

The Exam ning Attorney was correct that nerely listing
third-party registrations is not sufficient to make t hem of
record, and that copies of the registrations nust be
submtted. However, the Exam ning Attorney al so
acknowl edged in the Ofice action that there are numerous
regi strations for marks containing the word EXPRESS. This
acknow edgenent, in effect, is a recognition of what the
third-party registrations show EXPRESS is a suggestive
termfor food products and food services, and this word is
not entitled to a broad scope of protection. However, our

finding of likelihood of confusion is not based on the
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presence of just the word EXPRESS in both marks; it is
based on the fact that the nmarks consist of the word POTATO
in either singular or plural form followed by the word
EXPRESS. Thus, the marks as a whole, conpared in their
entireties, are virtually identical. The fact that the
initial word in each mark is disclainmed does not affect the
simlarity of the marks as a whole. Although the scope of
protection for POTATOES EXPRESS may be Iimted, we have no
doubt that it extends to prevent the registration of the
virtually identical mark POTATO EXPRESS for very closely
rel ated goods, i.e., goods which are the sanme product,
potatoes, in different forms. W would also point out that
applicant’s mark is nmuch closer to the cited mark than the
third-party EXPRESS marks referred to by applicant are to
each ot her.

Decision: The refusal of registration is affirned.



