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Qpi nion by Cissel, Adm nistrative Trademark Judge:

On Decenber 6, 1998, the above-referenced application
was filed to register the mark “CHELSEA MARKET BASKETS’ on
the Principal Register for “mail-order food catal og and
retail food store services,” in Cass 42. The basis for
filing the application was applicant’s claimthat it had

used the mark in connection with the specified services in

comerce since April 10, 1997.
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The Exam ning Attorney refused registration under
Section 2(d) of Lanham Act on the ground that applicant’s
mark, as used in connection with the services set forth in
the application, so resenbles the mark “MARKET BASKET, "
which is registeredﬂfor “retail grocery services,” in O ass
42, that confusion is likely. The Exam ning Attorney also
required applicant to disclaimthe descriptive term “MARKET
BASKETS” apart fromthe mark as shown because the speci nens
submtted with the application show that applicant sells
food products in market baskets. Additionally, applicant
was advi sed that the proper classification for the services
set forth in the application was C ass 35.

Applicant did not respond to the refusal to register,
but applicant did submt amendnents to enter the requested
di scl aimer and to anend the classification to C ass 35.

The Exam ning Attorney accepted the anmendnents, but
made final the refusal to register under Section 2(d) of
the Act. Attached to the final refusal were copies of a
nunber of third-party registrations wherein the services
listed include both retail food store services and mail -

order catal og services featuring food.

! Reg. No. 2,122,759 issued on the Principal Register to M& E
Food Mart, Inc. on Decenber 23, 1997.
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Applicant tinely filed a Notice of Appeal. Both
applicant and the Exam ning Attorney filed briefs, but
applicant did not request an oral hearing before the Board.

The sol e issue before us in this appeal is whether
confusion is likely between applicant’s mark, “CHELSEA
MARKET BASKETS,” as used in connection with mail order food
cat al ogue services, and registrant’s mark, “MARKET BASKET, "
in connection with retail grocery services. After careful
consideration of the record and argunents before us in this
appeal, we find that the refusal to regi ster under Section
2(d) of the Lanham Act is well taken.

The predecessor of our prinmary review ng court set
forth the factors to be considered in resolving the issue
of likelihood of confusionin In re E. | duPont de Nenours
& Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). We nust
| ook at the marks thenselves for simlarities in
appear ance, sound, connotation and comercial inpression,
and then we nust conpare the services set forth in the
application to the services specified in the cited
registration to determne if they are related or if the
activities surrounding their marketing are such that
confusion as to originis likely if simlar marks are used
in connection with both. In re International Tel ephone and

Tel egraph Corp., 197 USPQ 910 (TTAB 1978).
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In the case at hand, when it is considered in its
entirety, applicant’s mark is simlar to the cited
regi stered mark. Applicant has essentially appropriated
the entire registered mark (although applicant has used the
plural formof the word “BASKET”) and prefaced it with the
name “CHELSEA.” The addition of a nane or another termto
a registered mark is generally insufficient to overcone a
| i kel i hood of confusion. Coca-Cola Bottling Co. v. Joseph
Seagram & Sons, Inc. 526 F.2d 556, 188 USPQ 105 ( CCPA
1975). By adding the nane “CHELSEA” to the wording “MARKET
BASKETS, ” applicant has failed to neet its burden of
selecting a mark that is not likely to cause confusion with
a mark which is already registered.

Further, applicant’s disclaimer of what is in essence
the regi stered mark does not overcone the refusal to
register. As the Exam ning Attorney points out, it is
contrary to the fundanental principles of trademark |aw to
allow an applicant to register a mark which is already
registered by sinply disclaimng the registered mark and
addi ng another word to it. In re National Data Corp., 753
F.2d 1056, 224 USPQ 749 (Fed. GCir. 1985).

Applicant’s contention that confusion is not |ikely
because the disclained portion of its mark is “weak” is not

wel | taken. It is not supported by the record. To the
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contrary, “MARKET BASKET” is registered on the Principa
Regi ster with no disclainmer or claimof distinctiveness
under Section 2(f) of the Act. This hardly constitutes
evi dence of any “weakness” of the words in source-
identifying significance.

In summary on this point, these two marks create
simlar comrercial inpressions in connection with the
services with which they are used because applicant’s mark
is essentially the registered mark prefaced by the nane
“CHELSEA.” When marks as simlar as these are used in
connection with related services, confusion is plainly
li kely.

Not wi t hst andi ng applicant’s argunents to the contrary,
the services set forth in the application are closely
related to those specified in the cited registration. As
anended, the application identifies applicant’s services as
“mai | -order food catal ogue services.” The cited
registration lists registrant’s services as “retail grocery
store services.” The third-party registration information
made of record by the Exam ning Attorney shows that other
busi nesses have registered their trademarks for both of
t hese services. This evidence provides us with a basis
upon which to conclude that consuners have reason to expect

that the use of simlar marks in connection with both of
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these services relating to the sale of food is an
indication that one entity is responsible for both. Inre
Al bert Trostel & Sons Co., 29 USPQR2d 1783 (TTAB 1993); and
In re Mucky Duck Co., 6 USPQRd 1467 (TTAB 1988). I ndeed,
the application as originally filed indicated that
applicant itself sells food both at retail and by neans of
mai | order catal ogues.

Applicant argues that its services are not related to
the services specified in the cited registration,
contendi ng that registrant provides ordinary food itens
whi ch are purchased by consuners in a fixed |ocation,
wher eas applicant provides gift baskets by mail to a
hi gher-end market niche, “providing consuners with an
opportunity to purchase luxury itens (rather than staple
goods) for guests fromthe conveni ence of their hones.”
(Brief, p. 4).

The problemw th this argunent is that neither the
recitation of services in the cited registration nor the
recitation in the application is restricted in the ways
asserted by applicant. It is well settled that in
determ ni ng whet her confusion is likely, we nmust base our
deci sion on the way the services are identified in the
application and registration, respectively, wthout

l[imtations or restrictions that are not reflected therein.
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Toys “R’ Us, Inc. v. Lanps R Us, 219 USPQ 340 (TTAB 1983)
and cases cited therein. Wen we adopt this approach, we
cannot restrict or limt the itens sold in registrant’s
retail grocery store, nor can we do so with respect to the
products provided by nmeans of applicant’s nmail order food
catal ogue services. As identified in the application and
regi stration, respectively, both services could include the
sale of ordinary food itens as well as food products
directed to gournets or itens intended to be used as gifts
for others.

Contrary to the argunents presented by applicant, the
services, as identified, are not restricted as to
purchasers. Both services, as identified, are typically
provided to ordinary consunmers. Also contrary to
applicant’s argunents, we have no basis upon which to
concl ude that the consuners to which applicant’s services
are directed are nore discerning or have any particul ar
| evel of sophistication that woul d reduce or elimnate the
| i kel i hood of confusion in this case.

In summary, the record before us in this appeal
establishes that applicant’s mark is simlar to the cited
regi stered mark and that the services set forth in the

application are comrercially related to those specified in
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the registration. Under the circunstances, it is clear
that confusion is likely.
Deci sion: The refusal to register under Section 2(d)

of the Lanham Act is affirned.
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